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STATEMENT OF RELATED CASES

No other appeal in or from this action has previously been before this or any
other appellate court. Counsel for appellant is aware of one case that will be
directly affected by this Court's decision in the pending appeal: Cordis

Corporation v. Kappos, No.1: 12-cv-00075-AJT-IDD, currently pending in the
United States District Court for the Eastern District of Virginia. The district court
stayed Cordis v. Kappos pending the Court's ruling in this appeal. Counsel is
aware of no other cases pending in this or any other court that will directly affect
or be directly affected by this Court's decision in the pending appeal.
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JURISDICTIONAL STATEMENT

The district court had jurisdiction over this action pursuant to 28 U.S.C.
§§ 1331 and 1338(a). On December 9, 2011, United States Magistrate Judge John

F. Anderson granted Abbott's motion to quash. On January 19, 2012, United
States District Judge Claude M. Hilton affirmed Judge Anderson's ruling. Cordis
timely filed its Notice of Appeal to this Court on February 14, 2012. This Court
has jurisdiction pursuant to 28 U.S.C. § 1295(a)(1). See also Heat & Control, Inc.
v. Hester Industries, Inc., 785 F.2d 1017, 1020-22 (Fed. Cir. 1986).
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STATEMENT OF THE ISSUES

1. Did the district court erroneously hold that inter partes reexaminations at
the USPTO, despite being fully adversarial proceedings, are nonetheless not
"contested cases" within the meaning of 35 U.S.C. § 24?
2. Did the district court erroneously hold that the permission of the USPTO
was required for the issuance of a subpoena pursuant to 35 U.S.C. § 24?

3
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STATEMENT OF THE CASE
This appeal arises from the district court's misinterpretation of the statute
governing the issuance of subpoenas in contested cases before the USPTO, 35
U.S.C. § 24, which resulted in the erroneous grant of Abbott's motion to quash
Cordis's subpoena. The district court's decision denies Cordis access to evidence
that is relevant to an Abbott-initiated inter partes reexamination of two Cordis
patents.
In the reexamination, Abbott challenged the patentability of Cordis's patent
claims by asserting that they would have been obvious under § l03(a). In support
of their positions, Abbott and Cordis each submitted declarations of experts,
contesting the factual underpinnings of the obviousness determinations that the
USPTO would have to make. In particular, the parties and their experts disputed
whether Abbott and others had copied and adopted the patented drug-eluting stent
technology.
In order to obtain specific documentary evidence of copying and the
opportunity to cross-examine the expert declarants, Cordis served subpoenas on
Abbott. In an abundance of caution, Cordis also petitioned (in each of the two
proceedings) the USPTO for permission to serve those subpoenas. Despite the
language of 35 U.S.C. § 24, authorizing subpoenas in "contested cases," Abbott
refused to produce the requested evidence. Instead, Abbott filed a motion to

4
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quash, initiating the district court action underlying this appeal. In support of its
motion, Abbott argued that an inter partes reexamination is not a "contested case"
under § 24, and thus subpoenas are not authorized. Abbott also argued that the
subpoenas were served without the supposedly necessary authorization, and that
the subpoenas were vexatious, untimely, and threatened to expose confidential
information.
Abbott and Cordis briefed the issues to the district court, but shortly before
oral argument, the USPTO denied Cordis's petitions, I and Abbott submitted the
decisions to the district court. The United States Magistrate Judge heard oral
argument on the motion on December 9,2011, and immediately ruled from the
bench, granting the motion to quash. Although the basis of the ruling is somewhat
unclear, it appears that the Magistrate Judge agreed with Abbott's view of § 24,
and found the USPTO's decision persuasive. The Magistrate Judge did not appear
to respond to Abbott's other arguments. Cordis timely moved for a review of the
order by the United States District Judge pursuant to Fed. R. Civ. P. 72(a). On
January 19, 2012, the court affirmed its ruling without opinion. Cordis timely filed
its notice of appeal to the district court on February 14, 2012.

The propriety of USPTO's denial of those petitions is the subject of the
aforementioned case Cordis Corporation v. Kappos, No. 1:12-cv-00075-AJT-IDD,
currently pending in the United States District Court for the Eastern District of
Virginia.
5
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Cordis respectfully requests that this Court hold that an inter partes
reexamination is a "contested case" under § 24, and that the authorization of the
USPTO was not required for issuance of the subpoenas. Accordingly, this Court
should vacate the district court's judgment and remand for further proceedings.
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STATEMENT OF THE FACTS
I.

This Appeal Derives from a Motion to Quash Filed by Abbott in
Response to Subpoenas Arising from Inter Partes Reexaminations
Initiated by Abbott and Boston Scientific
A.

Cordis Owns Two Patents on Drug-Eluting Stents and
Asserted Them Against Abbott and Boston Scientific

Cordis is an owner of the two patents that underlie the instant dispute: U.S.
Patent Nos. 6,746,773 ("the Llanos '773 Patent") (JA659-82) and 7,591,844 ("the
Llanos '844 Patent") (JA684-710). These patents include claims drawn to stents
that comprise a coating that, in tum, comprises a copolymer comprising specific
proportions of vinylidinefluoride and hexafluoropropylene intermixed with a
pharmaceutical agent. JA682; JA709-10. The patented stents are designed to
provide for prolonged release of a pharmaceutical agent when implanted in a blood
vessel. Id.
Cordis sued Boston Scientific SCIMED, Inc. ("Boston Scientific") and
Abbott Laboratories or Abbott Cardiovascular Systems, Inc. (collectively,
"Abbott") alleging infringement of the Llanos patents based in part on Abbott's
manufacture and sale of the Promus and Xience drug-eluting stent ("DES")
products, and on Boston Scientific's sale of the Promus DES product. Wyeth et al.
v. Abbott Labs. et aI., Civil Action No. 09-4850 (JAP)(TJB) (D.N.J.).
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Boston Scientific and Abbott Initiated Inter Partes
Reexaminations Asserting that the Llanos Patents Are
Invalid as Obvious

On April 15, 2010, nearly six months after being sued for infringing the
Llanos '844 patent, Boston Scientific commenced inter partes reexamination no.
95/000,542. JA747-94. In doing so, Boston Scientific asserted that previously
allowed claims in the patent are invalid under 35 U.S.C. § 103(a) and should be
cancelled by the USPTO under 35 U.S.C. § 316(a). [d. On June 30, 2010, Abbott
initiated another inter partes reexamination of the Llanos '844 Patent, no.
95/000,552. The USPTO merged the Boston Scientific reexamination with the
Abbott reexamination on November 26,2010. JA795-802.
Despite the fact that the Llanos '773 Patent had already survived an ex parte
reexamination, Abbott implicated that patent in these proceedings on August 23,
2010, by initiating another inter partes reexamination, no. 95/000,567. JAI0021211. Abbott's over 200-page request for the '567 reexamination again asserted
that claims in the Llanos '773 Patent, as allowed following the prior ex parte
reexamination, are invalid under 35 U.S.C. § 103(a) and should be cancelled by the
USPTO under 35 U.S.C. § 316(a). [d.
C.

Abbott's Obviousness Theory, and Cordis's Rebuttal,
Depend Upon Unconfronted Expert Testimony and
Evidence that Abbott Does Not Deny Possessing, but
Refuses to Provide

In papers filed in the merged reexamination, Cordis and Boston Scientific
8

Case: 12-1244

Document: 14

Page: 22

Filed: 05/07/2012

(23 of 264)

and Abbott are contesting factual issues that are relevant to whether existing claims
in the Llanos Patents are valid under 35 U.S.C. § 103. Boston Scientific, for
example, submitted a 22-page declaration of an expert witness, Chris Scott, Ph.D.
(the "Scott Declaration"), which contains factual assertions relevant to the
determination of whether the inventions claimed in the Llanos '844 Patent are
patentable. JA804-25. Cordis, for its part, submitted a 40-page declaration of an
expert witness, Antonios G. Mikos, Ph.D. (JA827-66), which contains factual
assertions relevant to the determination of whether the inventions claimed in the
Llanos '844 Patent are patentable, including an assertion that "[t]he invention of
the '844 patent has been copied and adopted by others in the industry, including
Abbott Laboratories' Xience V DES and Boston Scientific's Promus DES"
(JA864). Then, notwithstanding that it is the party that would possess such
evidence, Boston Scientific argued to the USPTO that Dr. Mikos's testimony
concerning copying was "legally insufficient" because Cordis lacked "'internal
company documents' or other direct evidence" demonstrating the copying by
accused infringers. JA894.
Following receipt of the Scott Declaration and Boston Scientific's
accompanying comments, the USPTO issued a non-final office action dated
January 21, 2011, in which the USPTO provisionally rejected all 24 claims in the
Llanos '844 Patent. JA900-1000. In this office action, the USPTO discussed the
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factor of "copying" and noted that Cordis had not presented evidence of "how"
stents sold by Boston Scientific "are made," and further noted that the
persuasiveness of this factor may be affected by "lack of concern for patent
property or contempt for the patentee's ability to enforce the patent." JA991.
As another example of the fact-intensive attack on the Llanos Patents
launched by Cordis's adversaries, Abbott submitted a 42-page declaration of an
expert witness, Michael N. Helmus, Ph.D. (the "Helmus Declaration"), which
contains factual assertions relevant to the determination of whether the inventions
claimed in the Llanos '773 Patent are patentable. JA12l3-57. (Abbott submitted a
similar declaration of Dr. Helmus's in the reexamination of the '844 Llanos
Patent.) Cordis also submitted another declaration of Dr. Mikos (JA1273-l320),
which contains factual assertions relevant to the determination of whether the
inventions claimed in the Llanos '773 Patent are patentable, including an assertion
that "[t]he invention of the '773 Patent has been copied and adopted by others in
the industry, including Abbott Laboratories' Xience V stent and Boston
Scientific's Promus stent" (JA 1318). Again notwithstanding that Abbott is the
party that would possess such evidence, Abbott argued to the USPTO that Dr.
Mikos's testimony concerning copying was "fatally flawed" because "[t]here is no
evidence that Dr. Mikos has any first-hand knowledge as to how Xience® or
Promus® are made" and "Cordis' unsubstantiated copying allegations cannot
10
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support the nonobviousness of the Llanos ['773] Patent." JA1370. Abbott has not
denied having evidence relevant to these issues, but refuses to provide it.

D.

Cordis Sought the Opportunity to Cross-Examine the
Experts and Obtain Evidence Critical to the USPTO's
Obviousness Determination by Serving Subpoenas on
Abbott and by Petitioning the USPTO for Clarification of
Its Rules

In order to cross-examine Abbott's and Boston Scientific's experts, and
obtain the critical evidence of nonobviousness, Cordis elected to proceed under 35
U.S.C. § 24, which provides in relevant part that "[t]he clerk of any United States
court for the district wherein testimony is to be taken for use in any contested case
in the Patent and Trademark Office, shall, upon the application of any party
thereto, issue a subpoena for any witness residing or being within such district ..."
(emphasis added). Cordis deemed the subpoenas appropriate under the statute in
view of the adversarial nature of inter partes reexamination. Cordis served several
subpoenas, including the two subpoenas duces tecum at issue in this appeal. JA6975 & JA77-83. The subpoenas seek not discovery, but rather particular items of
evidence relevant to the obviousness question -

items of evidence that Abbott

does not deny possessing.
At the same time that it served the subpoenas, Cordis filed a petition
pursuant to 37 C.P.R. § 1.182 in each of the inter partes reexaminations involving
the Llanos Patents, requesting that the Director clarify the USPTO's rules as they
11
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relate to the service of a subpoena under 35 U.S.C. § 24 in inter partes
reexaminations. JA538-45 & JA547-54. The petitions requested that the Director
confirm that the USPTO's current rules impose no requirement that parties seeking
to enforce subpoenas under § 24 must obtain the USPTO's prior authorization.
E.g., JA538. The petitions further requested that, to the extent that the USPTO is

of the view that such authorization is required for the enforcement of § 24
subpoenas, the Director grant such authorization so that Cordis may: (i) obtain
important information relevant to nonobviousness that is in the possession of the
Abbott and Boston Scientific, and (ii) cross-examine expert witnesses whose
declarative testimony has been entered into the record by Abbott and Boston
Scientific. [d. Cordis submitted copies of the subpoenas to the USPTO along with
the petitions, and noted that such subpoenas were in the process of being served.
[d.

E.

Abbott Resisted the Subpoenas by Filing a Motion to Quash
in the District Court

Before the USPTO could rule on Cordis's petitions, Abbott filed the motion
to quash that led to this appeal. In its motion, Abbott argued that: (i) 35 U.S.C.
§ 314(a) prohibits discovery in inter partes reexamination; (ii) § 24 does not

authorize subpoenas in inter partes reexaminations because such reexaminations
are not contested cases; (iii) Cordis was required to wait for the USPTO's
permission before serving the subpoenas; and (iv) the subpoenas were vexatious,
12
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untimely, and threatened to reveal confidential information. JA33.
On December 7, 2011, after briefing was closed, but before oral argument on
the motion to quash, the USPTO issued decisions denying Cordis's petition
requests. JA1566-72 & JA1574-80 (the decisions are identical in relevant part).
The stated basis for the decisions was that "discovery in an inter partes
reexamination proceeding is not permitted by the inter partes reexamination
statute, or by any regulation governing inter partes reexamination proceedings."
E.g., JA1567. The decisions, which do not bear any indication of having been

authorized by the Director, characterize the denial of the petitions as "final agency
action under 5 U.S.C. § 704." ld. 2 Abbott submitted the petition decisions to the
district court in support of its motion to quash. JA1563-64.

F.

The District Court Granted Abbott's Motion to Quash,
Relying in Part on the USPTO's Petition Decisions

On December 9, 2011, the district court conducted oral argument, United
States Magistrate Judge John F. Anderson presiding. JA2-23. At the conclusion of
the argument, the court provided its ruling from the bench, granting the motion to
quash. JA19-21 & JAl. The court noted that it "ha[d] the benefit of the decision

2

Cordis has challenged the propriety of the petition decisions under the
Administrative Procedure Act in Cordis Corporation v. Kappos, No.1: 12-cv00075-AJT-IDD, currently pending in the United States District Court for the
Eastern District of Virginia. JA1728-35. The district court stayed Cordis v.
Kappo s pending the Court's ruling in this appeal. JAl 770-71.
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that came out this week from the USPTO" and found that "while not binding," it
was "persuasive information for the Court to consider." JA20. The court also
appeared to indicate that it had determined that inter partes reexamination were not
contested cases within the meaning of § 24, and that regardless, the USPTO's
permission would have been required. JA21. The court did not rule on Abbott's
other arguments.
Cordis timely moved for a review of Magistrate Judge Anderson's order by
United States District Judge Claude M. Hilton pursuant to Fed. R. Civ. P. 72(a).
JA1647-48. On January 19, 2012, the court affirmed Judge Anderson's ruling
without opinion. JA24. Cordis timely filed its notice of appeal to the district court
on February 14,2012. JA1721-22.

II.

The Inter Partes Reexamination Process Is an Adversarial One
that Results in a Binding Decision
Inter partes reexamination proceedings were first authorized by the

American Inventors Protection Act of 1999, Pub. L. No. 106-113, §§ 4601-4608,
113 Stat. 1501, 1501A-567 to 572 (the "AIPA"), codified at 35 U.S.C. §§ 311-318.
Like ex parte reexamination (which Congress first authorized in 1980), inter partes
reexamination is a process by which a third party may request that the USPTO
reexamine the validity of an issued patent in light of prior art that, in the
determination of the USPTO Director, raises "a substantial new question of
patentability." 35 U.S.C. §§ 303, 312. Unlike ex parte reexamination (which
14
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provides the requester no rights of participation once the USPTO has begun
conducting reexamination proceeding, see 37 C.P.R. § 1.550(g)), inter partes
reexamination proceedings are fully adversarial proceedings in which, under the
USPTO's procedures, the party (or parties) requesting reexamination has rights to
participate in the agency's proceedings, including rights: (i) to submit affidavit
testimony and documentary evidence to the agency, 37 C.P.R. § 1.132; (ii) to
present arguments, 37 C.P.R. § 1.943(b); (iii) to reply to the arguments of the
patent owner, 35 U.S.C. § 314 & 37 C.P.R. § 1.947; (iv) to appeal an adverse result
to the USPTO Board of Patent Appeals and Interferences (BPAI) and thereafter to
appeal to the Federal Circuit, 35 U.S.C. § 315(b)(I); and (v) to be a party to any
appeal taken by an adverse party to the BPAI or the Federal Circuit, 35 U.S.C. §
315(b)(2).
The final results of an inter partes reexamination are binding on both the
patent owner and the requester, and the requester is estopped from asserting in
future civil litigations any ground of patent invalidity that the "requester raised or
could have raised during the inter partes reexamination." 35 U.S.C. § 315(c).

15
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SUMMARY OF THE ARGUMENT
Section 24 Unambiguously Authorizes Cordis's Subpoenas. The district
court's primary error was determining that an inter partes reexamination is not a
"contested case" as used in 35 U.S.C. § 24. There is little dispute that inter partes
reexaminations are adversarial; the very disagreement before this Court is evidence
of that. Even the district court acknowledged that "the parties sit on the other side
of the table and that there is the ability to respond to information." JA21. But
Abbott led the district court astray by diverting attention away from the plain
meaning of the statute, which should decide this issue.
The ordinary meaning of the phrase "contested case" is a proceeding where
a party challenges, i.e., "contests," a position adopted by some other party in the
proceeding. An inter partes reexamination unquestionably meets that definition,
and Abbott has presented no decision holding otherwise. The initiator of an inter

partes reexamination takes a position that is adverse to the patent owner, and has a
variety of participatory rights. As but a few examples, the challenger may file
comments attacking the patent owner's evidence and has the right to appeal a
decision favorable to the patent owner. An inter partes reexamination is literally
and practically "contested," and results in a judgment that can permanently destroy
patent rights. Section 24 grants authority to subpoena relevant evidence in such
serious, adversarial cases, and that authority extends to inter partes
16
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reexaminations.
The historical and present usage of the term "contested" supports the plain
meaning of the term as well. Under the 1861 Patent Act, which authorized district
courts to subpoena witnesses "in any contested case pending in the Patent Office,"
interferences and extension proceedings were both considered "contested cases."
Extension proceedings allowed parties to contest a patentee's request that the term
of its patent be extended; interferences are disputes between two or more parties
both claiming to have invented the same invention. Over time, other proceedings
in the patent and trademark context fell under the umbrella of "contested cases,"
such as public use proceedings, disciplinary proceedings, and trademark opposition
and cancellation proceedings. All of these proceedings share a key feature with
inter partes reexaminations: parties who are adverse to each other on one or more
issues, and an opportunity for those parties to present their competing views and
have the issues decided. Usage of the terms "inter partes" and "contested" in other
agency contexts confirms this as well.
Another reason that inter partes reexaminations should be viewed as
"contested cases" under § 24 is that the failure to do so raises serious due process
concerns. Courts should construe statutes to avoid raising constitutional concerns.
Because an inter partes reexamination threatens to deprive the patentee of
important and valuable property rights, the constraints of the Due Process Clause
17
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apply. Under the balancing test of Mathews v. Eldridge, 424 U.S. 319, 335 (1976),
the district court's denial of access to subpoena power unfairly disadvantages the
patent owner. The patentee is subject to the USPTO's duty of candor, and must
present evidence, even if it is adverse to its position. On the other hand, a
challenger is free to withhold evidence supporting patentability and to submit
expert testimony unchallenged by cross-examination, as Abbott has done in this
case. The district court's decision implicates these Due Process concerns, whereas
the plain language of § 24 relieves them, and affords fair access to evidence for
both parties.
Contrary to Abbott's position at the district court, 35 U.S.C. § 314(a) cannot
be read to repeal or preempt § 24. Section 314(a) requires that inter partes
reexamination follow the procedures set forth in §§ 132-33, but none of those
sections states that inter partes reexaminations are not contested cases. There is no
basis in the text to read § 314(a) as an implicit repeal of § 24, as Abbott does.
Rather, the statutes should simply be read consistently, by understanding that inter

partes reexaminations follow the procedures set forth in §§ 132-33 and are
contested cases under § 24.
Nor do any rules or decisions of the USPTO aid Abbott, because the plain
language of § 24 controls over a contrary view of the USPTO under any standard
of review. Even if the views of the USPTO are considered, they earn nothing more
18
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than Skidmore deference because the USPTO's views on this issue have been
inconsistent, and the USPTO has not issued any formal opinion on the relevant
issue. Shortly after the creation of inter partes reexaminations, the USPTO
correctly recognized them to be "hotly-contested, adversarial proceedings."
Confusingly, the USPTO later promulgated a rule that inter partes reexaminations
were not "contested cases." And more recently, the USPTO stated in litigation that
it had no formal opinion on the issue. The USPTO's decision on Cordis's petitions
provides no more clarity and warrants no deference.
Abbott's other arguments, advanced below, have little or nothing to do with
the text of the statute. Abbott wrongly suggests that allowing subpoenas in inter
partes reexaminations would be contrary to a Congressional intent to make inter
partes reexaminations a streamlined alternative to litigation. But the two ideas do
not conflict in any way, as shown by the numerous simpler-than-litigation
proceedings at the USPTO that the agency nonetheless recognizes as "contested."
Furthermore, Abbott reveals its own fallacy by pointing to the 2011 America
Invents Act, in which Congress created two new adversarial proceedings at the
USPTO, both of which are intended to be cost-effective alternatives to litigation,
and both of which also provide for subpoenas. Finally, although Abbott tries to
draw attention to supposed differences between inter partes reexaminations and
other contested cases, these proceedings are more alike than they are different.
19
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The USPTO Exercised its Procedural Discretion to Enhance the
Contested Nature of Inter Partes Reexaminations. The USPTO exercises
significant control over the manner in which inter partes reexaminations proceed.
The agency could have used this control to make inter partes reexaminations less
adversarial, but has chosen, repeatedly and in a variety of ways, to make them
more adversarial. Thus, to the extent that there is any ambiguity at all about
whether § 24 applies to inter partes reexaminations, that ambiguity is resolved in
the affirmative by the USPTO's own actions.
The USPTO's adversarial, yet unfair, treatment of inter partes
reexaminations is particularly evident in comparison to the agency's treatment of

ex parte reexaminations. The USPTO, for example, set the fees far higher for inter
partes proceedings, justifying the higher fees by pointing to the "hotly-contested,
adversarial" nature of the process. Further, although the USPTO allows both the
patentee and the third party requester to submit dueling expert evidence, it hobbles
the patentee by imposing a duty of candor that is not imposed on the third party
requester. The USPTO also enhances the formality and adversarial nature of the
process by forbidding examiner interviews in inter partes proceedings. In fact, the
USPTO bans all ex parte contacts in inter partes reexaminations because of its
concern about such contacts in adversarial cases.
The USPTO recognizes the adversarial nature of inter partes reexaminations
20
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when doing so is expeditious, but refuses to extend its recognition to allowing
subpoenas under § 24. This contradiction deeply undermines any justification for
denying patentees access to subpoenas. In view of this contradiction, the best
resolution is to recognize that inter partes reexaminations are "contested cases,"
consistent with the plain language of § 24 and the highly adversarial nature of the
procedures that the USPTO has implemented.

Relief requested. Cordis respectfully requests that this Court hold that an
inter partes reexamination is a "contested case" under § 24. In accordance with
that holding alone, this Court should vacate the district court's judgment and
remand for further proceedings. In addition, Cordis requests that this Court hold
that the authorization of the USPTO was not required for issuance of the
subpoenas. But even if the Court holds that authorization was necessary, the Court
should vacate and remand, because the USPTO' s decision denying Cordis
permission was premised on the faulty view that an inter partes reexamination is
not a "contested case." Thus, remand would be necessary so that the permission
question could be revisited with a correct understanding of § 24.
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ARGUMENT
I.

Standard of Review
The district court's interpretations of the sections of Title 35, for example

§ 24, are legal questions that receive de novo review. AstraZeneca Pharms. LP v.

Apotex Corp., 669 F.3d 1370, 1376 (Fed. Cir. 2012).

II.

The Unambiguous Terms of § 24 Authorize Cordis's Subpoenas
The district court erred when it determined that inter partes reexaminations

are not contested cases within the meaning of § 24. Section 24 authOlizes
subpoenas in aid of "any contested case in the Patent and Trademark Office," and
provides that such subpoenas shall be issued "upon the application of any party" to
such a "contested case." A straightforward interpretation of § 24's plain text
permits subpoenas in all types of contested cases, including the inter partes patent
reexaminations that underlie the instant matter. For at least this reason, the
decision of the district court should be vacated, and Abbott's motion to quash
Cordis's subpoenas should be denied.

A.

Inter Partes Reexaminations Are Contested Cases Pursuant
to 35 U.S.C. § 24 Because Inter Partes Reexaminations are
Thoroughly Adversarial Proceedings

"[T]he starting point in every case involving construction of a statute is the
language itself." Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1425 (Fed. Cir. 1988)
(quoting United States v. Hohri, 482 U.S. 64 (1987)). "When the terms of a statute
[are] unambiguous, judicial inquiry is complete, except in rare and exceptional
22
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circumstances. Moreover, absent a clearly expressed legislative intention to the
contrary, a statute's plain meaning must ordinarily be regarded as conclusive."

Glaxo Operations UK Ltd. v. Quigg, 894 F.2d 392,395 (Fed. Cir. 1990) (citations
omitted).
Abbott has not seriously disputed that inter partes reexamination are
adversarial. Nonetheless, it erroneously insists that § 24's use of the phrase
"contested cases" does not embrace such an adversarial proceeding. Section 24
authorizes issuance of subpoenas in aid of "any contested case in the Patent and
Trademark Office." In the context of practice before the USPTO, the word "case"
is a generic term that refers to any type of application or proceeding in the office.

See, e.g., 37 C.P.R. Part 1 and 37 C.P.R. § 1.31. The key term, thus, is
"contested," and the legal question presented here is whether inter partes
reexamination proceedings are "contested" cases within the meaning of35 U.S.C.
§ 24.
Giving the word "contested" its plain and ordinary meaning, it describes a
proceeding in which one party "contests" or challenges a particular positiontypically a particular position adopted by another party to the proceeding. Thus,
for example, Webster's Dictionary defines "contested" to be the past tense of the
verb "contest," which is defined to mean "to make the subject of dispute,
contention or battle" or "to make a subject of litigation: dispute or resist by course
23
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of law." Webster's Third New International Dictionary of the English Language
Unabridged 492 (1963) (definition of "contested"~ definitions 1 & 2 of the verb
"contest"). Webster's gives as an example of usage (i.e., "[contest] with an
opponent in argument") and that example reveals the common connotation that the
hallmark of a contested matter is the involvement of a rival opponent.
The plain meaning of "contested" is identical in legal parlance. For
example, in Morgan v. United States, 304 U.S. 1,20 (1938), the Supreme Court
described the administrative proceeding at issue there as having "had all the
essential elements of contested litigation, with the Government and its counsel on
the one side and the appellants and their counsel on the other." As the Court's
statement in Morgan demonstrates, the concept of "contested" cases or
proceedings is not elusive; it plainly covers situations where two parties,
represented by legal counsel, take different sides and "dispute" the matter "by
course of law." Webster's Third at 492.
Similarly, the Patent Office itself has long interpreted "contested" in a
manner consistent with its plain meaning. In Bell v. Gray, 1879 Dec. Comm'r Pat.
42,44, the Patent Office was confronted with the issue whether a "preliminary
interference" was a "contested case" under the Patent Office's rules governing
service of process. The patentee involved in the interference was Alexander
Graham Bell, who was defending his pioneering patent on the telephone, and he
24
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filed certain motions as part of a "preliminary interference," which was an
administrative process that preceded "an interference proper." [d. The motions
were rejected by the Primary Examiner because Bell failed to follow administrative
rules governing notice to other parties in contested cases. On appeal to the
Commissioner, the issue was whether the preliminary interference should be
viewed as a "contested case." Commissioner Paine concluded that it was a
contested case, reasoning that "[t]he statute makes the patentee and the applicants
'parties' to a preliminary interference, and thereby makes the preliminary

interference a contested case." [d. (emphasis in original).
Inter partes reexamination proceedings clearly fit within the plain meaning

of "contested" cases. As in Bell v. Gray, the inter partes reexamination statute
makes both the patent owner and the third party requester "part[ies]" to the
proceeding, see, e.g., 35 U.S.C. § 314(b)(l) (requiring that "any document filed by
either the patent owner or the third party requester shall be served on the other
party" (emphasis added)), and thereby makes the inter partes reexamination a

contested case. The point here is not merely semantic, though Congress was
careful with its semantics. 3 Under the inter partes reexamination statute, the third

3

The ex parte reexamination statute never uses the word "party" to describe
the requester, but instead refers to "the person requesting reexamination," 35
U.S.C. § 303(b), or to "the person who has requested reexamination," 35 U.S.C.
§ 304.
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party requester and his or her counsel have extensive rights to participate in the
proceeding as an adversary of the patent owner. For example, 35 U.S.C.
§ 314(b)(2) provides that the requester shall have one opportunity to file written

comments addressing the issues in dispute "[e]ach time that the patent owner files
a response to an action on the merits." See also Manual of Patent Examination
Procedure ("MPEP") § 2654. Such comments can, and usually do, question the
sufficiency or persuasiveness of evidence that a patent owner might submit as
tending to show that a claim recites patentable subject matter (even while the
commenter may be withholding relevant evidence).
The instant reexaminations provide an example of a typical proceeding in
which the rules apply. In both reexaminations, third party requesters Abbott and
Boston Scientific have disputed the sufficiency of Cordis's evidence that the
claimed inventions of the Llanos Patents were copied after failed attempts to
develop a competing product using alternative technology. E.g., JA894 & JA1370.
Without the assistance of process under § 24, Cordis is unable to obtain and
present non-public evidence to the USPTO concerning the issue of copying, or
failures by others, or other circumstantial evidence of the degree of skill that was
needed to make the claimed inventions of the Llanos Patents, all of which are
contested factual issues that are directly relevant and probative of the ultimate
issue in the reexamination proceeding - whether the claimed inventions are
26
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patentable.
The "contested" nature of inter partes reexamination proceedings is further
demonstrated by the rights held by third party requesters to appeal decisions
favorable to the patentability of a challenged patent or patent claim. Within the
USPTO, a third party requester in an inter partes reexamination may appeal an
Examiner's decision favorable to patentability to the Board of Patent Appeals and
Interferences ("BPAI"). See 35 U.S.C. §§ 315(b), 134(c). Both parties to the
appeal to the BPAI (the patent owner and the third party requester) may submit
briefs in support of their position, and may request oral argument. See, e.g., 37
C.P.R. §§ 41.67-.69, .71, .73.
Third party requesters also have the right to appeal BPAI decisions favorable
to patentability to this Court. See 35 U.S.C. §§ 315(b), 141; 37 C.P.R. § 1.983.
Importantly, however, 35 U.S.C. § 315(a)(l) does not accord patent owners any
right to seek district court review or the additional testimony and evidence that is
available in civil actions commenced under 35 U.S.C. §§ 306 and 145. Cf Kappos
v. Hyatt, 132 S. Ct. 1390 (2012) (plaintiff seeking court review under 35 U.S.C.

§ 145 may introduce new evidence relevant to patentability, even if the evidence

was available to the plaintiff during the examination of a patent application).
Judicial review of BPAI decisions in inter partes reexamination proceedings is
confined to whatever administrative record is made before the USPTO. It is, thus,
27
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critical that litigants in inter partes reexamination proceedings be accorded the
same right to invoke 35 U.S.C. § 24 as is accorded to parties to every other type of
"contested case" that comes before the USPTO.
In every literal and practical sense, inter partes reexaminations are
adversarial, "contested" proceedings in which litigants present evidence, file briefs,
make arguments, and seek favorable adjudication of legal and factual issues before
the USPTO. The end result of an inter partes reexamination proceeding is a
judgment that confirms or cancels claims in an issued patent and, thus, can
permanently destroy existing patent rights. Adjudication of an inter partes
reexamination is based on the evidence that is submitted to the USPTO during the
proceeding, and the accuracy of such adjudication is thus a function of the
completeness of that evidence. Without the power to subpoena relevant
evidence -

including evidence in the possession of the third party requester -

the

patent owner is placed at a severe disadvantage that Congress never intended.
To suggest that inter partes reexamination proceedings are not "contested"
cases is to deny their basic and indisputable adversarial nature. A contrary view
flies in the face of the plain meaning of the word "contested."

B.

Prior and Current Practice in Patent, Trademark, and
Other Areas of the Law Favors the Plain Meaning of
"Contested Case," Including Inter Partes, Adversarial
Proceedings

The usage of the term "contested" in patent, trademark, and other contexts
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demonstrates the term's breadth, and further supports giving the term its plain
meaning. Since enactment more than a century ago, § 24 and its predecessors have
applied to all manner of adversarial, "contested" cases -

from interference and

patent extension proceedings (the original contested cases) to newly minted
contested cases, including public use proceedings and disciplinary proceedings.
1. Proceedings at the USPTO. In 1861 Congress first enacted what would
eventually become 35 U.S.C. § 24. The 1861 Act authorized the United States
district courts to subpoena witnesses to appear "in any contested case pending in
the Patent Office." Act of March 2, 1861, ch. 88, § 1, 12 Stat. 246, 246 (1861).
Even in that era, the category of "contested cases" included not only "patent
interferences" and proceedings with interference-based procedures, but also patent
extension proceedings. Patent extension proceedings had long followed distinct
procedures that were different from patent interference procedures. Nevertheless,
the Patent Office construed the phrase "contested case" as encompassing both of
those proceedings. See Little v. Lillie et aI., 1876 Dec. Comm'r Pat. 207, 209.
Particularly relevant to the question before this Court is the legislative
history of the 1861 Act, which shows that in enacting the predecessor to § 24,
Congress equated "contested cases" before the Patent Office with an adversarial
administrative process. For example, Senator Bigler explained that this legislation
was needed to ensure that those litigating their interests before the Patent Office,
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like their counterparts in the civil context, would have a chance to fairly present
their positions so that justice would ultimately be served. See Congo Globe, 36th
Cong., 1st Sess. 1731 (1860). Without subpoena power, parties to these contested
cases often doubted whether they would be able to prove their case,
"embarrass[ing] the operations of the department seriously." [d. Thus recognizing
the importance of the subpoena power to the administration of justice, Congress
extended the subpoena power to adversarial proceedings before the Patent Office,
e.g., interferences and extension proceedings, which were administrative
proceedings in which adversaries contested important rights and needed subpoenas
to ensure that the Office could be provided with adequate information.
While extension proceedings and interferences are quite different in many
ways, they share the crucial feature that makes them "contested cases": the
presence of an adverse party with the ability to present a different side of the case.
Extension proceedings, as established in 1836, afforded adverse parties the right to
present a case against a patentee's request that the term of its patent be extended.
See Act of July 4, 1836, ch. 357, § 18,5 Stat. 117, 124-25 (1836). Under the 1836
Act, the patentee was entitled to send a request to the Commissioner of Patents for
an extension. The Commissioner would then publish notice of the request in
various newspapers along with the time and place it would hold a hearing so that
those interested could appear and provide reasons why the extension should not be
30
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granted. [d.
Similarly, interferences (which were created by the Act of February 21,
1793) are proceedings before the Patent Office involving at least two parties
designed to decide who first invented a particular invention and who, ultimately, is
entitled to a patent covering the invention. See Act of February 21, 1793, ch. 11,
§ 9,1 Stat. 318, 323 (1793). Thus, at the time Congress enacted what would

eventually become 35 U.S.C. § 24, Congress understood the phrase "contested
cases" to encompass proceedings in which multiple, adverse parties presented
competing views on important patent rights. Because inter partes reexaminations
are proceedings in which adverse parties requester -

the patent owner and the third party

present competing views about patentability, they should similarly be

considered contested cases.
In addition, as new types of adversarial patent and trademark proceedings
came into existence, the phrase "contested case" likewise came to apply to these
proceedings as well. For example, both public use proceedings and disciplinary
proceedings are considered contested cases. 37 C.P.R. § 1.292 (explaining that
parties to a public use proceeding -

a hearing before a USPTO office to determine

whether the claimed invention in an application had been in public use or on sale
one year before the filing of the application -

can introduce testimony as provided

in part 41, subpart D, which relates to contested cases); 37 C.P.R. § 11.38. Again,
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both of these "contested cases" involve adverse parties litigating the merits of the
dispute before the USPTO; in public use proceedings, the dispute is between the
patent applicant and an adverse party regarding whether an invention was on sale
or known in the United States one year prior to the filing date, and in the
disciplinary context, the dispute is between the Office of Enrollment and
Discipline and the practitioner regarding whether the practitioner committed any
violations.
The history underlying the application of § 24 to public use proceedings is
especially instructive. A key case is Ex Parte von Heffner-Alteneck, 1883 Dec.
Comm'r Pat 139 (S.Ct. D.C 1882), in which the Commissioner rejected the
appellant's patent application on the basis of affidavits purportedly demonstrating
that the invention had been in public use prior to the critical date (which was then
two years prior to the application filing date). Under the then-existing procedure
for seeking judicial review, the disappointed patent applicant appealed to the
Supreme Court of the District of Columbia, which overturned the Commissioner's
decision. The court held that, where the agency allows testimony through
affidavits, "the examination becomes a kind of judicial inquiry, and when the
testimony is furnished by those in adverse interest it becomes substantially a
contest, although the proceeding is in form ex parte." Id. at 140. Thus the court
recognized that the presence of a party with the power to file affidavits and with an
32
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"adverse interest" made the public use proceeding into "substantially a contest"
even though the contest over the public use was occurring within the larger
application process, which was "in form ex parte." [d. Moreover, the court
recognized that, because of the adversarial, contested nature of the public use
proceeding, 'justice requires that the fate of the application be determined by proof
which conforms to the fundamental canons of the law of evidence," and thus
"affidavits taken without opportunity to cross-examine are in no case admissible
upon the merits of a cause." [d. The conclusion that an inter partes reexamination
is a contested case follows a fortiorari from the reasoning in von Heffner-Alteneck:
inter partes reexaminations are "in form" inter partes -

not ex parte -

and in all

other respects inter partes reexaminations are at least as much "substantially a
contest" between parties with "adverse interest[s]."
Over time, in both patent and trademark administrative proceedings, the
term "contested" has been synonymous with the term "inter partes." For example,
shortly prior to the enactment of 35 U.S.C. § 24, the USPTO promulgated 37
C.F.R. § 100.181 (1949), which defined "contested or inter partes proceedings" as
including trademark interferences, oppositions, cancellations, and concurrent use
proceedings. 37 C.F.R. § 100.231 (1949) similarly provided that the Federal Rules
of Civil Procedure apply in "contested or inter partes proceedings." 37 C.F.R.
§ 100.233 (1949) also used the term "contested cases" to describe all adversarial
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trademark proceedings.
Parties to trademark opposition and cancellation proceedings are entitled to
invoke 35 U.S.C. § 24 to compel witness testimony in those proceedings. See, e.g.,
Rosenruist-Gestao e Servicos LDA v. Virgin Enters. Ltd., 511 F.3d 437 (4th Cir.

2007) (applying 35 U.S.C. § 24 to a trademark opposition proceeding). Trademark
opposition and cancellation proceedings, like inter partes reexamination
proceedings, are contested adversarial proceedings in which adverse parties litigate
the eligibility of claimed subject matter to federal statutory protection. In
trademark cancellation proceedings, the petitioner requests cancellation of a
previously issued certificate of registration for a claimed mark, see 15 U.S.C.
§ 1064, similarly to how a third party requester seeks cancellation of one or more

previously allowed patent claims under 35 U.S.C. § 316(a).
Trademark cancellation and inter partes reexamination proceedings are both
characterized as "inter partes" proceedings and are literally "contested"
proceedings in which litigants present evidence, seek administrative USPTO
adjudications of patent or trademark eligibility, and have rights to judicial review
of the USPTO's decision. For substantially the same reasons that trademark
cancellation proceedings have long been recognized as "contested cases" for
purposes of 35 U.S.C. § 24, inter partes reexamination proceedings are also
"contested cases" in every meaningful and real sense.
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Indeed, for at least a half century, the common interpretation of "contested
case" in § 24 has extended to every kind of USPTO proceeding not conducted on
an ex parte basis. Thus, for example, in 1957 the Department of Commerce
submitted to Congress a comprehensive report on the procedures applied with the
Department. See Survey and Study ofAdministrative Organization, Procedure and

Practice in the Federal Agencies by the Committee on Government Operations,
85th Cong., 1st Sess. (1957) (Comm. Print). In response to a congressional
questionnaire, the Department of Commerce drew a distinction between its "ex
parte" and "inter partes" work, and equated its inter partes work with "contested
patent and trademark cases":
The major part of the work of the Patent Office is specifically
authorized by law to be conducted on an ex parte basis. The procedure
relating to the grant of patents is ex parte except in the cases of
interference which have been described under part II, question 1, item
C. The procedure in registering trademarks is ex parte except in the
contested cases described in part II, question 1, item E. The inter
partes work of the Patent Office in the contested patent and trademark
cases mentioned comprises only a small fraction of the work of the
Patent Office.
[d. at 231. As the Department's response makes clear, the category of contested

cases in the trademark area ("described in part II, question 1, item E" in the report)
included all "Trademark adversary proceedings," including interferences,
opposition, cancellations and concurrent use proceedings. [d. at 180. The report
confirms that patent public use proceedings also take advantage of the processes
35
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authorized under § 24. The report states that, in public use proceedings, "a person
may be permitted to present testimony as to prior public use of an invention sought
to be patented by another; the witnesses must be produced and examined in the
presence of the applicant with opportunity for cross-examination." Id. at 232.

2. Proceedings Outside the USPTO. The concept of "contested"
proceedings is also used elsewhere in federal law, and these usages confirm the
breadth of the term. For example, the Nuclear Regulatory Commission defines the
term "contested proceeding" to extend not only to proceedings in which the agency
is adverse to a party, but also to any administrative proceeding "in which a petition
for leave to intervene in opposition to an application for a license or permit has
been granted or is pending before the Commission." 10 C.F.R. § 2.4. The
Department of Energy also uses the term "contested proceeding" broadly and
thereby confers equal breadth on its rules prohibiting ex parte communications.
Thus, 10 C.F.R. § 590.102(b) defines "contested proceeding" to include any
proceeding where a "protest or a motion to intervene, or a notice of intervention, in
opposition to an application or other requested action has been filed.,,4
Other areas of federal law also demonstrate that the Magistrate Judge below
erred in thinking that "significantly more" than an adversarial relationship was
4

The regulation was originally written in 1984 to clarify a general prohibition
on ex parte communications. See Import and Export ofNatural Gas, New
Administrative Procedures, 49 Fed. Reg. 35302, 35304 (Sept. 6, 1984).
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required to make a proceeding into a "contested case." Bankruptcy law, for
example, has concepts of "contested matters" and "adversary proceedings," but
"contested matters" are "generally subject to the less elaborate procedures
specified in Bankruptcy Rule 9014," while adversary proceedings are more like
"full blown federal lawsuits." Matter of Wood and Locker, Inc., 868 F.2d 139, 142
(5th Cir. 1989). See also Bankruptcy Rule 9014 (Notes of Advisory Committee on
Rules, 1983) (defining the concept of a "contested matter" as extending to
situations where "there is an actual dispute" that is not subject to the more formal
adversarial procedures). Similarly, in a constitutional due process analysis, the
Supreme Court in In re Gault, 387 U.S. 1,25-27 (1967) concluded that the
application of due process requirements for "contested cases" in Juvenile Court
would introduce only "some of the elements of the adversary system" into the
otherwise "informal proceedings" of the court. The Court's usage of the term
demonstrates association of "contested case" with more "informal," not formal,
proceedings.

C.

The Canon of Constitutional Avoidance Favors the Plain
Meaning of "Contested Case"

Finally, the Court should adhere to the plain meaning of "contested case"
(reading it to encompass adversarial, inter partes reexaminations) because a
contrary interpretation would raise serious constitutional issues under the Due
Process Clause. See United States v. Smith, 331 U.S. 469,475 (1947) ("That a
37
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serious constitutional issue would be presented by such a procedure is enough to
suggest that we avoid a construction that will raise such an issue."). A "cardinal
principle" of statutory interpretation is that courts should construe statutes to avoid
raising "serious constitutional concerns" or a "serious constitutional problem."

Zadvydas v. Davis, 533 U.S. 678, 682, 689, 690 (2001) (articulating the traditional
canon of constitutional

avoidance)~ see

also Edward J. DeBartolo Corp. v. Fla.

Gulf Coast Bldg. & Constr. Trades Council, 485 U.S. 568, 575 (1988) ("[W]here
an otherwise acceptable construction of a statute would raise serious constitutional
problems, the Court will construe the statute to avoid such problems unless such
construction is plainly contrary to the intent of Congress.").
Because inter partes reexamination proceedings can deprive the patent
owner of its previously awarded patent rights, such proceedings must afford the
patent owner the protections of due process. See Goldberg v. Kelly, 397 U.S. 254,
262 (1970) (holding that the constraints of due process apply to any administrative
process "that adjudicates important rights," including rights to welfare benefits, tax
exemptions, unemployment benefits)~ Fla. Prepaid Postsecondary Educ. Expense

Bd. v. Coll. Sav. Bank, 527 U.S. 627, 642 (1999) (noting that patents "are surely
included within the 'property' of which no person may be deprived ... without due
process of law").
The extent of due process rights in the administrative context is governed by
38
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the balancing test set forth in Mathews v. Eldridge, 424 U.S. 319, 335 (1976),
which requires consideration of three factors: "[f]irst, the private interest that will
be affected by the official action; second, the risk of an erroneous deprivation of
such interest through the procedures used, and the probable value, if any, of
additional or substitute procedural safeguards; and finally, the Government's
interest, including the function involved and the fiscal and administrative burdens
that the additional or substitute procedural requirement would entail." Applying
this three-part test demonstrates that foreclosing subpoena power to the patent
owner in an inter partes reexamination would raise serious constitutional issues.
First, the private interest affected by the official action here is large. An
individual patent can be worth hundreds of millions, and even billions, of dollars.
The Cordis patents involved in the instant inter partes reexamination proceedings
protect products and manufacturing processes that generate hundreds of millions of
dollars in sales annually. Second, the value of the additional procedural safeguards
being sought here -

i.e., the right to subpoena -

is very high, and indeed this

right has its value in decreasing "risk of an erroneous deprivation." In the courts of
law, a party's right to subpoena witnesses and evidence has long been viewed as an
essential part of the administration of justice. See, e.g., Hale v. Henkel, 201 U.S.
43, 73 (1906) (explaining that "it would be utterly impossible to carryon the
administration of justice" without the writ of subpoena duces tecum).
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In the administrative context, the right to subpoena has many uses, including
providing a necessary procedural means for a party to compel opposing witnesses
to submit to cross-examination and providing a party with access to relevant nonpublic documentary factual evidence, including such evidence that is in the
possession of the opposing party. Long-standing circuit court precedent holds that,
in the administrative context, "[d]ue process requires that a claimant be given the
opportunity to cross-examine and subpoena the individuals who submit reports."

Coffin v. Sullivan, 895 F.2d 1206, 1212 (8th Cir. 1990); see generally Victor G.
Rosenblum, The Right to Cross-Examine Physicians in Social Security Disability

Cases, 26 Fla. St. U. L. Rev. 1049 (1999) (summarizing the relevant caselaw);
Gambill v. Shinseki, 576 F.3d 1307, 1325-26 (Fed. Cir. 2009) (Moore, J.,
concurring). While some circuits have recognized that, in "non-adversarial"
administrative adjudications, the right to subpoena and to cross-examine may be
restricted to those circumstances where such rights are "reasonably necessary to a
full development of the evidence in the case," Yancey v. Apfel, 145 F.3d 106, 112
(2nd Cir. 1998), no circuit has held that the right to subpoena adverse experts may
be abolished entirely, nor has any circuit held that (as here) the right may be
abolished entirely in an adversarial administrative proceeding. Abbott's position is
not that Cordis's right to subpoena cross-examination should be subject to
reasonable restrictions, but rather that no right exists at all. No circuit has gone so
40
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far. See, e.g., Lidy v. Sullivan, 911 F.2d 1075, 1077 (5th Cir.1990).
Indeed, the right to cross-examine persons submitting affidavits in
administrative proceedings has long been recognized -

even within the patent

context: the absence of a cross-examination right was the very reason that the
court in von Heffner-Alteneck overturned the USPTO' s initial approach to public
use allegations. See von Heffner-Alteneck, 1883 Dec. Comm'r Pat. at 140 (relying
on "justice" and "fundamental canons of the law of evidence" to hold that "these
ex parte affidavits taken without opportunity to cross-examine are in no case
admissible upon the merits of a cause").
In the context of inter partes reexaminations, Abbott's proposed denial of
subpoena power to the patent owner is also likely to increase "the risk of an
erroneous deprivation" within the meaning of Mathews because such denial would
create an unjust information asymmetry in inter partes reexamination proceedings.
Under the USPTO's current rules, a duty of candor is imposed on the patent owner
in an inter partes reexamination - but not on a party, such as Abbott, that is
adverse to the patent owner. See 37 C.F.R. § 1.933 (establishing duty of candor on
the patent owner). Thus, while the patent owner must disclose any evidence that
might be adverse to his or her own interest (i.e. evidence disfavoring patentability)
parties adverse to the patent owner are free to submit evidence supporting their
invalidity arguments while withholding evidence in their possession that is
41
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favorable to patentability. Indeed, in the inter partes reexamination proceedings
involving the Llanos Patents, both Abbott and Boston Scientific have already
criticized Cordis's presentation as "legally insufficient" because, for example,
Cordis lacked "'internal company documents' or other direct evidence" that could
be used to demonstrate copying by accused infringers (JA894) and because Cordis
had not presented evidence of "how" stents sold by Boston Scientific "are made"
(JA137!). Without subpoena power under § 24, the patent owner has no way to
compel the production of such "internal" company documents, and thus the
administrative proceeding is deprived of higWy probative evidence.
Finally, the third factor in the Mathews analysis requires assessment of the
government's interest, especially the government's interest in avoiding undue
administrative burdens. While permitting subpoenas in inter partes
reexaminations will entail some modest additional administrative burdens, there is
no reason to suspect that these will be especially heavy. Subpoenas are issued by
and enforced by the district court -

not the USPTO -

at the request of one of the

private parties. Also, subpoenas under § 24 are already available in a variety of
USPTO proceedings including interferences, public use proceedings, disciplinary
proceedings, and inter partes trademark proceedings, and the availability of such
subpoenas has not resulted in undue administrative burdens.
This Court, however, need not determine whether the denial of any subpoena
42
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power to a patent owner would be constitutional under the Mathews balancing test.
Under Supreme Court and circuit court precedents, the denial of subpoena power
in all circumstances plainly raises "serious constitutional concerns," Zadvydas, 533
U.S. at 682, and thus § 24 should be construed to avoid any such interpretation.
Indeed, the plain language of § 24 demonstrates that Congress was not attempting
to push to the edge of constitutional propriety, but was instead mandating fair
access to subpoenas for all parties involved in "contested cases" in the USPTO.
Such congressional solicitude for process rights is not unusual in the administrative
area. See Greene v. McElroy, 360 U.S. 474, 497 (1959) (noting that Congress has
generally not "ignored these fundamental requirements [of due process] in enacting
regulatory legislation"). That plainly expressed congressional policy should be
respected here by affording the phrase "contested case" its plain meaning and
setting aside the more restrictive approach that Abbott advanced and that the
district court appears to have adopted.

D.

Section 314(a) of the Patent Act Does Not Preclude
Application of § 24.

For three reasons, the district court also erred to the extent it relied upon 35
U.S.C. § 3l4(a) (and its reference to §§ 132 and 133) in rendering its decision.
JA20.
First, § 314(a) does not purport to prescribe any comprehensive and
exclusive set of procedures for inter partes reexamination. Rather, the plain
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" reexamination shall be conducted according to the

procedures established for initial examination under the provisions of sections 132
and 133" -

merely requires that reexamination follow the procedures for initial

examination set forth in two sections of the Patent Act -

§§ 132 and 133. Those

sections, however, say nothing that would prohibit application of the subpoena
power in § 24. Rather, § 132(a) requires the USPTO to provide notice and reasons
for any rejection of patent claims, grants a right to the patent applicant to continue
examination after an initial rejection, and forbids amendments from adding new
matter (i.e., new information) into the patent disclosure. Section 132(b) gives the
USPTO the powers: (i) to promulgate regulations governing the continuing
examination process, and (ii) to set fees, with a 50% discount for small entities.
Section 133 governs the deadlines by which an applicant must respond or else have
the application deemed abandoned. There is nothing in any of these statutes that
precludes Cordis's subpoenas.
Second, § 314 also does not say that inter partes reexamination should
follow "ex parte" examination processes; rather, it says only that inter partes
reexamination should be conducted according to "the procedures established for

initial examination under the provisions of sections 132 and 133." 35 U.S.C. § 314
(emphasis added). "Initial examinations" are clearly not all ex parte, uncontested
cases. The reason why subpoenas do not occur during most initial patent
44
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examinations is not because §§ 132 and 133 forbid subpoenas, but because most
initial patent examinations do not become "contested cases" within the meaning of
35 U.S.C. § 24. Importantly, however, some initial examinations do become
contested cases. In those instances § 24 does apply, and the application of § 24
creates no tension with the provisions of §§ 132 and 133.
An initial examination can become a contested case where the application is
subject to a public use proceeding under 37 C.F.R. § 1.292. If an initial application
is subject to such a proceeding, the examiner takes testimony (see MPEP §
720.04), resolves the legal issue (id. § 720.05), and enters the decision "in the
application file, (id). Thus, the issuance of subpoenas as part of the public use
procedures during an initial examination demonstrates that the subpoena power
authorized in § 24 is not inconsistent with "the procedures established for initial
examination under the provisions of sections 132 and 133."
Third, any arguments based on an alleged conflict between § 314(a) and
§ 24 must be rejected under the canon against implied repeals. As the Supreme

Court has repeatedly emphasized, the general rule concerning an old statute and a
new one is that "'when two statutes are capable of coexistence, it is the duty of the
courts ... to regard each as effective. '" Radzanower v. Touche Ross & Co., 426
U.S. 148, 155 (1976) (quoting Morton v. Mancari, 417 U.S. 535, 551 (1974)).
That normal rule can be avoided only in two circumstances: (1) "where the
45
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provisions in the two acts are in irreconcilable conflict," in which case "the later
act to the extent of the conflict constitutes an implied repeal of the earlier one"; or
(2) "if the later act covers the whole subject of the earlier one and is clearly
intended as a substitute, it will operate similarly as a repeal of the earlier act."
Kremer v. Chem. Constr. Corp., 456 U.S. 461, 468 (l982) (quoting Radzanower,

426 U.S. at 154 ('''It is, of course, a cardinal principle of statutory construction that
repeals by implication are not favored,' and whenever possible, statutes should be
read consistently.")); see Yellowfish v. City of Stillwater, 691 F.2d 926, 928 (lOth
Cir. 1982) (the canon against implied repeals applies with equal force to implied
partial repeals). In either case, the legislative intent to repeal "must be clear and
manifest." Kremer, 456 U.S. at 486.
Section 314(a), however, does not "cover[] the whole subject" of process in
contested cases such that it was intended as a substitute for 35 U.S.C. § 24. See
Kremer, 456 U.S. at 468. And nothing in § 314(a), or the two statutes it references
(§§ 132 and 133), poses any conflict with § 24 at all, let alone an "irreconcilable

conflict." Moreover, nothing in Chapter 31 of the Patent Act, 35 U.S.C. §§ 311318, demonstrates any congressional intent to exclude inter partes reexamination
proceedings from the traditional and ordinary meaning of "contested cases" in
§ 24. Thus, under standard canons of statutory construction, both § 314(a) and
§ 24 should be read as being applicable to inter partes reexamination proceedings.
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See Morton, 417 U.S. at 551 (courts are "not at liberty to pick and choose among

congressional enactments ... when two statutes are capable of coexistence").

E.

The District Court Further Erred to the Extent that It
Relied on the USPTO's Petition Decisions or any USPTO
Rule

Lacking any judicial authority that adversarial proceedings are outside the
scope of the term "contested cases," Abbott endeavored to convince the district
court that the USPTO's petition decisions, issued just a few days prior to the
Magistrate Judge's ruling, compelled its interpretation of the statute. The district
court appeared to find the USPTO's decisions persuasive. It is clear, however, that
the decisions are entitled to no judicial deference.
The agency's decisions here do not qualify for deference under Chevron,
U.S.A., Inc. v. Natural Res. De! Council, Inc., 467 U.S. 837 (1984), because it was

the product of an informal administrative process that is not entitled to Chevron
deference under the holding of United States v. Mead Corp., 533 U.S. 218,230
(2001) (noting that Chevron deference should generally be afforded only "for a
relatively formal administrative procedure tending to foster the fairness and
deliberation that should underlie a pronouncement of such force"). The process by
which the USPTO reached its decisions here - an informal process resulting in an
order issued by a lower-level agency official- is strikingly similar to the process
at issue in Mead, where the Court held no Chevron deference was warranted.
47
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Furthermore, the USPTO's recent decisions are not entitled to any substantial
weight under Skidmore v. Swift because the agency has already recognized inter
partes reexaminations to be "hotly-contested, adversarial proceedings." Rules to
Implement Optional Inter Partes Reexamination Proceedings, 65 Fed. Reg. 76756,

76760 (Dec. 7, 2000).
The USPTO appeared to have taken a different view in 2004, when it
promulgated new rules describing appeals from initial decisions in inter partes
reexaminations as not being "contested cases." See Rules of Practice before the
Board of Patent Appeals and Interferences, 69 Fed. Reg. 49,960, 50,003 (Aug. 12,

2004). The USPTO's justification of its position at that time was that it construed
the phrase "contested case" as referring exclusively to "patent interferences (35
U.S.C. 135(a)) and proceedings with interference-based procedures (42 U.S.C. §§
2182 and 2457(d))." Rules of Practice before the Board of Patent Appeals and
Inteiferences, 68 Fed. Reg. 66,648, 66,650 (Oct. 28, 2003) (proposed rule). That

justification was, to put it mildly, very weak since the phrase "contested case"
within § 24 has long been interpreted as applying to many types of proceedings
other than patent interferences and proceedings with interferences-based
procedures.
After Cordis challenged the USPTO's rules concerning inter partes
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reexaminations,5 the agency took the position that its 2004 rules applied only to
appeals, not to "original [inter partes reexamination] proceedings before a patent
examiner." JA447. The USPTO also stated it had never addressed the latter issue
and had no "formal opinion" on the matter. JA469 at n.ll.
These circumstances further reinforce the applicability of only Skidmore
deference to the USPTO's views. Skidmore v. Swift, 322 U.S. 134 (1944). As the
Supreme Court has noted, the Skidmore approach results in "near indifference" to
an agency's position where that position has been "advanced for the first time in a
litigation brief." Mead, 533 U.S. at 228. Here, where the agency has not been
consistent, and has denied having any formal opinion on the relevant issue, the
factors identified in Skidmore demonstrate that the agency's views are entitled to
no weight.
F.

Abbott's Other Arguments, Ignored by the District Court,
Are Far Afield from the Text of the Statute and Are Infirm

1.

Recognizing the Application of §24 to Inter Partes
Reexaminations Would Not Undermine Congress's
Intent to Establish a Cost-Effective Alternative to
District Court Litigation

Although Abbott contended below that recognizing the applicability of § 24
5

In Cordis v. Kappos, No.1: ll-cv-127 (E.D. Va.), Cordis challenged the
2004 rules, asserting that 37 C.F.R. §§ 41.2 & 41.60 were unlawful as contrary to
35 U.S.C. § 24. JA368-72. The district court dismissed the suit as time barred by
28 U.S.C. § 2401(a), and accordingly did not reach the merits of Cordis's
arguments. JA530-36.
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to inter partes reexamination would supposedly undermine congressional intent to
make inter partes reexaminations a streamlined alternative to litigation, Abbott's
contention is inaccurate and unsupported. Public use proceedings (37 C.P.R.
§ 1.292(a)), patent interference proceedings (35 U.S.C. § 135(a)), disciplinary

proceedings (37 C.P.R. § 11.38), trademark interference proceedings (15 U.S.C.
§ 1066), trademark opposition proceedings (15 U.S.C. § 1063), trademark

cancellation proceedings (15 U.S.C. § 1064), and trademark concurrent use
proceedings (15 U.S.C. § 1052(d)) have all long been subject to § 24. It is
undisputed that each of those proceedings is far less involved than litigation.

2.

The 2011 Amendments to the Patent Act Do Not
Support Abbott's Position

Abbott also argued below that the September 2011 America Invents Act
supports its construction. Abbott's argument reveals the fallacy of its hyperbole
before the district court that the application of § 24 inter partes reexaminations
would somehow be at war with Congress's desire to have the USPTO administer a
cost-effective alternative to district court litigation. In the new statute, Congress
created two new adversarial administrative processes to review the validity of
issued patents and, as even Abbott must concede, Congress plainly allowed for the
parties to such adversarial proceedings to have access to subpoenas. Despite the
availability of subpoenas, Congress clearly believed that the new proceedings were
designed to be a cost effective and efficient alternative to more formal district court
50
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litigation. See H.R. Rep. No. 98, pt. 1, 112th Cong., 1st Sess. at 48 (touting the
new administrative procedures as "providing quick and cost effective alternatives
to litigation"); see also 157 Congo Rec. S951 (daily ed. Feb. 28, 2011). Thus,
recognizing the availability of § 24 subpoenas to inter partes reexaminations
presents no conflict with Congress's intent to provide a cost effective alternative to
litigation.
Other than demonstrating the fallacy of Abbott's policy arguments, the 2011
Amendments have no legal relevance to this case. The Amendments themselves
are inapplicable. As for the legislative reports issued as part of the process, Abbott
cites nothing in those reports in which any congressional committee set forth its
views on the availability of subpoenas in inter partes reexaminations. Moreover,
even if the legislative reports associated with the 2011 Amendments did contain
such views, they would irrelevant. As the Supreme Court has held, "[p]ostenactment legislative history (a contradiction in terms) is not a legitimate tool of
statutory interpretation." Bruesewitzv. Wyeth, LLC, 131 S.Ct.1068, 1081-82
(2011). Legislative reports issued by committees of the 112th Congress are not
legitimate tools for interpreting the statutes at issue in this case (all of which were
enacted many years prior to the arrival of the 112th Congress).

3.

There Are No Meaningful Differences Between Inter
Partes Reexaminations and Other Contested Cases

Before the district court, Abbott relied on supposedly telling differences in
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the way that the USPTO deals with inter partes reexaminations and other contested
cases, but Abbott failed to identify any statutory difference. Abbott, for example,
failed to identify any relevant difference in the statutes prescribing: (i) the
USPTO's authority to determine a person's right to patent protection for claimed
subject matter in inter partes reexamination proceedings, see 35 U.S.C. § 3l5(a);
(ii) the USPTO's authority to determine a person's right to patent protection for
subject matter claimed in an application that "interferes" with a prior patent, see 35
U.S.C. § l35(a), or (iii) the USPTO's authority to determine a person's right to
registration of a claimed trademark or service mark. See 15 U.S.C. § l067(a).
Abbott asserted that in supposedly "true" contested cases, parties can invoke a
variety of litigation-style procedures, and set forth a list of seven "litigation-style"
procedures that supposedly distinguish "true" contested cases from inter partes
reexamination. Significantly, however, all of the supposedly "litigation-style
procedures" listed by Abbott are conferred by agency rules, not statutes. Thus, the
list does nothing to demonstrate that Congress distinguished between inter partes
reexamination proceedings and other types of contested cases.
Abbott also contended that USPTO examiners would be unable to manage
subpoenas in an inter partes reexamination. This argument is unavailing because
the USPTO has acknowledged that its public use proceedings are contested cases
(JA469), and § 24 subpoenas for evidence and witnesses currently occur at the
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examiner level (see MPEP § 720.04). Given that the USPTO has been able to staff
public use proceedings with examiners for more than a half century, Abbott's
suggestion that examiners would not be able to manage subpoenas in an inter
partes reexamination is a red herring.

III.

If Further Attributes Are Necessary to Establish Inter Partes
Reexaminations as Contested Cases, the Agency Has Supplied
Those Attributes
In ruling below, the Magistrate Judge recognized "that the parties sit on

other sides of the table and that there is the ability to respond to information."
JA21. Nonetheless, he stated his belief that "a contested case in the context of the
tJSPTO is significantly more than that." [d. As already shown in Section II above,
that reasoning has no foundation in statutory text, history, tradition or usage in
other contexts.
Nevertheless, even if something "significantly more" than the adversarial
nature of the proceeding were needed to establish inter partes reexaminations as
contested cases, the USPTO rules and practice have provided that additional
quantum.
In these circumstances, the appropriate course is to hold inter partes
reexaminations, as currently configured, to be contested cases within the meaning
of 35 U.S.C. § 24. Under standard principles of administrative law, such a
decision would not necessarily foreclose the agency from reconfiguring the inter
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partes reexamination process to be more like an ex parte process to which the

application of the subpoena power in § 24 may be less necessary and appropriate.
But, to the contrary, the USPTO has endowed inter partes reexaminations with
more adversarial features, not fewer.
A.

Application of § 24 to Inter Partes Reexamination Is
Necessary and Appropriate Given the Current
Administrative Process Applied by the USPTO.

In multiple ways, the USPTO has consistently treated inter partes
reexamination as fundamentally different from ex parte proceedings:

1. The Fee for Inter Partes Reexamination. In its earliest rulemaking on
inter partes reexamination, the USPTO established a fee for initiating an inter
partes reexamination that was much higher than that charged for ex parte

reexamination. To justify the higher fee, the USPTO recognized that inter partes
reexaminations would be "hotly-contested, adversarial proceedings" and thus the
agency would need to collect higher fees than those for ex parte reexamination to
take account of the quite different nature of the proceedings. Rules to Implement
Optional Inter Partes Reexamination Proceedings, 65 Fed. Reg. 76756, 76760

(Dec. 7, 2000).
2. The Asymmetric Duty of Disclosure. In inter partes reexaminations,
"[e]ach individual associated with the patent owner" has a duty of candor that
requires the disclosure of "all information known to that individual to be material
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to patentability in a reexamination proceeding as set forth in § 1.555(a) and (b)."
37 C.P.R. § 1.933. No similar affirmative duty of disclosure is imposed on the
third party requester. Instead, the third party requester is subject only to the
general duty required under 37 C.P.R. § 11.18, which includes no affirmative
obligation of disclosure.
The asymmetry in disclosure duties is significant. In non-contested cases,
parties appearing before the agency are generally bound by the duty of candor

precisely because the inherent protections of the adversarial process are not
present. As this Court has recognized, where "the adversary system of justice
prevails," "the duty of candor is a very different thing" and does not necessarily
require an attorney to "volunteer" information. Atlas Powder Co. v. freco

Chemicals, 773 P.2d 1230, 1234 (Fed. Cir. 1985) (Rich, J.). The result is that in an
inter partes reexamination one party is bound to disclose a great deal of
information, while the other party can disclose nothing. The proceeding is
partially like an ex parte proceeding and partly like an adversarial proceeding, with
the worst of both systems from the perspective of the patent holder: Under current
practice, the patent holder's adversary is subject neither to the constraints of the
non-adversarial process (the duty of candor) nor to the constraints of the
adversarial process (the threat of subpoena and cross-examination of experts).

3. The Submission of Expert Evidence. Section 314 of the inter partes
55
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reexamination statute provides that, each time the patent owner files a response to
an office action, "the third-party requester shall have one opportunity to file written
comments addressing issues raised by the action of the Office or the patent owner's
response thereto." 35 U.S.C. § 314. The USPTO has now made clear its position
that the statute allows the third party requester to submit, as part of its comments,
evidence including expert reports. Although that reading of the statute may be
within the agency's powers, it also makes inter partes reexamination into more of
an evidentiary, adversarial hearing in which serious constitutional questions are
raised by the denial of such subpoenas as are needed to cross-examine expert
witnesses. Indeed, because the USPTO has allowed expert affidavits to be
submitted in inter partes reexaminations, such proceedings closely resemble public
use proceedings in the very characteristic that the led to those proceedings being
classified as "substantially a contest." von Heffner-Alteneck, 1883 Dec. Comm'r

Pat. at 140.

4. The Prohibition on Examiner Interviews. One important protection of
non-adversarial processes such as ex parte examination and ex parte reexamination
is that the patent owner can meet with the governmental official deciding the
matter (the examiner) and discuss the matter directly, with full candor on both
sides. That sort of informal, direct interview with the examiner is consistent with
the inquisitorial administrative process that exists in ex parte proceedings:
56
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seeking the right outcome, the examiner can discuss the matter directly and
informally with the inventors and their attorneys, and such contacts help
counterbalance the negatives of the ex parte process, including the inability to
subpoena evidence.
The USPTO has, however, foreclosed examiner interviews in inter partes
reexamination proceedings, see 37 C.F.R. § 1.955, even though such interviews are
an important part of the procedures for initial examinations. In reaching that result,
the USPTO considered the many differences between inter partes reexamination
and ex parte processes. See Final Rules to Implement Optional Inter Partes
Reexamination Proceedings, 65 Fed. Reg. 76756, 76769 (Dec. 7, 2000). To be
sure, the USPTO's decision to prohibit examiner interviews may very well be
reasonable given the differences between the ex parte and the inter partes process.
Importantly, however, the agency's decision shows that § 314 of the inter partes
reexamination statute does not require all procedures applicable to ex parte
examination to be followed in inter partes reexamination.

S. The Ban on Ex Parte Contacts. In 37 C.F.R. § 10.93, the USPTO has
expressly extended its prohibitions on ex parte contacts with agency officials
(which generally apply to any "adversary proceeding") to inter partes
reexamination. Similarly, 37 C.F.R. § 41.11 extends to inter partes reexaminations
the prohibition against ex parte contacts with USPTO Board members. In
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promulgating the latter rule, the agency expressly recognized that the rule was
being made applicable both "to inter partes reexaminations under subpart C and
contested cases under subpart D because the concern about ex parte
communications in adversarial cases is common to both types of proceedings." 69
Fed. Reg. at 49972 (Aug. 12, 2004). The USPTO is correct in recognizing that
inter partes reexaminations are more like other contested cases than like ex parte
proceedings~ it

is wrong in not following the logic of that insight in construing

§ 24.

B.

The Incoherence of the Agency's Current Position Favors
Permitting Subpoenas.

Currently, the USPTO's position concerning the administrative process for
inter partes reexaminations is an incoherent combination of adversarial and
nonadversarial elements, with the combination being skewed to disfavor the patent
owner. The USPTO included many elements that comport with the basic
adversarial nature of inter partes reexaminations, including the ban on examiners
conducting interviews with patent owners and inventors, the prohibition on ex
parte contacts and, most importantly, the allowance of adverse parties who are
under no affirmative duty of disclosure to submit new evidence, including expert
declarations. Yet when it comes to the one statutory procedure that Congress has
authorized to protect parties within contested, adversarial cases before the USPTO,
the agency has taken the position that inter partes reexamination is more like ex
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parte reexamination, and that the reexamination statute compels adherence to ex
parte processes on this issue.

Given the incoherence of the agency's current position, the best course is for
the Court to resolve the incoherence in favor of recognizing an inter partes
reexamination as a contested case that is subject to the subpoena power of § 24.
This result interprets the phrase "contested case" in a manner consistent with the
statute's plain language; consistent with both prior patent and trademark practice;
and consistent with the usage of "contested" in other legal contexts. That course
also avoids the constitutional due process issue presented by allowing an adverse
party to submit an expert witness declaration while giving the patent owner no
ability to subpoena the expert for cross-examination.
In another case currently pending in this court, Lingamfelter v. Kappas, No.
2011-1449 (Fed. Cir.) (argued Apr. 6, 2012) (oral tr. available at
http://oralarguments.cafc.uscourts.gov/default.aspx?t1=2011-1449.mp3), another
patent owner is also objecting to the procedures being used in inter partes
reexamination, and specifically objecting to the allowance of expert testimony
submitted by the third party requester where the patent owner has no ability to
subpoena the expert for cross-examination. In that case, the patent owner has
asked this Court to hold that the USPTO cannot allow the third party requester to
submit any expert testimony. While that course of action does also diminish the
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incoherence of the agency's approach to inter partes reexaminations somewhat
(for example, that proposed course of action also avoids the constitutional issue
that arises where expert testimony is admitted against a party that has no ability to
subpoena the expert for cross-examination), that course carries the heavy price of
even more drastically circumscribing the USPTO's ability to obtain information in

inter partes reexamination.
The alternative course for resolving the agency's incoherent approach permitting subpoenas under § 24 -

more closely corresponds both with

Congress's intent in § 24 to allow subpoenas across a broad range of adversarial
cases and with Congress's intent in the inter partes reexamination statute to
provide an adversarial administrative proceedings that could provide a fair and
accurate substitute for judicial proceedings. 6 Under the Supreme Court's decision
in Nat 'I Cable & Telecomm. Assoc. v. Brand X Internet Servs., 545 U.S. 967
(2005), a court resolving a statutory ambiguity in the absence of any agency action
6

In arguing for a resolution that permits more information to be available in
inter partes reexaminations, Cordis does not mean to suggest that the patent owner
in Lingamfelter must necessarily lose his appeal. To the contrary, under standard
principles of administrative law, an agency's justification for its actions must not
be arbitrary or capricious, 5 U.S.C. § 706(2)(A), and the agency's justification is
based on the actual reasoning set forth in the agency's decision, see SEC v.
Chenery Corp., 318 U.S. 80 (1943). lfthe USPTO's position in Lingamfelter were
that the agency could allow third party requesters to submit expert testimony
without making the expert subject to a subpoena for cross-examination and without
imposing a duty of candor on the third party requester, then the reasoning in the
agency's decision may well fail § 706(2)(A)'s arbitrary and capricious test.
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that qualifies for Chevron deference does not necessarily foreclose the agency from
engaging in future agency action that resolves the ambiguity in a different matter.
That future agency action must, of course, qualify for Chevron deference under
Mead, and it must be a reasonable interpretation. Nevertheless, the important point
is that this Court can leave for another day the possibility that the USPTO may be
able to invoke any Chevron powers it might have (through, for example, a
rulemaking) to restructure inter partes reexaminations in a reasonable way that
makes the process more like an ex parte process than like a contested case. Thus,
the course proposed here does not unnecessarily constrain the USPTO's discretion
in the future and, in the interim, allows the agency access to better information in
inter partes reexaminations than it currently has.

IV.

Cordis Did Not Need the USPTO's Permission to Issue the
Subpoenas under 35 U.S.C. § 24
Although the district court framed its decision in terms of "the extent that ...

there was the need to get authority from the USPTO" for Cordis's subpoenas (JA2l),
neither Abbott nor the district court identified any statute or USPTO rule requiring prior
approval of this type.
In fact, circuit court precedent has explicitly considered and rejected the notion
that the USPTO's authorization is necessary for the enforcement of a § 24 subpoena.
For example, in Brown v. Braddick, 595 F.2d 961,967 (5th Cir. 1979), the court
reasoned that "[t]here was no requirement of affmnative BI [Board of Interferences]
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authorization before the 1952 enactment of § 24, see generally In re Natta, 388 F.2d
215,221-23 (3d Cir. 1967) (Seitz, 1., dissenting), and neither the language nor the
legislative history of § 24 reveals any congressional intent to make discovery in the
district courts more difficult than it previously had been." The Brown court thus
refused to impose "an affmnative BI approval requirement." [d. In Natta v. Zietz, 379
F.2d 615,616 (7th Cir. 1967), the Seventh Circuit also specifically considered the issue
of "whether a condition and limitation imposed by the Patent Office on the right of
appellants to adduce additional testimony either deprived the District Court of
jurisdiction or justified abstention by the District Court from the exercise of its
jurisdiction in the premises." The Seventh Circuit held it did not, see id. at 618, and
reversed the district court's refusal to order production of documents because of the
Patent Office's failure to take certain actions that the district court thought to be a
necessary predicate to enforcement of a § 24 subpoena.
Thus, there was no legal requirement for Cordis to obtain the USPTO' s approval
for the subpoenas underlying the instant dispute.

7

7

Even if there were a requirement for prior USPTO approval of the
subpoenas, such approval should have been granted, consistent with the plain
meaning of "contested case" and the related legal principles discussed in Sections
II and III, supra.
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CONCLUSION
For the reasons stated, this Court should hold that an inter partes
reexamination is a "contested case" under § 24 and that Cordis's subpoenas could
issue without the USPTO's permission. Accordingly, Cordis respectfully requests
the Court vacate the district court's decision and remand the case for further
proceedings.
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.

~
.

\

J e h cci
J OM . Murphy
WOODCOCK WASHBURN LLP
Cira Centre, 12th Floor
2929 Arch Street
Philadelphia, PA 19104
(215) 568-3100
John F. Duffy
FRIED, FRANK, HARRIS,
SHRIVER & JACOBSON LLP
801 17th Street, NW
Washington, DC 20006
(202) 639-7000

63

Case: 12-1244

Document: 14

Page: 77

ADDENDUM
DECISIONS BELOW

Filed: 05/07/2012

(78 of 264)

Case: 12-1244

Document: 14

Case 1: 11-mc-00042-CMH-JFA Document 23

Page: 78 Filed: 05/07/2012
(79 of 264)
Filed 12/09/11 Page 1 of 1 PagelD# 1582

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

DEC -9, ~ "
.-

:

"

ABBOTT LABORATORIES,
Movant,

v.
CORDIS CORPORAnON,
Respondent.

_ . ..J

)
)
)
)

)
)
)

Civil Action No. I:llmc0042 (CMHlJFA)

)
)
)

ORDER
On Friday, December 9,2011, counsel for the movant and respondent appeared before
the court and presented argument on movant's Motion to Quash (Docket no. 1). Upon
consideration of the motion, movant's memorandum in support (Docket no. 3), respondent's
opposition (Docket no. 15), movant's reply (Docket no. 16), movant's supplement to its reply
(Docket no. 21), the argument presented by counsel, and for the reasons stated from the bench, it
is hereby
ORDERED that movant's Motion to Quash is granted.
Entered this 9th day of December, 2011.

John F.
Alexandria, Virginia

Andersf:!-----,JJt-'

United States Magistrate Judge
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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF VIRGINIA
Alexandria Division

IN RE INTER PARTES EXAMINATIONS
OF U.S. PATENT NO. 6,746,773
and
U.S. PATENT NO. 7,591,844

Case No. 1:11-mc-42

HEARING ON MOTIONS
December 9,

Before:

2011

John F. Anderson, Mag. Judge

APPEARANCES:
Michael A. Morin, Andrew J. Vance, Robert K. Kry and
Corinne L. Miller, Counsel for Abbott Laboratories
Joseph Lucci, John F. Duffy and Eugene N. Hansen,
Counsel for the Cordis Corporation

Norman B.

Linnell

OCR-USDC/EDVA

(7031549-4626
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NOTE:

1

2

as follows:
THE CLERK:

3

4

The case is called to be heard at 11:45 a.m.

Abbott Laboratories versus Cordis

Corporation, civil action 11-42-mc.
MS. MILLER:

5

Good morning, Your Honor.

Corinne

6

Miller of Finnegan on behalf of Abbott Laboratories.

7

today are Michael Morin and Andrew Vance of Finnegan.

8

Robert Kry of Molo Lamken.

With me
And also

THE COURT:

Okay.

Who is going to argue on behalf

II

MR. MORIN:

I am.

Mike Morin, Your Honor.

12

MR. HANSEN:

9

10

of--

Good morning, Your Honor.

Eugene Hansen

13

of Fried Frank Harris Shriver & Jacobson for Cordis

14

Corporation.

15

Joseph Lucci of Woodcock Washburn.

16

argue.

17

And with me today is my colleague John Duffy, and

THE COURT:

Well, Mr. Lucci, let me hear

18

from you.

19

filed in this case and have studied the same decision from the

20

Director of the Office of Patent Legal Administration that was

21

done this week.

22

you think the import of that is and why you don't, why we're

23

still here today, I guess is, to put in a short manner.

24
25

I mean,

All right.

And Mr. Lucci is going to

I have read all the information that's been

And I guess I need to hear from you as to what

MR. LUCCI:

Yes, Your Honor.

Your Honor, we believe

that that decision is not entitled to any legal weight.

Norman B. Linnell

OCR-USDC/EDVA

The

(703}549-4626
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1

issue that we have here-THE COURT:

2

First of all,

if in fact you were

3

supposed to get authority from the PTO under Section 23 before

4

coming to me, or coming to the clerk to get authority to issue

5

these subpoenas under Section 24, that's now been denied,

6

right?

7

said no.

You're asking for authority, and the Patent Office has

8

MR. LUCCI:

The Patent Office has said no.

9

THE COURT:

Right.

10

MR. LUCCI:

And if they are the--

11

THE COURT:

So, the argument that there is no legal

12

import, I don't understand.
MR. LUCCI:

13

Well, I believe it's a case that on the

14

issue of the availability of subpoenas,

15

of an attorney in the Office of Patent Legal Administration is

16

not binding on this Court.

17

import.

18

So,

the PTO's views on this

that's what I meant by no legal

This Court could come to a contrary view in view of

19

the interpretation of Section 24, which is an issue of pure

20

law.

21

The PTO's views on that, issued by an attorney in the

22

Office of Patent Legal Administration, aren't entitled to any

23

more weight in this proceeding than--

24
25

THE COURT:

He was just an attorney?

I thought he

was the director.

Norman B. Linnell

OCR-USDC/EDVA

(703)549-4626

Case: 12-1244
Document: 14 Page: 82 Filed: 05/07/2012
(83 of 264)
Case 1:11-mc-00042-CMH-JFA Document 26 Filed 12/12/11 Page 4 of 22 PagelD# 1627
4

MR. LUCCI:

1

2

but he is not the director of the PTO.
THE COURT:

3

4

Well, he is the director of that office,

Oh.

Well, no, but he is the director of

the Office of Patent Legal Administration,

is that right?

5

MR. LUCCI:

That's correct, Your Honor.

6

THE COURT:

You are the one who made those

7

applications to the PTO,

right?

8

MR. LUCCI:

Correct.

9

THE COURT:

And asked for them to make a decision?

10

MR. LUCCI:

That's correct Your Honor.

11

THE COURT:

And why would you do that if you think

12

their decision wasn't going to have any legal significance?

13

MR. LUCCI:

Your Honor, the reason we did that is in

14

prior litigation the PRO would not take a position on whether

15

or not the inter partes re-examinations were contested cases.

16

THE COURT:

17

they are not contested cases?

18

MR. LUCCI:

19

taken that position.

20

And they have now taken the position that

That's correct, Your Honor,

they have

And if you will take a look at petition decision,

21

while it is from,

has indicia of being official,

there is

22

boilerplate ln there that is irrelevant to our issue.

23

will take a look at,

I think it's in either decision,

24

page 3, for example,

there is a paragraph there that is

25

boldfaced,

If you
at
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1

inter partes re-examinations.

2

boldface, I'm guessing, came from some other proceeding.

3

doesn't seem to have relevance to the particular issue that we

4

raised.

That
It

We are not the-THE COURT:

5

That's a non sequitur.

Well, it is an issue as to,

you know,

6

what in fact is, what do you mean is a contested case.

7

you know,

8

one written response and you can appeal it, you know, that's a

9

lot different than being able to do discovery,

10
11
12
13

And,

if the extent of the participation is only to provide

file motions,

make oral argument and those kinds of things.
So, such is the extent of the third-party
participation I don't think is completely irrelevant, is it?
MR. LUCCI:

Well, we weren't a third party.

We're

14

the patentee in this proceeding.

15

from a document that they used to respond to a request for

16

subpoenas or something else, I'm not sure exactly what,

17

was made by a third party.

18

This appears to be lifted

that

That's my point, Your Honor.

So, this does have the hallmarks in certain respects

19

of an official document, but it appears to be put together in

20

what I would call a careless way,

21

to be applicable to our, carefully crafted to our situation.

22

THE COURT:

in a way that doesn't appear

Well, in what way do you think it isn't

23

crafted to your situation in that they address the arguments

24

that you make and they deny them?

25

MR. LUCCI:

In that respect, Your Honor,
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1

that.
THE COURT:

2

Other than that one sentence, what else

3

do you think, you know, should give the Court any concern that

4

this wasn't a considered opinion from the Patent Office?

5

6

MR. LUCCI:

I am not aware of anything else, Your

THE COURT:

All right.

Honor.

7

Let me go back and hear your

8

argument as to why you think, why you think that you would be

9

entitled to discovery in these proceedings.
MR. LUCCI:

10

Your Honor,

if I may, the word

11

"discovery" has been used a lot in these proceedings, mainly by

12

Abbott.

13

it's a bit different.
THE COURT:

14
15

They frame the issue as one of discovery.

If I may,

It's the availability of subpoenas.
Okay.

Under what section of the Federal

Rules does that come under?

16

MR. LUCCI:

Rule 43--

17

THE COURT:

Part of the discovery process right,

18

subpoenas are part of the discovery process?
MR. LUCCI:

19

Yes, Your Honor, but these subpoenas are

20

directed to the information that's relevant to these

21

proceedings and will be entered directly into the

22

administrative record.

23

Discovery embraces not only things which are

24

relevant, but things which may lead to relevant and admissible

25

evidence.
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1

In this respect,

the scope of what we're talking

2

about here is narrower than the term of discovery.

3

is directed to subpoenas per se.

4

Section 24

Now, a large part of Abbott's brief is directed to

5

the idea that no one else did this before.

6

else did this before, and they use the term "temerity" for

7

Cordis to issue subpoenas in inter partes re-examinations.

8

the mere fact that no one thought to do it before falls far

9

short of establishing that what we're doing is improper.

10

THE COURT:

I need to understand.

That Cordis, no one

The subpoena that

11

you had issued, you said it would go directly to the

12

administrative record?

13

MR. LUCCI:

Is that-We're not merely seeking information that

14

may lead to admissible evidence.

15

context of, for example, patent litigation.

16

administrative proceeding where the evidence is directly

17

relevant and would go in the administrative record.

This isn't discovery in the
This is an

18

For example, the testimony of or the

19

cross-examination testimony of Abbott's witnesses, that--

20

21

THE COURT:

But

But your subpoena asked them to produce

documents--

22

MR. LUCCI:

It did that as well.

23

THE COURT:

At a place in Chesterfield, Virginia.

24

MR. LUCCI:

It did that, yes, Your Honor.

25

THE COURT:

Which begs the question of why I'm
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1

hearing this and why somebody in Richmond isn't, but I am

2

getting over that issue.

3
4

So, what do you mean, it goes straight into the
administrative record?
MR. LUCCI:

5

Well, it's seeking--

The difference here

6

is this is a paper hearing.

7

into the record.

8

discovery where we may be seeking information that will lead us

9

to something else that we might use in the record.

10

This evidence will go directly

And it differs from pure, from garden variety

These are

documents that are relevant in and of themselves, Your Honor.

11

THE COURT:

So you say.

12

MR. LUCCI:

Correct, Your Honor, yes.

Again, the

13

idea that no one did this before us is not a basis for a motion

14

to quash.

15

far short of making out Abbott's burden as a movant.

16

The fact that no one ever thought of it before falls

Perhaps the reason why no one before Cordis did this

17

before is perhaps because no one before Abbott requested, who

18

requested a re-examination had the temerity, their term,

19

that procedure to sandbag a patent.

20

to use

To the extent it's not clear in the record already,

21

Your Honor, let me plainly explain what's going on here.

22

believe Your Honor is familiar with the objective indicia of

23

obviousness.

24

relevant to such indicia for the Llanos patents.

25

I

Abbott does not deny that it possesses documents

Abbott is trying to have the validity of those
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1

patents decided in a proceeding in which that evidence will

2

never see the light of day.

3

such a proceeding in the form of an inter partes re-

4

examination.

5

that proceeding by having the PTO rule on the patents' validity

6

on a partial record rather than have the District Court rule on

7

the patents' validity based on a full record.

8
9

Abbott fully intended to exploit the imbalance in

THE COURT:

What is the PTO supposed to rule on?

What is the standard of the PTO for this type of re-

10

examination proceeding?

11

MR.

12
13
14

LUCCI:

Their ruling on the patentability of the

claim subject matter, Your Honor.
THE COURT:

Okay.

And what information do they use

in doing that?

15

MR.

16

forth in the proceeding.

17

publications.

LUCCI:

18

THE COURT:

19

MR.

20

Abbott thought that it had found

LUCCI:

Whatever information the parties put
It starts with patents in printed

Right.
But as the record shows,

there is

testimony that comes to bear on that as well.

21

THE COURT:

22

printed publication?

23

considerations after that, is that what you're saying?

24
25

MR.

LUCCI:

Well, what's a patent and what's a
And then you have to go into secondary

For an issue of obviousness, which is

what's been alleged with respect to the Llanos patents.
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1
2
3

THE COURT:

Well, there has been an initial ruling

from the PTa, it's not just what's been alleged,
MR. LUCCI:

right?

There has been an initial ruling on some

4

of the evidence that's been available to us to put into the

5

record, Your Honor.

6

have here is an attempt to exploit that imbalance,

7

there is evidence that the District Court is able to see

8

bearing on the issue of obviousness that the PTa, given the

9

current state of affairs, doesn't have available to it.

10

THE COURT:

The record is incomplete.

And what we
is that

Wouldn't the commercial success of any

11

alleged infringer, that is the amount of sales, arguably be

12

relevant to any re-examination proceeding in which you have an

13

obviousness issue?

14

MR. LUCCI:

15

would be the case, Your Honor.

16

THE COURT:

I think many,

in many situations that

So, what you're saying is that, and what

17

you're trying to do here,

18

re-examination proceeding and you are an alleged infringer,

19

then the patent owner then can subpoena all of your sales

20

records and put it into the public record?

21
22
23

MR. LUCCI:

to some extent, is that if you file a

Yes, Your Honor,

that potentially would

be the case.
By the same token,

the particular situation we have

24

here is it's not just that Abbott has, you know,

25

re-examination of the patents.

just sought

They have done that for a
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They were sued under the patents.

And as

1

particular reason.

2

part of the bargain, if you will, that when you're raising an

3

issue of obviousness, that that's something that, and you

4

happen to be an infringer, you happen to have a product, you

5

happen to have, as we allege, copying issues as well, that

6

that's something that is part of the bargain in seeking re-

7

examination.
Now, another party who might not like the fact that

8

9

the patent exists but is not an infringer has free rein,

they

Someone else, for example, who

10

wouldn't have that downside.

11

might think the patent is invalid and have a basis for seeking

12

inter partes re-exam,

13

would be no issues of subpoenas issuing there for their

14

commercial success because they would be a nonpracticing party.

15

Your Honor, if I may as well, Abbott makes

they would be able to do that and there

16

allegations that Section 314 bars discovery in inter partes

17

re-exams.

18
19
20

THE COURT:

Well, doesn't allow it,

is what they

really say.
MR. LUCCI:

Well, they use the term "bar" frequently,

21

Your Honor, and I think that's misleading.

The point you make

22

is exactly the point I was intending to make, is that it does,

23

it's silent on the issue.

24

language in the statute or the legislative history addressing

25

that issue.

They have failed to identify any
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THE COURT:

1

2

What about rule--

They do site a rule

that says that it isn't allowed, don't they?
MR. LUCCI:

3

There is a rule in the context of appeals

4

from inter partes re-exams, which I think is what Your Honor is

5

referring to.

6

THE COURT:

Right.

7

MR. LUCCI:

But the Llanos re-examinations that we

8

have are not at the appeals stage, Your Honor.

9

that rule would be inapplicable.

10

So,

I believe

Abbott also takes the position and says that the PTO
For that reason,

there is no rule that

11

rules bar discovery.

12

they point to that would have application in the situation we

13

find ourselves right now.

14

As much as Abbott would like it to be otherwise, the

15

fact that Section 314 in the Patent Rules are silent as to the

16

availability of subpoenas doesn't amount to a bar or a

17

prohibition.

18

have Section 24 there, which provides that type of mechanism

19

for a patentee.

Again, they are silent on the issue.

THE COURT:

20

And we do

And why do you think that if you were

21

going to take advantage of Section 24, that you wouldn't have

22

to get authority from the PTO under Section 23 first?

23

MR. LUCCI:

I don't believe that Section 23 would

24

govern--

There is no procedure--

I believe Section 23 would

25

require the PTO to set a procedure for such, for such clearance
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1

by them.

And there is no procedure or rule provided right now

2

by the PTO.

3

There are certain circumstances where the PTO has

4

implemented a rule pursuant to Section 23 in interferences,

5

example.

6

you have to come to us and get our approval.

7

rule for the particular situation in which we find ourselves.

There are rules that say, before you seek a subpoena,

THE COURT:

8

9

for

concern?

There is no such

Well, doesn't that cause you some

That in other proceedings they want to put some type

10

of check or balance on the ability to do discovery, but in

11

these proceedings they are going to let it be,

12

just go to the Clerk's Office in any District Court and go do

13

it without us having any checks or balances.

14

of argue the fact that, you know, you're not entitled to

15

discovery?

16

MR. LUCCI:

Your Honor,

you know, you

Doesn't that kind

I would say that it argues

17

equally the other way.

18

rule in one situation but not the other.

19

supports our position as well as the contrary position.
THE COURT:

20

That they have saw fit to provide a
So,

I think that it

Well, Section 314(a), it says, except as

21

otherwise provided, re-examinations are conducted in the same

22

procedures as initial examinations, right?
MR. LUCCI:

23

There are some limitations on that, Your

24

Honor.

That's another issue.

It doesn't say that re-

25

examinations proceed with the same rules as the initial
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It says that as to the procedures which are

1

examination.

2

promulgated pursuant to Sections 132 and 133, with respect to

3

those procedures, there is commonality.

4

It's plainly the case that re-examinations don't

S

proceed with the same rules as initial applications.

6

example, in an initial application,

7

with an examiner.

8

examination.

9

for initial applications applies to inter partes re-

10

For

you can have an interview

That doesn't apply in inter partes re-

So, their characterization that the same rules

examination is too broad.
Your Honor,

11

if I may as well,

I am sorry, another

12

allegation that they make is that Cordis wasn't sufficiently

13

diligent in pursuing the information that we now seek.

14

subpoenas were issued in connection again with the Llanos

lS

patent re-examinations.

16

re-examination involving the Llanos patent was declared in

17

August of 2010.

18

These

Earliest, Abbott's earliest

The APA action, which is referenced in the papers,
Cordis received

19

was instigated by Cordis in February of 2011.

20

a decision in that action in September of 2011 and served the

21

subpoenas in early October of 2011.

22

So, I think the record demonstrates that Cordis was

23

in fact diligent in pursuing the information sought by these

24

subpoenas.

2S

There is another allegation that Abbott makes that
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1

the subpoenas are somehow inconsistent with the protective

2

order in the co-pending litigation involving the Llanos

3

patents.

4

There is no such inconsistency.
The protective order in that litigation governs

5

treatment of confidential information in that proceeding and

6

says nothing about the access,

7

documents in other proceedings.

8

like many protective orders, has a provision that says the

9

confidential information that is produced by the parties shall

independent access to the same
In fact,

the protective order,

10

be used solely for the purpose of this action and any appeals

11

therefrom.

That's Abbott's Exhibit P at paragraph 11.
So,

12

that protective order is dealing with that

13

proceeding.

14

information may independently be sought in other proceedings

15

such as this one pursuant to,

16

an independent entitlement provided by Section 24 to the

17

information that is sought.

18

It says nothing about the extent to which the

for example, Section 24.

We have

Abbott also makes the allegation that this Court

19

can't issue a protective order imposing on the,

20

conditions on the PTO for its receipt of information because

21

that would require the PTO to revise its regulation.
THE COURT:

22

Well,

imposing

I can't order the PTO.

I can order

If I order it produced to

23

you not to produce it to the PTO.

24

you,

25

and used if I found that there was any authority to get it.

I can restrict your use of it and that it can't be filed
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I mean,

1

2

I can't order the PTO to do something in a

case in which they are not before me.
MR. LUCCI:

3

I believe Your Honor can, we have a case

4

cited in our papers relating to an administrative proceeding

5

where the Court did just that.

6

THE COURT:

Well,

this isn't an administrative

7

proceeding.

This is a case in which it has been filed here

8

involving two parties, Cordis and Abbott.
If in fact, big if,

9

I was to order these documents to

10

be produced,

11

them only to be used in certain circumstances.

12

those could be that you can have them, but you can't file them

13

with the PTO because that would result in them being made

14

public, and I could make a finding that those documents

15

shouldn't be made public.

16
17

I could enter a protective order that requires
And one of

Right?

I mean, how can I order the PTO to do something with
their filing procedures in this instance?

18

MR. LUCCI:

Your Honor,

I believe there is authority

19

for you to do that.

20

in the context of a Social Security Administration proceeding,

21

but on--

22
23

THE COURT:

I believe it is

It would have the Social Security as a

party to that case, right?

24
25

It's cited in our brief.

MR. LUCCI:
recall.

Your Honor, as I stand here,

I don't

I will look into that.
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1

Your Honor, with respect to the point though that

2

they make, that such an order by this Court would require the

3

PTO to revise its regulations, that's not the case.

4

The PTO has no rule which prohibits it from

5

maintaining information in confidence.

6

already interprets its rules as permitting it to maintain

7

certain types of information in confidence.

8

in the Manual of Patent Examining Procedure, Section 724.
But that's not a rule.

9

In fact,

the PTO

That's reflected

That's a PTO procedure which

10

even the PTO in the forward to the manual states it doesn't

11

have the force of law or even the force of rules.

12

So, there is no modification of the PTO rules that

13

would require them, that would be necessary should this Court

14

order it to keep the information in confidence.

15

Abbott also makes the allegation that Cordis'

16

constitutional arguments are meritless.

17

that the statute should be interpreted to avoid constitutional

18

problems.

19

arise under Abbott's interpretation of Section 24 with respect

20

to at least the deposition subpoenas to seek, to challenge the

21

statements that Abbott's expert has made in these proceedings.

22

Abbott doesn't dispute

There is a clear constitutional problem that would

Under the canon of avoidance, the fact that reading

23

Abbott's, Abbott's reading of Section 24 would prevent the

24

cross-examination of its declarant, indicates that the statute,

25

Section 24, should be read in a broader way so as to not raise
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1

the due process problem that would be raised otherwise.

2

Your Honor, also there is quite a bit in both briefs

3

about what it means to be a contested case.

4

the allegation that we are simply relying upon the dictionary

5

definition in sort of an artificial way.

6

Morgan decision, which we cite in our brief at page 8.

7

the Supreme Court noted that the proceeding had all the

8

essential elements of a contested case with the Government and

9

its on one side and appellants and their counsel on the other.

10

Abbott has made

They are ignoring the
There,

The idea that inter partes re-exams are not

11

contested, in fact hotly contested, is belied by the record.

12

It is belied by the effort that Abbott has put into the inter

13

partes re-exams.

14

avoid having information such as what we're seeking here put

15

into the re-examinations.

16

consistent with the Supreme Court authority in Morgan, that

17

these are in fact contested cases.

The fact that they fought at every turn to

Every indication has given,

18

THE COURT:

Anything else?

19

MR. LUCCI:

No, Your Honor.

20

THE COURT:

Thank you.

Mr. Morin,

I have reviewed

21

the papers and I am ready to rule on the issues that are before

22

me today.

23

You know,

I have spent a substantial amount of time

24

reading the briefs.

And I will tell counsel, they were really

25

well done.

I mean,

it is kind of a joy to get briefs and read
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1

them that have been as well done as these were.

2

each side made the best arguments that could be made on their

3

behalf in the briefs and the submissions to me.

4

interesting reading, and I do commend counsel for their ability

5

to put the issues before me as well as they did.

And I think

I

found them

But, you know, having reviewed the briefs and having

6

7

the benefit of the decision that came out this week from the

8

PTO, and I do find that to be, while not binding, certainly

9

persuasive information for the Court to consider.

10

But even absent that, I had come pretty much to the

11

same conclusion that the PTO had come to in that regard.

12

don't think that there is the right to conduct discovery in

13

these type of proceedings.

14

I

Section 314(a) certainly talks about that the re-

15

examination should be conducted in accordance with the

16

procedures established for initial examination under 132 and

17

133.

18

there are little things around the edges, but I think that

19

certainly is interpreted to read that you are not going to have

20

discovery in those type proceedings.

21

And I think certainly with only very limited,

I

also find that the arguments that,

I

know

you know,

22

whether this is or isn't a contested case, you know, that the

23

PTO's decision clearly saying that these are not contested

24

cases in its opinion based on the examinations here, that this

25

really isn't contested as what was meant in that section of the
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Act.
I mean,

I acknowledge that the parties sit on other

3

sides of the table and that there is the ability to respond to

4

information.

5

PTO is significantly more than that.

6

the standard of being a protected case, a contested case.

But to me, a contested case in the context of the
And this does not follow

7

Also, I mean, to the extent that, you know, there was

8

the need to get authority from the PTO under Section 23, if you

9

were going to be trying to proceed under Section 24, clearly

10

the PTO's decision finding, one, that this isn't a contested

11

case; and, two, that the request for authority to get the

12

subpoenas under Section 2437 C.F.R. 1.1(a) (2), denying that

13

sort of takes care of that issue.

14

You know, I don't, given those rulings,

15

think there is authority to proceed to have these subpoenas

16

issued, I don't think I need to deal with the issues of the

17

confidentiality of the information and the other procedural

18

issues as to why me and not Richmond or other kinds of things.

19

But the confidentiality questions are of significant

that I don't

20

concern, and I think would be to the Court under the

21

circumstances if I did in fact find that there was to be some

22

production.

23

both in the papers and here today,

24

quash are well taken.

25

But given the arguments that have been presented
I find that the motions to

So, I will be granting those.

Anything else?
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21

MR. MORIN:

1

One very brief housekeeping point, Your

2

Honor.

3

Wednesday when we re-read them, in part of the decisions they

4

specifically referred to Abbott's responses to the petitions.

5

The petitions are in the record.

6

We would like to have them entered into the record, if we

7

could.

8
9

We in our haste to get the decisions in from the PTO on

Abbott's responses aren't.

I would look to your guidance as to whether you would
like me to hand them up and file a notice with the clerk or

10

what you would like to do, but just in case there is an appeal,

11

I would just like to make sure they are in the record.
THE COURT:

12

Yeah.

Well, why don't you go ahead and

13

just file them electronically, and that way they will be part

14

of the electronic record and we can deal with it from there.

15

Okay.

16

MR. MORIN:

Thank you, Your Honor.

17

THE COURT:

Thank you, counsel.

18

MR. LUCCI:

Thank you, Your Honor.

19

THE COURT:

Court will be in recess.

20

NOTE:

The hearing concluded at 12:13 p.m.

21
22
23
24

25
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2

C E R T I F I CAT E
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T RAN S C RIP T ION

3
4

5

I hereby certify that the foregoing is a true and

6

accurate transcript that was typed by me from the recording

7

provided by the court.

8

inability of the undersigned to hear or understand said

9

recording.

Any errors or omissions are due to the

10
11

Further, that I am neither counsel for,

related to,

12

nor employed by any of the parties to the above-styled action,

13

and that I am not financially or otherwise interested in the

14

outcome of the above-styled action.

15

16
17
18

19
20
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Subpoenas. witnesses

The clerk of any United States court for the district wherein
testimony is to be taken for use in any contested case in the Patent
and Trademark Office, shaU, upon the application of any party
thereto, issue a subpoena for any witness residing or being within
such district, commanding him to appear and testify before an officer
in such district authorized to take depositions and affidavits, at the
time and place stated in the subpoena. The provisions of the Federal
Rules of Civil Procedure relating to the attendance of witnesses and
to the production of documents and things shall apply to contested
cases in the Patent and Trademark Office.
Every witness subpoenaed and in attendance shall be allowed the
fees and traveling expenses allowed to witnesses attending the United
States district courts.
A judge of a court whose clerk issued a subpoena may enforce
obedience to the process or punish disobedience as in other like
cases. on proof that a witness, served with such subpoena. neglected
or refused to appear or to testify. No witness shall be deemed guilty
of contempt for disobeying such subpoena unless his fees and traveling expenses in going to, and returning from, and one day's attendance at the place of examination, are paid or tendered him at the
time of the service of the subpoena; nor for refusing to disclose any
secret matter except upon appropriate order of the court which
issued the subpoena.
(July 19. 1952, c. 950, 66 Stat. 795; Jan. 2, 1975, Pub.L. 93-596, § 1, 88
Stat. (949.)
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Conduct of inter partes reexamination proceedings

(a) In generaJ.-Except as otherwise provided in this seetio n,
reexamination shall be conducted according to the procedures established for initial examination under the provisions of sections 132
and 133. In any inter partes reexamination procceding undel' this
chapte 1-, the patent owner shall be permitted to propose any amendment to the patent and a new claim or claims, except that no
proposed amended or new claim enlarging the scope of the claims of
the patent shall be permitted.
(b) Response.-(l) This subsection shall apply to any intcr partes
reexamination proceeding in which the order for inter partes reexamination is based upon a request by a third-party requester.

(2) With the exccption of the inter partes reexamination request,
any document filed by either the patent owner or the third-party
requester shall be served on the other party. In addition, the thirdparty rcquester shall receive a copy of any communication sent by
the Office to the patent owner concerning the patent subject to the
inter partes reexamination proceed ing.
(3) Each time that thc patent owner files a response to an action
on the merits from the Patent and Trademark Office, the third-party
requester shall have one opportunity to file written comments addressing issues raised by the action of the Office or the patent
owner's response thereto, if those written comments aloe received by
the Office within 30 days after the date of service of the patent
owner's response.

(c) Special dispatch.-Unless otherwise provided by the DirectOl'
for good cause, all inter partcs rcexamination proceedings under this
~ection. including any appeal to the Board of Patent Appeals and
Interferences. shall be conducted with special dispatch within the
Office,
(Added Pub. L. 106-113. Div. B. § lOOO(a}(9) [Tille IV. § 4604(a)], Nov. 29,
1999,l13Stat.1536,150IA-567.)
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CERTIFICATE OF COMPLIANCE WITH TYPE-VOLUME LIMITATION
I certify that I am counsel for Respondent-Appellant Cordis Corporation and
that the foregoing BRIEF OF APPELLANT CORDIS CORPORATION complies
with the type-volume limitation of Federal Rule of Appellate Procedure
32(a)(7)(B). The BRIEF contains 13,832 words, excluding the parts of the BRIEF
exempted by Federal Rule of Appellate Procedure 32(a)(7)(B)(iii).
Dated: May 4, 2012.
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CERTIFICATE OF SERVICE
ABBOTT LABS v. CORDIS CORP, 2012-1244
I hereby certify that two copies of the foregoing BRIEF OF APPELLANT
CORDIS CORPORATION are being served on counsel for Appellee on this date
by Federal Express Overnight Delivery, addressed as follows:
Michael A. Morin, Esquire
Andrew Joseph Vance, Esquire
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OF APPELLANT CORDIS CORPORATION are being sent for filing with the
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Jan Horbaly, Clerk of Court
United States Court of Appeals for the Federal Circuit
71 7 Madison Place, NW
Washington, D.C. 20439
on this 4 th day of May, 2011.
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UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT
ABBOTT LABS v. CORDIS CORP
No. 2012-1244
CERTIFICATE OF INTEREST
Counsel for Abbott Laboratories certifies the following:
1.

The full name of every party or amicus represented by us is:

Abbott Laboratories
2.

The name of the real party in interest (if the party named in the caption is not
the real party in interest) represented by us is:

Abbott Laboratories
3.

All parent corporations and any publicly held companies that own 10 percent
or more of the stock of the party or amicus curiae represented by us is:

None
4.

The names of all law firms and the partners or associates that appeared for
the party or amicus now represented by us in the trial court or agency or are
expected to appear in this court are:

Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P.
Michael A. Morin, Andrew J. Vance, Corinne Lee Miller
MoloLamken LLP
Jeffrey A. Lamken, Robert K. Kry
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STATEMENT OF RELATED CASES
No other appeal in or from the same proceeding in the lower court was previously before this or any other appellate court. Other than the case cited in
Cordis’s statement of related cases, there is no case known to counsel to be pending in this or any other court that will directly affect or be directly affected by this
Court’s decision in the pending appeal.
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STATEMENT OF ISSUES
1.

Whether the court below properly held, consistent with the views of

the U.S. Patent and Trademark Office (“PTO”), that Congress did not permit discovery in inter partes reexaminations, given that Congress explicitly mandated that
the proceedings follow initial examination procedures and be conducted with “special dispatch” according to strict deadlines.
2.

Whether the court below properly held that discovery is independently

precluded because inter partes reexaminations are not “contested cases” within the
meaning of 35 U.S.C. § 24, a term that refers only to proceedings bearing the hallmarks of traditional civil litigation.
3.

Whether the court below properly held that PTO permission is re-

quired for the issuance of a subpoena pursuant to 35 U.S.C. § 24.
INTRODUCTION
Cordis’s assertion that discovery is allowed in inter partes reexaminations is
contrary to the text, structure, history, and context of the inter partes reexamination
statute. The PTO reached precisely that conclusion in two decisions issued just
days before Judge Anderson rejected Cordis’s arguments below—decisions that
are persuasive, thoroughly reasoned, and entitled to deference. JA1590-1604. By
demanding discovery, Cordis seeks nothing less than a wholesale revision of how
inter partes reexaminations have been conducted for more than a decade. While
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Cordis surveys 150 years of precedent in areas as far afield as extension and disciplinary proceedings, it fails to cite a single case where discovery has ever been
permitted in an inter partes reexamination. Cordis can cite no such case because
no one has ever before suggested that discovery is allowed. To the contrary, the
universal consensus—of Congress, the PTO, the patent bar, and even Cordis’s own
parent company and counsel—is that no discovery is permitted.
That is clear from the statute’s text. Section 314(a) expressly requires inter
partes reexaminations to be conducted according to initial examination procedures,
which do not include discovery. Sections 314(b) and (c) require the proceedings to
be conducted with “special dispatch” according to strict deadlines—requirements
that are incompatible with the burdens and delays of discovery. Congress, moreover, recently amended the statute to introduce limited discovery in future proceedings—amendments that would make no sense if the statute already afforded the
broad discovery Cordis seeks.
Nor does § 24 authorize discovery. That provision applies only to “contested cases”—a term of art with a settled meaning in patent practice that refers
only to proceedings bearing the hallmarks of traditional civil litigation. Inter partes reexaminations bear no resemblance to civil litigation: The third-party requester has only limited rights to participate, and the proceedings are heard by staff
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examiners, not quasi-judicial officers. A contrary construction would place § 24 at
war with § 314 and decades of settled practice.
For years now, Cordis has been attempting to submit Abbott’s confidential
documents to the PTO despite agreed-upon protective orders that prohibit it from
doing precisely that. Cordis’s attempt to inject disruptive discovery into proceedings where no one has ever thought it available is merely the latest iteration of that
long-running campaign. The lower court properly rejected Cordis’s flawed construction of the statute, and this Court should do the same.
STATEMENT OF FACTS
I.

STATUTORY AND REGULATORY FRAMEWORK
A.

The Inter Partes Reexamination Statute

The American Inventors Protection Act of 1999 created an optional inter
partes reexamination procedure. See Pub. L. No. 106-113, §§ 4601-4608, 113
Stat. 1501, 1501A-552, 1501A-567 to -572 (1999) (codified as amended principally at 35 U.S.C. §§ 311-318). Under that procedure, a third-party requester may
ask the PTO to reexamine a patent based on prior art “patents or printed publications.” 35 U.S.C. §§ 312(a), 301. The PTO will order reexamination if it finds a
“substantial new question of patentability” (or, after September 16, 2011, a “reasonable likelihood” that a claim will be found invalid). Id. §§ 312(a), 313.
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In creating those new proceedings, Congress hewed closely to existing initial
examination procedures. Section 314(a) of the Act thus states that, “[e]xcept as
otherwise provided in this section, reexamination shall be conducted according to
the procedures established for initial examination under the provisions of sections
132 and 133,” which do not permit discovery. 35 U.S.C. § 314(a); see id. §§ 132,
133. Absent good cause, moreover, inter partes reexaminations must be “conducted with special dispatch.” Id. § 314(c). Congress designed those proceedings
to “[r]esolve patent validity disputes more quickly and less expensively than litigation,” and thereby “protect against the needless wasting of dollars.” 145 Cong.
Rec. H6944 (Aug. 3, 1999) (Rep. Rohrabacher) (JA85, 101); see also 145 Cong.
Rec. E1789-90 (Aug. 5, 1999) (Rep. Coble) (JA109-11) (proceedings intended to
“reduce expensive patent litigation”).
Like initial examinations, inter partes reexaminations are conducted by staff
examiners rather than administrative law judges. 37 C.F.R. § 1.104. Those examiners typically have little or no training or experience adjudicating legal disputes.
See JA116-19; JA121 (listing job requirements as “U.S. citizen,” “4-year degree in
engineering or science,” and “willing[ness] to relocate and live/work in the Washington, D.C. metropolitan area”). Third-party requesters have only limited rights.
All documents filed must be served on the other party, and the PTO must send the
third-party requester a copy of anything it sends the patent owner. 35 U.S.C.
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§ 314(b)(1). When the patent owner files a response to a PTO action on the merits,
the third-party requester has “one opportunity to file written comments” within a
non-extendable 30-day period. 35 U.S.C. § 314(b)(2). Either party may appeal to
the Board of Patent Appeals and Interferences, and thereafter to the Federal Circuit. Id. § 315(a)-(b). But no provision of the Act mentions any customary litigation rights such as filing motions, subpoenaing witnesses, presenting oral testimony, or pursuing discovery.
If a patent claim is found invalid and any appeals exhausted, the Director
issues a certificate canceling the claim. Id. § 316(a). If a claim is found valid, the
Director issues a certificate confirming it, and the third-party requester is estopped
from asserting invalidity in further litigation or reexamination on any ground that
was or could have been raised in the reexamination. Id. §§ 315(c), 316(a), 317(b).
Where a patent is in both litigation and reexamination at the same time, and a final
decision is entered against the requester in litigation, any pending reexamination
must be dismissed as moot. Id. § 317(b). That rule creates a natural incentive for
patentees threatened with unfavorable reexamination decisions to delay the reexamination in the hope of obtaining a favorable judgment in litigation before the
reexamination is complete.
The Patent Act authorizes the PTO to “establish regulations . . . govern[ing]
the conduct of proceedings in the Office.” 35 U.S.C. § 2(b)(2)(A). On December
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7, 2000, the PTO promulgated rules implementing the inter partes reexamination
statute. Rules to Implement Optional Inter Partes Reexamination Proceedings, 65
Fed. Reg. 76,756 (Dec. 7, 2000). Those rules do not allow discovery. Consistent
with the statute, they provide that inter partes reexaminations “will be conducted
in accordance with §§ 1.104 through 1.116, the sections governing the application
examination process,” which do not permit discovery. 37 C.F.R. § 1.937(b); see
id. §§ 1.104-.116. Seeking to “minimize the costs and other effects of reexamination,” the PTO rejected proposals for interviews and cross-examination, concluding
that such procedures would “greatly extend the inter partes proceeding time line,
. . . contrary to the ‘special dispatch’ required by 35 U.S.C. 314(c).” 65 Fed. Reg.
at 76,756, 76,768-69.
B.

Subpoena Authority in “Contested Cases”

Section 24 of the Patent Act authorizes district court clerks to assist the PTO
by issuing subpoenas to enforce PTO-approved discovery requests in “contested
cases.” See 35 U.S.C. § 24; Sheehan v. Doyle, 529 F.2d 38, 39 (1st Cir. 1976).
Section 23 authorizes the PTO to “establish rules for taking affidavits and depositions.” 35 U.S.C. § 23. The PTO has exercised that authority by issuing rules that
closely control the use of subpoenas in contested cases. It has decreed, for example, that “[a] party seeking to compel testimony or production of documents” in a
contested case before the Board “must file a miscellaneous motion for author-
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ization” with the PTO, describing the evidence sought and its relevance. 37 C.F.R.
§ 41.156(a). “Evidence that is not taken, sought, or filed in accordance with” that
requirement “shall not be admissible.” Id. § 41.151.
By its terms, § 24 authorizes subpoenas only in “contested case[s] in the
Patent and Trademark Office”—proceedings such as interferences that include litigation-like procedures. See 35 U.S.C. § 24 (emphasis added). In 2004, the PTO
issued rules making clear—consistent with § 314’s text—that inter partes reexaminations are not “contested cases.” Rule 41.60 states that “[a]n inter partes reexamination proceeding is not a contested case subject to subpart D” (the portion
of the Board’s rules governing contested cases). 37 C.F.R. § 41.60 (emphasis
added). Rule 41.2 similarly states that “[a]n appeal in an inter partes reexamination is not a contested case.” Id. § 41.2. The PTO explained:
The phrase “contested case” would include patent interferences (35
U.S.C. 135(a)) and proceedings with interference-based procedures
(42 U.S.C. 2182 and 2457(d)). The existence of a contested case is a
predicate for authorizing a subpoena under 35 U.S.C. 24. Although
both appeals in inter partes reexaminations under 35 U.S.C. 134(c)
and some petitions to the Chief Administrative Patent Judge, such as a
petition for access under 35 U.S.C. 135(c), may involve more than
one party, they are not considered contested cases for the purposes of
proposed part 41.
Rules of Practice Before the Board of Patent Appeals and Interferences, 68 Fed.
Reg. 66,648, 66,650 (Nov. 26, 2003) (emphasis added).
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The September 2011 Amendments to the Patent Act

Consistent with its view that inter partes reexaminations do not permit discovery, the PTO reported to Congress in 2004 that “the lack of such procedural
mechanisms as discovery and cross-examination” in inter partes reexaminations
had “apparently resulted in challengers being unwilling to invoke” that process.
U.S. Patent & Trademark Office, Report to Congress on Inter Partes Reexamination 4 (2004) (JA123, 127); see also Patent Quality Improvement: Post-Grant Opposition: Hearing Before the Subcomm. on Courts, the Internet, and Intellectual
Property of the H. Comm. on the Judiciary, 108th Cong. 5 (June 24, 2004) (PTO
General Counsel James A. Toupin) (JA135, 142) (noting that “a third party cannot
conduct discovery”); id. at 2 (Rep. Boucher) (JA139) (“No cross-examination of
witnesses is permitted . . . .”); Committee Print Regarding Patent Quality Improvement: Hearing Before the Subcomm. on Courts, the Internet, and Intellectual Property of the H. Comm. on the Judiciary, 109th Cong. 127 (Apr. 20 & 28, 2005)
(PTO Director Jon Dudas) (JA2073-74, 2077) (noting that “a third party cannot
conduct discovery” or “challenge patent owner evidence by cross-examination”).
The PTO urged Congress to adopt a new procedure it had proposed—“a genuinely
contested case presided over by panels of USPTO administrative patent judges”
with “[c]losely controlled discovery and cross-examination.” JA131.
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Years later, in September 2011, Congress enacted the Leahy-Smith America
Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011) (to be codified at 35 U.S.C.
§§ 311-319). That Act replaces inter partes reexamination with a new procedure
named “inter partes review.” Id. § 6(a), 125 Stat. at 299-305 (to be codified at 35
U.S.C. §§ 311-319). It also creates an additional procedure known as “post-grant
review.” Id. § 6(d), 125 Stat. at 305-11 (to be codified at 35 U.S.C. §§ 321-329).
Inter partes review differs from inter partes reexamination in several respects. Those new proceedings will not be conducted by examiners, but rather by
the administrative patent judges of the Patent Trial and Appeal Board. See id.
§ 6(a), 125 Stat. at 303 (to be codified at § 316(c)); id. § 7(a)(1), 125 Stat. at 313
(to be codified at § 6(a)). Various litigation-style procedures such as oral testimony, protective orders, and sanctions are available. Id. § 6(a), 125 Stat. at 302 (to
be codified at § 316(a)(6), (7), (10)). The Act also departs from current law by
permitting limited discovery, subject to PTO-prescribed “standards and procedures,” and restricted to “the deposition of witnesses submitting affidavits or declarations” or other matters the PTO deems “necessary in the interest of justice.” Id.
§ 6(a), 125 Stat. at 302 (to be codified at § 316(a)(5)).
By establishing inter partes review, Congress sought to “convert[ ] inter
partes reexamination from an examinational to an adjudicative proceeding.”
H.R. Rep. No. 112-98, at 46 (2011) (JA196-98) (emphasis added). Congress spe-
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cifically identified the availability of “discovery” as a departure from current law.
See JA198. Even under the new statute, however, discovery is “[l]imit[ed].” 154
Cong. Rec. S9988 (Sept. 27, 2008) (Sen. Kyl) (JA200, 207). The “interest of justice” exception, for example, will allow discovery only in “particular limited situations, such as minor discovery that PTO finds to be routinely useful, or . . . discovery that is justified by the special circumstances of the case.” Id. “Given the time
deadlines imposed on these proceedings, it is anticipated that . . . PTO will be conservative in its grants of discovery.” Id. at S9988-89 (JA207-08); see also 157
Cong. Rec. S1376 (Mar. 8, 2011) (Sen. Kyl) (JA2081, 2083).
Congress declined to apply those new procedures to pending inter partes
reexaminations. The new law goes into effect only on September 16, 2012; even
then, it does not apply to pending reexaminations.

See Pub. L. No. 112-29,

§ 6(c)(2)(A), (3)(C), 125 Stat. at 304-305.
II.

PRIOR PROCEEDINGS
A.

Cordis’s Infringement Suits Against Abbott

The subpoenas at issue here are the latest of several efforts by Cordis to
evade protective orders it agreed to in litigation between the parties. In 2007,
Cordis began filing infringement lawsuits in the U.S. District Court for the District
of New Jersey, alleging that Abbott’s renowned Xience V Everolimus Eluting
Coronary Stent System infringed Cordis’s patents. Cordis initially filed four suits
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alleging infringement of its “Wright” and “Falotico” patents. See Cordis Corp. v.
Abbott Labs., Civil Action Nos. 07-2265, 07-2477, 07-2728, 07-5636 (D.N.J.). In
2009, Cordis filed a fifth suit alleging that the Xience V infringed one of its
“Llanos” patents, and in 2010, it added claims alleging infringement of a second
“Llanos” patent. See Wyeth v. Abbott Labs., Civil Action No. 09-4850 (D.N.J.).
During the New Jersey litigation, Cordis and Abbott agreed to protective
orders to govern the use of confidential discovery materials. JA258-308. Those
orders limit the use of such materials to the litigation between the parties and certain related litigation, and thus prohibit Cordis from submitting the documents to
the PTO. JA264-65 ¶¶ 9-10; JA280-81 ¶¶ 9-10; JA299-300 ¶¶ 10-11. They also
include “prosecution bars” that generally prohibit individuals receiving confidential documents from being regularly involved in prosecution of patent applications
in the stent field for a one-year period. JA269 ¶ 18; JA285 ¶ 18; JA304 ¶ 18.
On January 20, 2010, in litigation between Cordis and another party, Boston
Scientific, the U.S. District Court for the District of Delaware invalidated the four
Wright and Falotico patents on summary judgment. See Boston Scientific Corp. v.
Johnson & Johnson Inc., 679 F. Supp. 2d 539, 542 (D. Del. 2010). The following
week, the New Jersey court entered judgment against Cordis on its four Wright and
Falotico suits against Abbott based on the collateral estoppel effect of that ruling.
JA210-12. This Court has since affirmed the Delaware ruling. See Boston Scien-
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tific Corp. v. Johnson & Johnson Inc., 647 F.3d 1353, 1356 (Fed. Cir. 2011). As
for Cordis’s Llanos suit, on February 7, 2012, the New Jersey court stayed the litigation pending the outcome of the inter partes reexaminations discussed below.
See Doc. No. 235 in No. 09-4850 (D.N.J. Feb. 7, 2012).1
B.

The Inter Partes Reexaminations of Cordis’s Patents

After Cordis filed its infringement lawsuits, Abbott asked the PTO to initiate
inter partes reexaminations of Cordis’s patents. See Inter Partes Reexamination
Control Nos. 95/001,095, 95/001,096, 95/001,097, 95/001,102 (filed Oct. 24,
2008) (Wright and Falotico patents); Inter Partes Reexamination Control Nos.
95/000,552 (filed June 14, 2010) (merged with No. 95/000,542) and 95/000,567
(filed Aug. 23, 2010) (Llanos patents). Cordis has fared no better in those inter
partes reexaminations than it did in the district court litigation.
In the Wright-Falotico cases, PTO examiners issued final rejections of all of
Cordis’s claims despite Cordis’s lengthy submissions of argument and evidence.
See Nos. 95/001,095, 95/001,096, 95/001,097, and 95/001,102. The PTO has since
terminated all four reexaminations in light of the Federal Circuit’s judgment invalidating the patents. See id.

1

Cordis also filed two additional suits alleging that the Xience V infringed multiple “Morris” patents. See Wyeth v. Abbott Labs., Civil Action Nos. 08-0230 & 081021 (D.N.J.). The New Jersey court found each asserted claim invalid. See, e.g.,
Doc. Nos. 588 & 589 in No. 08-0230 (D.N.J. Jan. 19, 2012).
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In the ’567 Llanos reexamination, the PTO examiner has rejected all of
Cordis’s claims based on 36 different prior art combinations, each of which renders
unpatentable some or all of Cordis’s claims. JA214, 220-36. In the ’542/’552
Llanos reexamination, a different examiner has rejected all of Cordis’s claims
based on 33 different prior art combinations. See JA239, 250-53 (non-final office
action); Right of Appeal Notice at 78-79 in No. 95/000,552 (July 20, 2012) (final
decision). The examiner considered Cordis’s arguments, expert testimony, and
documentary evidence on various secondary factors but found them unavailing on
multiple grounds. JA247-50; Right of Appeal Notice at 71-77. The ’567 reexamination remains pending before the examiner, while the ’542/’552 reexamination is
now proceeding on appeal.
C.

Cordis’s Prior Attempts To Submit Abbott’s Confidential
Documents to the PTO

Despite having agreed to protective orders that prohibit both parties from
using confidential discovery materials outside the parties’ litigation, Cordis has
repeatedly sought to submit Abbott’s confidential documents and trade secrets to
the PTO, making them available to Cordis’s patent prosecution counsel (who is
expressly prohibited from viewing them) and open to public inspection. Those efforts began in July 2009, when Cordis asked the PTO to suspend the WrightFalotico reexaminations so it could obtain permission to submit Abbott’s confidential documents. JA314. The PTO refused. “[A]ll reexamination proceedings are
13
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to be conducted with special dispatch,” it noted, and Cordis had not “show[n] good
cause as to why [the] proceeding should be temporarily stayed.” JA326, 330-31.
Moreover, “granting of stays based upon on-going litigation . . . would eviscerate
the statute for litigated patents, since such stays would effectively guarantee that
the litigations would finish before the reexamination, thus effectively terminating
the reexaminations mid-course and rendering them moot.” JA330.
On April 21, 2010—after delaying for almost a year—Cordis asked the New
Jersey court to modify the Wright-Falotico protective order so it could submit Abbott’s confidential documents in the reexaminations. JA342-44. The court denied
that request as “untimely” because it had been submitted “after fact discovery had
been closed for more than a year and after the cases had been dismissed.” JA343.
Meanwhile, Cordis repeatedly asked the PTO to delay the Wright-Falotico
reexaminations while it sought the court’s permission to renege on the agreed-upon
protective orders. The PTO refused on May 26, 2010, JA349-50, and again on
July 27, explaining:

“There is no valid reason for granting an extension of

time . . . . [I]t is the Office’s statutory duty to conduct reexamination proceedings
with special dispatch. Granting an indefinite extension of time would not serve
this purpose and would only serve to slow proceedings.” JA353-54. Cordis then
asked the PTO to suspend the reexaminations for the entire duration of the litiga-
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tion due to its inability to submit Abbott’s confidential documents. The PTO denied that request. JA361, 365.
Unsuccessful before the PTO and the New Jersey court, Cordis directed its
efforts to yet another forum. On February 4, 2011, it sued the PTO and its Director
in the Eastern District of Virginia under the Administrative Procedure Act
(“APA”). JA368. Cordis challenged the PTO’s 2004 rules clarifying that inter
partes reexaminations are not “contested cases” in which discovery is permitted.
JA370 ¶ 12. Abbott intervened, and on September 16, 2011, the court ruled that
Cordis’s suit was untimely, having been filed more than six years after the rules
were promulgated. JA530, 535-36.
III.

CORDIS’S CURRENT EFFORTS TO SUBMIT ABBOTT’S
CONFIDENTIAL DOCUMENTS IN THE REEXAMINATIONS
A.

Cordis’s Discovery Petitions and Subpoenas

Undaunted by the numerous denials by the PTO and multiple federal courts,
on October 7, 2011, Cordis filed petitions with the PTO Director in its two Llanos
reexaminations under Rule 1.182, 37 C.F.R. § 1.182. Those petitions sought permission to subpoena Abbott’s confidential documents for use in the reexaminations, and to subpoena Abbott’s and Boston Scientific’s declarants for crossexamination. JA538-44, 547-53.
Cordis did not wait for the PTO to respond. Instead, the day before filing its
discovery petitions, Cordis served Abbott with two subpoenas. Each one seeks 13
15
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broad categories of documents from Abbott for use before the PTO, specifically
referring to materials produced in the New Jersey litigation where Cordis had
agreed to a protective order. JA70-75, 78-83.2
In addition to those two document subpoenas, Cordis served five other subpoenas. Two of them, also issued out of the court below, seek the same types of
documents from Boston Scientific. JA556-61, 563-68. The other three, issued out
of Massachusetts and California, seek to compel Abbott’s and Boston Scientific’s
declarants to appear for deposition. JA570-72, 574-76, 578-80. Abbott and Boston Scientific objected to those other subpoenas, and Cordis has agreed not to enforce them pending the outcome of this appeal.
On November 2, 2011, Abbott filed the motion to quash at issue here, seeking to quash the two document subpoenas. JA25-29.
B.

The PTO’s Rulings Denying Cordis’s Discovery Petitions

On December 7, 2011, two days before the hearing on Abbott’s motion to
quash, the PTO issued decisions rejecting Cordis’s petitions.

JA1590-1604.3

2

Cordis insists that its “subpoenas seek not discovery, but rather particular items of
evidence relevant to the obviousness question.” Cordis Br. 11. But as this Court
can readily observe, the subpoenas are paradigmatic document requests. JA70-75,
78-83. Moreover, contrary to Cordis’s claim (at 11), “Abbott does deny that its
confidential information is relevant to the reexaminations.” JA1427 n.5.
3

The PTO’s two decisions are substantially the same. Citations throughout are to
the decision in the ’542/’552 Llanos reexamination. JA1590-96.
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“Discovery in an inter partes reexamination proceeding,” the PTO concluded, “is
not permitted by the inter partes reexamination statute.” JA1591.
Section 314(a), the PTO explained, requires inter partes reexaminations to
be “ ‘conducted according to the procedures established for initial examination under the provisions of sections 132 and 133.’ ”

JA1592 (quoting 35 U.S.C.

§ 314(a)). And “35 U.S.C. 132 and 133, which govern initial examination, do not
provide for a discovery practice.” Id. (emphasis added). The PTO further noted
that the ex parte reexamination statute uses the same language: “[E]x parte reexamination ‘will be conducted according to the procedures established for initial
examination under the provisions of sections 132 and 133.’ ” JA1592 (quoting 35
U.S.C. § 305). “The fact that the same language is used to describe the conduct of
ex parte reexamination proceedings, which do not provide for discovery, suggests
that discovery practice is not within the scope of any reexamination proceeding,
whether inter partes or ex parte.” Id. “ ‘[T]he intent of reexamination is to start
over and reexamine the patent and examine new and amended claims as they
would have been examined in the original application of the patent.’ ” Id. (quoting 65 Fed. Reg. at 76,763).
The PTO also pointed to the strict statutory deadlines. JA1592. “The fact
that Congress required the third party requester to file written comments within a
thirty-day period provides evidence that Congress did not intend to authorize dis-
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covery practice in inter partes reexamination proceedings.” JA1592-93. “[I]t
would be impracticable, if not impossible, for the parties to conduct discovery, for
the court to resolve any discovery disputes, and for the third party requester to prepare and submit its written comments within the thirty-day period set by statute.”
JA1592.
Moreover, § 314(c) requires inter partes reexaminations to be “conducted
with ‘special dispatch.’ ” JA1593 (quoting 35 U.S.C. § 314(c)). “Any provision
for discovery would necessarily prolong proceedings before the Office.”

Id.

“[T]he statutory requirement for special dispatch clearly provides evidence that
Congress did not contemplate discovery for inter partes reexamination proceedings.” Id.
The PTO also observed that “[t]he legislative history makes no mention of
discovery, and consistently expresses a concern for providing a low-cost, efficient
alternative to litigation.” JA1593. Since the statute was enacted, “the public and
the Office [have] understood that discovery was not available in inter partes reexamination, and that additional legislation would be required to provide for such
discovery.” JA1594. The 2011 amendments creating a new “inter partes review”
procedure “confirm[ ] that Congress intended to provide discovery [in those new
proceedings] where none had previously been available.” Id. Because those
amendments sharply limit discovery in the new proceedings, moreover, “[t]he
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anomalous result of patent owner’s argument would be that because the inter
partes reexamination statute failed to provide for discovery, more discovery would
be available under inter partes reexamination” than in future proceedings under the
new statute. JA1595. “That result is plainly contrary to Congress’s intent.” Id.
The PTO also concluded that § 24 did not authorize discovery. Section 24
applies only to “contested cases,” and “an inter partes reexamination proceeding is
not a contested case.” JA1595 & n.2. Third-party requesters, the PTO noted, have
only limited rights to file written comments and appeal decisions. JA1591-92.
“Such is the extent of third party participation in an inter partes reexamination
proceeding . . . .” JA1592 (emphasis omitted). That interpretation was “confirmed
by the Office’s promulgation of rules specifically governing discovery for interferences, while none were drafted for inter partes reexamination proceedings.”
JA1595. Accordingly, “35 U.S.C. 24 is not applicable to inter partes reexamination proceedings.” Id.4
C.

Judge Anderson’s Order Quashing the Subpoenas

On December 19, 2011, Judge Anderson granted Abbott’s motion to quash.
JA1. The PTO’s decision, he stated, “while not binding, [was] certainly persua-

4

Cordis sought review of the PTO’s decisions by filing another APA action in the
Eastern District of Virginia. JA1728-35. The court stayed that suit pending the
outcome of this appeal. JA1770-71.
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sive.” JA20. “But even absent that,” he “had come pretty much to the same conclusion.” Id.
Section 314(a), he explained, provides that “the reexamination should be
conducted in accordance with the procedures established for initial examination
under 132 and 133.” JA20. And “with only very limited, . . . little things around
the edges, . . . that certainly is interpreted to read that you are not going to have
discovery in those type [of ] proceedings.” Id.
Judge Anderson also agreed that an inter partes reexamination is not a “contested case.” JA20-21. While “parties sit on other sides of the table and . . . there
is the ability to respond to information,” he concluded that, “in the context of the
PTO,” a contested case is “significantly more than that.” JA21.
Judge Anderson further noted that Cordis had failed to obtain PTO permission to serve the subpoenas. JA21. And he expressed significant concern that
Cordis’s subpoenas would expose Abbott’s confidential documents to the public.
Id. But given his ruling that the inter partes reexamination statute did not permit
discovery, he found it unnecessary to decide whether the subpoenas should also be
quashed for threatening to publicize Abbott’s confidential information. Id.
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Judge Hilton’s Order Affirming

Cordis sought review before the district court under Federal Rule of Civil
Procedure 72(a). On January 19, 2012, Judge Hilton affirmed the ruling “based on
the sound reasoning of the Magistrate Judge.” JA24. Cordis now appeals.
SUMMARY OF ARGUMENT
In yet another effort to circumvent its agreed-upon protective orders, Cordis
seeks to import disruptive discovery into PTO proceedings where no one has ever
before thought it available. Cordis cannot cite a single inter partes reexamination
where discovery has ever been allowed. It cannot do so because the statute is
clear: Congress refused to permit discovery.
I.

Far from authorizing discovery, the inter partes reexamination statute

forecloses it. Section 314(a) states that, “[e]xcept as otherwise provided in this
section, reexamination shall be conducted according to the procedures established
for initial examination under the provisions of sections 132 and 133.” 35 U.S.C.
§ 314(a). Those initial examination procedures do not include discovery. And
nothing “otherwise provided in this section” (i.e., § 314) prescribes any departure
from that approach. To the contrary, §§ 314(b) and (c) confirm Congress’s intent.
Those provisions impose strict deadlines on inter partes reexaminations and require them to be conducted with “special dispatch,” consistent with Congress’s in-
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tent to create a faster, cheaper alternative to litigation. Id. §§ 314(b), (c). As the
PTO has recognized, injecting discovery would thwart those mandates.
Cordis’s contrary position flouts the universal understanding of the statute.
In 2004, the PTO reported to Congress that “the lack of such procedural mechanisms as discovery and cross-examination” in inter partes reexaminations had “apparently resulted in challengers being unwilling to invoke” that process. JA127.
Congress responded in September 2011 by replacing inter partes reexamination
with a new procedure named “inter partes review.” Unlike current law, that new
procedure will permit discovery, subject to strict statutory limitations and PTO
oversight. But Congress specifically refused to apply those new discovery procedures to pending cases. Cordis ignores those limitations and treats Congress’s decision to change the law as if the law had always been that way.
II.

Cordis asserts that inter partes reexaminations are “contested cases”

within the meaning of 35 U.S.C. § 24, a provision that empowers district court
clerks to assist the PTO by issuing subpoenas. But inter partes reexaminations are
not “contested cases.” That phrase is a term of art that has long been understood to
refer to proceedings that bear the hallmarks of traditional civil litigation. Inter
partes reexaminations look nothing like litigation. The third-party requester has
only limited rights to participate. And the proceedings are heard, not by adminis-
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trative patent judges, but by lay staff examiners who lack the legal skills and training to manage discovery.
In any event, Congress specifically foreclosed discovery in the inter partes
reexamination statute itself. Cordis cannot rely on the 150-year-old generic subpoena authority in § 24 to revise Congress’s design.
III.

As the court below recognized, even a de novo construction of the

statute forecloses discovery. Here, however, the PTO authoritatively resolved the
issue when it denied Cordis’s discovery petitions. Those decisions are entitled to
deference under Chevron, U.S.A., Inc. v. Natural Resources Defense Council, Inc.,
467 U.S. 837 (1984). Congress delegated authority to the PTO to interpret the
statutes governing its procedures, and the PTO rendered its decisions through a
formal adjudicative process.
At a minimum, the PTO’s decisions are entitled to substantial deference under Skidmore v. Swift & Co., 323 U.S. 134 (1944). The PTO’s decisions were thoroughly reasoned and issued after full briefing. They concern a subject matter at the
core of the PTO’s expertise. And contrary to Cordis’s claim, the decisions are
fully consistent with the PTO’s previously expressed views.
IV.

Constitutional avoidance principles do not justify a contrary result.

Courts have uniformly rejected the argument that there is a due process right to
discovery in administrative proceedings. And the three factors of Mathews v. El-
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dridge, 424 U.S. 319 (1976), confirm there is no such right. Even if there were,
the statute is unambiguous, so constitutional avoidance principles are irrelevant.
V.

Cordis’s subpoenas should also be quashed on other grounds. Cordis

failed to obtain the necessary PTO authorization before serving them. The subpoenas threaten to publicize Abbott’s confidential documents. And they are vexatious and untimely. Those defects independently justify the decision below.
ARGUMENT
I.

STANDARD OF REVIEW
Cordis asserts that this case involves legal questions that are reviewed de

novo. See Cordis Br. 22 (citing AstraZeneca Pharms. LP v. Apotex Corp., 669
F.3d 1370, 1376 (Fed. Cir. 2012)). But the PTO issued authoritative constructions
of the relevant statutes in its decisions denying Cordis’s petitions for discovery.
JA1590-1604. Those agency interpretations are an independent basis for affirming
the decision below, and they are entitled to Chevron deference. See Cooper Techs.
Co. v. Dudas, 536 F.3d 1330, 1336-37 (Fed. Cir. 2008).
II.

SECTION 314 OF THE PATENT ACT PROHIBITS DISCOVERY IN
INTER PARTES REEXAMINATIONS
Cordis organizes its brief around its assertion that discovery should be per-

mitted in inter partes reexaminations because they are “contested cases” within the
meaning of 35 U.S.C. § 24—a statute enacted over 150 years ago, long before inter
partes reexaminations even existed. Cordis Br. 22-37. But Cordis skips over an
24
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even more basic question: whether Congress spoke directly to the issue when it
enacted the inter partes reexamination statute itself. Congress did just that. In
§ 314(a), it directed that inter partes reexaminations follow initial examination
procedures except as otherwise provided—procedures that do not include discovery. For that reason, the court below and the PTO properly construed the statute to
mean what everyone in the patent bar has long understood: Discovery simply is
not permitted.
A.

Section 314(a) Expressly Requires Inter Partes Reexaminations To
Be Conducted According to Initial Examination Procedures

Section 314(a) of the inter partes reexamination statute explicitly directs
that, “[e]xcept as otherwise provided in this section, reexamination shall be conducted according to the procedures established for initial examination under the
provisions of sections 132 and 133.” 35 U.S.C. § 314(a) (emphasis added). Congress thus intentionally modeled inter partes reexaminations on initial examination
procedures. “Reexamination proceedings are intended to have the same focus as
original prosecution and are procedurally similar.” In re NTP, Inc., 654 F.3d 1268,
1276 (Fed. Cir. 2011) (citations omitted); see also Callaway Golf Co. v. Kappos,
802 F. Supp. 2d 678, 687 (E.D. Va. 2011) (“[I]t is clear that [an] inter partes reexamination is not a judicial proceeding” because “[t]he statute[ ] creating . . . inter
partes reexaminations state[s] that the reexaminations must ‘be conducted according to the procedures established for initial examination.’ ”).
25
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The “procedures established for initial examination under the provisions of
sections 132 and 133” do not allow discovery. See 35 U.S.C. §§ 132-133; 37
C.F.R. §§ 1.104 et seq. As the PTO made clear in denying Cordis’s petitions, “35
U.S.C. 132 and 133, which govern initial examination, do not provide for a discovery practice.” JA1592. Because discovery is not one of the “procedures established for initial examination,” it also is not available in inter partes reexaminations under § 314(a).
Section 314(a) contains an exception permitting deviations from initial examination procedure where “otherwise provided in this section” (i.e., in § 314). 35
U.S.C. § 314(a) (emphasis added). But nothing “otherwise provided” in § 314 authorizes discovery in inter partes reexaminations. To the contrary, § 314 authorizes only one carefully circumscribed departure from ex parte practice: It allows
the third-party requester to submit written comments. Id. § 314(b). Because discovery is neither permitted under “the procedures established for initial examination” nor “otherwise provided in [§ 314],” § 314(a) unambiguously bars it in inter
partes reexaminations.
B.

Section 314’s Strict Deadlines and “Special Dispatch”
Requirement Confirm That Inter Partes Reexaminations
Do Not Allow for Discovery

Section 314’s other provisions confirm that Congress did not intend to permit discovery. Section 314(b) grants third-party requesters limited rights but im-
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poses strict deadlines: The third-party requester has only 30 days to submit written
comments in response to a patent owner’s submissions; that deadline cannot be
extended. 35 U.S.C. § 314(b)(2); 37 C.F.R. § 1.947. Section 314(c) provides that,
absent good cause, inter partes reexaminations must be “conducted with special
dispatch.” 35 U.S.C. § 314(c).
Those provisions implement Congress’s intent to create a faster, less costly
alternative to litigation. One of the “principal benefits” Congress sought to achieve
was to “[r]esolve patent validity disputes more quickly and less expensively than
litigation.” 145 Cong. Rec. H6944 (Aug. 3, 1999) (Rep. Rohrabacher) (JA101).
Congress wanted to avoid a process “resembling courtroom proceedings” and to
“protect against the needless wasting of dollars.” Id. It sought “to reduce expensive patent litigation.” 145 Cong. Rec. E1789-90 (Aug. 5, 1999) (Rep. Coble)
(JA110-11).
As the PTO observed, discovery cannot be reconciled with those requirements. Section 314(b)’s non-extendable 30-day deadline for comments is wholly
incompatible with discovery: “[I]t would be impracticable, if not impossible, for
the parties to conduct discovery, for the court to resolve any discovery disputes,
and for the third party requester to prepare and submit its written comments within
the thirty-day period set by statute.” JA1592. Congress’s deadline thus renders it
all but impossible for third-party requesters to use discovery to respond to a patent
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owner’s submissions—underscoring that Congress never contemplated any role for
discovery.
Discovery would also thwart § 314(c)’s mandate that inter partes reexaminations be “conducted with special dispatch.” 35 U.S.C. § 314(c). As the PTO
explained, “[a]ny provision for discovery would necessarily prolong proceedings
before the Office.” JA1593. “[T]he statutory requirement for special dispatch
clearly provides evidence that Congress did not contemplate discovery for inter
partes reexamination proceedings.” Id.
Discovery would also impose precisely the costs Congress intended to avoid.
The PTO anticipated that the legal costs of reexamination to third-party requesters
would only be about “$50,000 to $150,000”—far lower than the $5.5 million median cost for significant patent litigation. Compare 65 Fed. Reg. at 76,760 with
JA582-84. Opening the discovery floodgates would cause those costs to skyrocket.
PTO examiners would be inundated with discovery requests, objections, reconsideration motions, and other filings that would transform them into discovery magistrates and mire the examinations in delay (to say nothing of the satellite litigation
in district courts). Those examiners, moreover, are wholly unequipped to fill that
role. Unlike the administrative patent judges who oversee interferences and other
PTO proceedings where discovery is permitted, examiners have technical rather
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than legal backgrounds and lack the experience and expertise to manage discovery.
See supra p. 4.
Patent owners have every incentive to encourage delay. Where a patent undergoing reexamination is also in litigation, an owner faced with adverse findings
in reexamination has a natural incentive to delay the reexamination in the hope that
the litigation will end first and render the reexamination moot. See 35 U.S.C.
§ 317(b). Discovery would thus severely undermine Congress’s mandate that reexamination be a faster, cheaper alternative to litigation.
C.

The 2011 Amendments to the Patent Act Confirm That the Inter
Partes Reexamination Statute Does Not Permit Discovery

Recent revisions to the Patent Act confirm that § 314 does not allow for discovery. Noting that “the lack of such procedural mechanisms as discovery and
cross-examination” was dissuading some challengers from invoking the inter
partes reexamination process, the PTO proposed changes to the law. JA127, 131.
Congress responded by amending the Patent Act to replace “inter partes reexamination” with “inter partes review,” a new procedure that does allow limited discovery. See supra pp. 8-10. As Congress acknowledged, those amendments
changed existing law by allowing discovery where formerly none was permitted.
JA198. Congress, however, refused to apply those new procedures to pending
cases. See Pub. L. No. 112-29, § 6(c)(2)(A), (3)(C), 125 Stat. at 304-05. Cordis’s
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position flouts that design by importing discovery into cases where Congress chose
not to allow it.
Even under the new statute, discovery is sharply limited. Discovery is allowed only pursuant to PTO “standards and procedures.” Id. § 6(a), 125 Stat. at
302 (to be codified at § 316(a)(5)). It is ordinarily limited to “the deposition of
witnesses submitting affidavits or declarations.” Id. Although the PTO can permit
further discovery in the “interest of justice,” that exception applies only in “particular limited situations, such as minor discovery that PTO finds to be routinely
useful, or . . . discovery that is justified by the special circumstances of the case.”
154 Cong. Rec. S9988 (Sept. 27, 2008) (Sen. Kyl) (JA207). The new statute thus
precludes precisely the sort of broad, unapproved document requests Cordis served
here, even in new cases where discovery is allowed.
Cordis’s position turns Congress’s judgment on its head. As the PTO noted,
“[t]he anomalous result of [Cordis’s] argument would be that because the inter
partes reexamination statute failed to provide for discovery, more discovery would
be available under inter partes reexamination” than in future proceedings under the
new statute. JA1595. Cordis ignores the balance Congress struck and treats Congress’s decision to change the law as if the law had always been that way.
Cordis claims the 2011 amendments are irrelevant because they are “ ‘postenactment legislative history.’ ” Cordis Br. 50-51. But the amendments are not
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“legislative history”; Congress amended the statute to add procedures not previously available. Subsequent legislation of that sort is clearly relevant. See Heckler
v. Turner, 470 U.S. 184, 211 (1985) (later amendment “carries . . . considerable
retrospective weight”); Red Lion Broad. Co. v. FCC, 395 U.S. 367, 380-81 (1969)
(“Subsequent legislation declaring the intent of an earlier statute is entitled to great
weight in statutory construction.”). Moreover, even subsequent legislative history
is entitled to some weight, and courts routinely consider it. See, e.g., Gonzales v.
Oregon, 546 U.S. 243, 266 (2006); Barnhart v. Peabody Coal Co., 537 U.S. 149,
165-66 n.10 (2003).
Here, everyone from the PTO to the patent bar—including both Cordis’s
parent company and its outside counsel in this matter—has understood that inter
partes reexaminations do not permit discovery and that the new “inter partes review” process differs from inter partes reexamination precisely because it does
allow for discovery. In 2006, for example, the Chief Patent Counsel for Cordis’s
parent Johnson & Johnson testified before Congress regarding post-grant review.
Because current inter partes reexaminations are “limited proceedings intended
only to evaluate the impact of [prior art patents and publications] on a patent’s validity,” he explained, “discovery is not permitted.” Perspectives on Patents: PostGrant Review Procedures and Other Litigation Reforms: Hearing Before the Subcomm. on Intellectual Property of the S. Comm. on the Judiciary, S. Hrg. No. 109-
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929, at 57-58, 61 (May 23, 2006) (statement of Philip S. Johnson) (JA2084-86,
2089) (emphasis added). Cordis’s outside counsel in this matter likewise observed
in a recent article that inter partes review “will differ significantly from current
inter partes re-examination proceedings” because it “will feature discovery between the parties . . . in contrast to the current inter partes re-examination system.”
David R. Bailey, Joseph Lucci & William F. Smith, Woodcock Washburn LLP, A
Guide to Inter Partes Review, Law360, Aug. 10, 2012 (JA2094, 2097). The fact
that Members of Congress also shared (and amended the statute based on) that understanding is further evidence that everyone was right.
D.

Cordis’s Contrary Arguments Are Unpersuasive

Cordis offers three reasons for disregarding § 314’s clear mandate. But none
of them has merit.
1.

Section 314(a) Does Not “Say Nothing” About Discovery

Cordis first insists that § 314(a) does not prohibit discovery because §§ 132
and 133 “say nothing” about whether discovery is allowed in initial examinations.
Cordis Br. 43-44. According to Cordis, those provisions merely address discrete
matters such as fees and deadlines. Id. at 44.
Section 314(a), however, clearly states that inter partes reexaminations must
be “conducted according to the procedures established for initial examination under the provisions of sections 132 and 133.” 35 U.S.C. § 314(a) (emphasis added).
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Initial examination “procedures” do not include discovery. It does not matter
whether that absence of discovery results from the explicit text of §§ 132 and 133,
from the interaction of those provisions with 35 U.S.C. § 24, or from the PTO’s
established regulations and practices, 37 C.F.R. §§ 1.104 et seq. Discovery simply
is not among the “procedures established for initial examination[s]” under §§ 132
and 133, and it therefore is not allowed in inter partes reexaminations either.
The PTO made that clear in its petition decisions: “35 U.S.C. 132 and 133,
which govern initial examination, do not provide for a discovery practice.”
JA1592. “ ‘[T]he intent of reexamination is to start over and reexamine the patent
and examine new and amended claims as they would have been examined in the
original application of the patent.’ ” Id. (quoting 65 Fed. Reg. at 76,763). Allowing discovery in inter partes reexaminations would transform those proceedings
into something that bears no resemblance to initial examinations.
2.

Public Use Proceedings Do Not Prove That Section 314(a)
Allows Discovery

Cordis also insists that § 314(a)’s reference to initial examination procedures
cannot exclude discovery because “some initial examinations do become contested
cases” that permit discovery—namely, “public use” proceedings. Cordis Br. 4445. But Cordis errs in asserting that discovery is available in such proceedings.
Cordis does not cite a single case where discovery has been allowed in a
public use proceeding. Neither PTO regulations nor the Manual of Patent Examin33
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ing Procedure (“MPEP”) contains any reference to discovery in such proceedings
or states that they are “contested cases” for which one can obtain a subpoena under
§ 24. See 37 C.F.R. § 1.292; MPEP §§ 720.01 et seq. (8th ed., 6th rev., July 2007)
(JA1437-40). To the contrary, the PTO has stated that “[s]uch proceedings are not
to be regarded as a contest between the protestant and the applicant, but as an investigation on behalf of the public by the Patent Office.” Ex parte Kephart, 1903
Dec. Comm’r Pat. 137, 137-38 (JA1442-43) (emphasis added); see also Am. Bell
Tel. Co. v. United States, 68 F. 542, 562 (1st Cir. 1895) (public use proceeding
“not . . . strictly an adversary proceeding”).5
To be sure, the regulation governing public use proceedings directs the responsible official to “set[ ] . . . times for taking testimony, which shall be taken as
provided by part 41, subpart D,” the subpart governing contested cases. 37 C.F.R.
§ 1.292(a). But that does not mean public use proceedings are contested cases, or
that the full range of contested case procedures such as discovery is available. It
simply means that, in one respect—taking testimony—the official should follow
the procedures used in contested cases. If public use proceedings actually were
“contested cases,” the PTO would have made available the entire range of subpart

5

Contrary to Cordis’s assertion (Cordis Br. 52), the PTO never conceded that public use proceedings are “contested cases.” It merely described that claim as “conceivabl[e].” JA469.
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D procedures—motions, oral argument, discovery, and so forth, 37 C.F.R.
§§ 41.100-.158—not just those governing witness testimony.
Even if public use proceedings did allow discovery, that would shed no light
on whether Congress meant to make discovery available in inter partes reexaminations. Public use proceedings address only one narrow issue—whether there were
disqualifying “public use[s]” or offers for “sale.” 37 C.F.R. § 1.292(a). That issue
is statutorily excluded from inter partes reexaminations, which concern only prior
art “patents or printed publications.” 35 U.S.C. §§ 301, 311. Surely Congress did
not mean to exclude public use issues from inter partes reexaminations but to import whatever discovery was allowed in public use proceedings for some other unspecified end.
Under the PTO’s regulations, moreover, public use proceedings are considered distinct proceedings from the underlying initial examination. See 37 C.F.R.
§ 1.292(a) (requiring the Director to “determine whether a public use proceeding
should be instituted”). For that reason too, they are not part of the “initial examination” procedures cross-referenced in § 314(a). Finally, public use proceedings
occur approximately three times per year on average out of the hundreds of thousands of patent applications filed. JA1445-52. Congress could not have had those
obscure proceedings in mind when it directed inter partes reexaminations to follow
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initial examination practice. Rather, Congress was plainly referring to the procedures followed in the mine run of cases, which do not include discovery.
3.

The Canon Against Implied Repeals Does Not Justify
Disregarding Section 314’s Clear Mandate

Cordis insists that § 314’s strictures are irrelevant because inter partes reexaminations are “contested cases” under § 24. According to Cordis, interpreting
§ 314 to limit subpoena authority under § 24 would result in an impermissible “implied repeal” of that earlier statute. Cordis Br. 45-47. That claim too lacks merit.
As Cordis acknowledges, “ ‘when two statutes are capable of coexistence, it
is the duty of the courts . . . to regard each as effective.’ ” Cordis Br. 45 (quoting
Radzanower v. Touche Ross & Co., 426 U.S. 148, 155 (1976)). Far from honoring
that principle, Cordis disregards it. Cordis construes § 24 to contradict § 314(a)’s
clear directive by requiring a deviation from initial examination procedures—
discovery—that is not set forth in § 314 itself. And by construing § 24 to import
impractical, costly, and delay-inducing discovery, Cordis places that provision at
war with Congress’s intent to make inter partes reexaminations a streamlined alternative to litigation. That conflict is wholly unnecessary. As explained below,
§ 24 and § 314 are entirely consistent because—as the PTO has determined—
§ 24’s reference to “contested cases” does not encompass inter partes reexaminations. See infra pp. 38-47.
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Even if a conflict were inevitable, it would have to be resolved in favor of
§ 314, not § 24. “A basic tenet of statutory construction is that a specific statute
takes precedence over a more general one.” Arzio v. Shinseki, 602 F.3d 1343, 1347
(Fed. Cir. 2010); see also RadLAX Gateway Hotel, LLC v. Amalgamated Bank, 132
S. Ct. 2065, 2070-72 (2012). Here, Congress’s more recent, specific determination
in § 314 about how inter partes reexaminations must be conducted takes precedence over § 24’s generic mechanism for obtaining discovery for use in a broad
array of PTO proceedings. Cordis cannot rely on the 150-year-old generic subpoena authority in § 24 to overcome § 314’s clear mandates.
The canon against implied repeals does not dictate otherwise. A later-intime specific statute governs over an earlier-in-time general one, notwithstanding
the canon against implied repeals. See Strawser v. Atkins, 290 F.3d 720, 732-33
(4th Cir. 2002) (despite the canon against “repeals by implication,” “ ‘[i]t is a wellsettled principle of construction that specific terms covering the given subject matter will prevail over general language of the same or another statute which might
otherwise prove controlling’ ”). In such cases, Congress is not implicitly “repealing” the earlier statute but merely prescribing particular procedures for a specific
context. Adhering to those mandates respects Congress’s design. For that reason,
even if there were a conflict between the two provisions—and there is not—
§ 314’s more specific directive would prevail.

37

Case:
Case: 12-1244
12-1244

III.

Document:
Document: 22
23

Page:
Page: 50
50

Filed:
Filed: 08/17/2012
08/17/2012

(157 of 264)

SECTION 24 DOES NOT AUTHORIZE DISCOVERY IN INTER
PARTES REEXAMINATIONS
Relegating any discussion of the inter partes reexamination statute to an af-

terthought, Cordis invokes the 150-year-old subpoena power in § 24. Inter partes
reexaminations, Cordis insists, are “contested cases” within the meaning of that
provision. But Cordis’s attempts to shoehorn the proceedings into that category
ignore the long-established meaning of that term as well as the dramatic differences between inter partes reexaminations and true “contested cases.”
A.

“Contested Cases” Are Proceedings That Bear the Hallmarks of
Traditional Civil Litigation

Cordis interprets § 24 based on what it describes as the “plain and ordinary
meaning” of the term “contested.” Cordis Br. 23. Surveying dictionary definitions
and legal usages from unrelated contexts, it asserts that a case is “contested” whenever “one party . . . challenges a particular position . . . adopted by another party.”
Id. at 23-24. But Cordis fails to recognize that Congress was using a term of art
with a settled meaning. When Congress uses a term of art, courts presume “Congress intended it to have its established meaning.”

McDermott Int’l, Inc. v.

Wilander, 498 U.S. 337, 342 (1991). The proper inquiry, therefore, is not whether
inter partes reexaminations are “contested” according to a general-purpose dictionary definition, but whether they are “contested cases” within the traditional legal sense of that term.
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As Cordis repeatedly admitted below, the historical backdrop of § 24 shows
that “Congress equated ‘contested cases’ before the Patent Office with traditional
litigation.” JA637, 1656 (emphasis added). Congress “extended the subpoena
power to adversarial proceedings . . . that bore the hallmarks of traditional civil
litigation.” Id. (emphasis added). For example, in the 1860 legislative history
Cordis cites (Cordis Br. 29-30), § 24’s sponsor repeatedly drew a connection between “contested cases” and litigation. See Cong. Globe, 36th Cong., 1st Sess.
1731 (1860) (Sen. Bigler) (JA2099-100) (urging that the absence of subpoena authority in contested cases had “throw[n] unnecessary expense on the litigants” and
that “[l]itigation of a very important character, everybody knows, grows out of the
affairs connected with this office” (emphasis added)). Thus, the correct inquiry is
not whether inter partes reexaminations involve an additional party with limited
rights. The question is whether they bear sufficient “hallmarks of traditional civil
litigation” to make them “contested cases” in the legal sense of the term.
That Congress was using “contested case” as a term of art is apparent from
the fact that Cordis’s dictionary definition would sweep in cases no one has ever
thought covered by § 24. For example, ex parte reexaminations, no less than inter
partes reexaminations, normally stem from a third-party requester’s written submission contending that a patent is invalid. See 35 U.S.C. § 302. The third-party
requester can include expert testimony with that submission, see MPEP § 2217(II)
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(8th ed., 7th rev., July 2008) (JA2101, 2106), and can seek review of a decision
refusing to institute a reexamination, 37 C.F.R. § 1.515(c). Thus, proceedings to
institute ex parte reexaminations, just like inter partes reexaminations, involve
“one party . . . challeng[ing] a particular position . . . adopted by another party.”
Cordis Br. 23-24. Yet not even Cordis claims that an ex parte reexamination is a
“contested case.” That is because a “contested case” requires something more than
an adverse party—it is a proceeding with the hallmarks of traditional litigation.
B.

Inter Partes Reexaminations Do Not Bear the Hallmarks of
Traditional Civil Litigation

Because inter partes reexaminations lack any hallmarks of traditional civil
litigation, they are not “contested cases” within the settled meaning of that term.
Neither the statute nor the PTO’s rules allow parties to file motions, compel testimony, compel document production, take depositions, cross-examine witnesses, or
seek discovery. See 35 U.S.C. §§ 314-315; 37 C.F.R. §§ 1.902 et seq. Parties cannot even appear in person before the examiner. 37 C.F.R. § 1.955. Instead, § 314
sets forth only a solitary means for a third-party requester to participate: written
comments. 35 U.S.C. § 314(b).
Moreover, Congress assigned inter partes reexaminations to PTO staff examiners rather than quasi-judicial officers like administrative patent judges. See 35
U.S.C. § 314(a); 37 C.F.R. §§ 1.104, 1.937(b). Those staff examiners have technical rather than legal backgrounds; they have neither the training nor the expertise
40

Case:
Case: 12-1244
12-1244

Document:
Document: 22
23

Page:
Page: 53
53

Filed:
Filed: 08/17/2012
08/17/2012

(160 of 264)

to manage hearings, testimony, evidentiary disputes, or discovery. See supra p. 4.6
In short, “it is clear that [an] inter partes reexamination is not a judicial proceeding.” Callaway, 802 F. Supp. 2d at 687. As Judge Anderson recognized below,
although “parties sit on other sides of the table” and “there is the ability to respond
to information,” “a contested case in the context of the PTO is significantly more
than that.” JA21.
The September 2011 amendments underscore that point. By those amendments, Congress sought to “convert[ ] inter partes reexamination from an examinational to an adjudicative proceeding.” H.R. Rep. No. 112-98, at 46 (2011) (JA19698). To accomplish that change, Congress reassigned the proceedings from examiners to administrative patent judges—quasi-judicial officers with the training and
experience to manage discovery. See Pub. L. No. 112-29, § 6(a), 125 Stat. at 303
(to be codified at § 316(c)). Congress also provided for new litigation-style procedures such as oral testimony, protective orders, and sanctions. Id. § 6(a), 125 Stat.

6

Cordis asserts that examiners are fully capable of handling discovery because
they already oversee public use proceedings. Cordis Br. 52-53. But public use
proceedings do not involve discovery; they merely borrow one aspect of contested
case procedure for witness testimony. See supra pp. 33-36. The proceedings also
occur approximately three times per year on average. JA1445-52. Those exceptional proceedings do not prove that examiners could manage full-blown discovery
in the many hundreds of pending reexaminations, with all the objections, motions
practice, and other disputes that full-blown discovery entails.
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at 302 (to be codified at § 316(a)(6), (7), (10)). Even then, Congress allowed for
only narrow discovery. See supra pp. 9-10.
Finally, Cordis’s view defies the practical understanding of the PTO and the
patent bar alike. Cordis cannot cite a single instance where anyone else has ever
sought discovery in an inter partes reexamination on the theory that it was a “contested case.” That is because the universal understanding is to the contrary. Inter
partes reexaminations are not “contested cases” and thus do not permit discovery.
C.

True “Contested Cases” Bear No Resemblance to Inter Partes
Reexaminations

A comparison of inter partes reexaminations to proceedings traditionally
deemed “contested cases” underscores how little resemblance the two bear.
The paradigmatic “contested case,” for example, is the interference. See 37
C.F.R. § 41.200. Parties in interferences can file motions, id. § 41.121; seek discovery, id. § 41.150; compel testimony, id. § 41.156; compel document production, id.; take depositions, id. § 41.157(c); and cross-examine witnesses, id.
§ 41.157(c)(2); see id. § 41.200(a). Admissibility of evidence is governed by the
Federal Rules of Evidence. Id. § 41.152. And the proceedings are heard by the
administrative patent judges of the Board of Patent Appeals and Interferences—
quasi-judicial officers with the training and experience to manage discovery. 35
U.S.C. §§ 6(a), 135(a). Indeed, an interference may be brought in district court
instead of the PTO. See 35 U.S.C. § 291; Slip Track Sys., Inc. v. Metal-Lite, Inc.,
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304 F.3d 1256, 1263 (Fed. Cir. 2002). Interferences do not merely involve “adverse parties present[ing] . . . competing views.” Cordis Br. 31. They are fullblown quasi-judicial proceedings with all the traditional trappings of litigation.
Contested trademark cases are likewise formal proceedings bearing traditional hallmarks of litigation. Parties can file motions, 37 C.F.R. § 2.127, and take
depositions, id. § 2.124. There are detailed provisions addressing discovery. Id.
§ 2.120. Cases are governed by the Federal Rules of Civil Procedure. Id. § 2.116.
And they are heard by the administrative law judges of the Trademark Trial and
Appeal Board. 15 U.S.C. § 1067(a)-(b).
PTO disciplinary proceedings are similarly heard by officers “admitted to
practice law [with] suitable experience and training conducting hearings”; regulations expressly direct that they are to be “regarded as a contested case.” 37 C.F.R.
§§ 11.38, 11.39(b)(4). And patent extension proceedings were likewise normally
conducted before quasi-judicial officers. See JA393 n.9, 436 n.1. All those proceedings are bona fide contested cases bearing true hallmarks of litigation. Inter
partes reexaminations are not.
Cordis insists that the foregoing litigation-style procedures are irrelevant because many of them are prescribed by PTO rules rather than by statute. Cordis Br.
51-52. But the relevant question is whether a proceeding resembles traditional
civil litigation—it does not matter whether that resemblance derives from statute or
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rule. See supra pp. 38-40. If the inter partes reexamination statute authorized the
PTO to import litigation-style procedures into the proceedings, and if the PTO had
exercised that authority by rule, this might be a different case. But the inter partes
reexamination statute precludes discovery, and the PTO has done nothing to depart
from that statutory mandate.
D.

Cordis’s Contrary Arguments Do Not Prove That Inter Partes
Reexaminations Are “Contested Cases”

Cordis’s contrary arguments rest largely on dictionary definitions and authorities from unrelated contexts that happen to use the word “contested” when describing a proceeding. Cordis Br. 23-24, 36-37. For example, its lead case—
Morgan v. United States, 304 U.S. 1 (1938)—involved ratemaking under the Packers and Stockyards Act of 1921. Id. at 13. Such far-flung examples shed no light
on the meaning of “contested cases” in § 24. “Contested case” is a term of art in
the patent and trademark context that has accumulated a distinct meaning over the
past 150 years. See supra pp. 38-40. It is that settled history that governs here.
Nor does Cordis gain any ground with its analysis of other PTO proceedings.
Cordis Br. 24-25, 29-36. Bell v. Gray merely held that, in the context of a preliminary interference, the adverse party’s presence made the dispute a contested
case. See 1879 Dec. Comm’r Pat. 42, 44 (JA1777, 1779). An interference is not a
contested case merely because another party is present—a rule that would apply
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even to ex parte reexaminations. See supra pp. 39-40. Rather, it is a contested
case because it bears the hallmarks of traditional civil litigation.
Pointing to extension proceedings and interferences, Cordis claims they
share the “crucial feature that makes them ‘contested cases’: the presence of an
adverse party with the ability to present a different side of the case.” Cordis Br.
30. An adverse party is certainly necessary to make a proceeding a “contested
case.” But it is not sufficient. The term has long been understood to require something more—namely, formal adjudicative procedures bearing the hallmarks of traditional litigation. All the “contested cases” Cordis identifies share that crucial feature—a feature entirely absent here. See supra pp. 42-44.7
Cordis’s survey of “contested” proceedings from unrelated fields undermines its case. For example, Cordis invokes the Nuclear Regulatory Commission’s definition of “contested proceeding,” but that definition includes even cases
where an applicant is adverse to the agency. See 10 C.F.R. § 2.4 (“[c]ontested

7

Cordis points to public use proceedings and the decision in Ex Parte von HeffnerAlteneck, 1883 Dec. Comm’r Pat 139 (D.C. Sup. Ct. 1882) (JA1789), which held
that “justice” requires an opportunity to cross-examine witnesses in such proceedings. Id. at 140. As already explained, public use proceedings are not contested
cases. See supra pp. 33-36. The fact that parties may have a right to crossexamine does not imply they also have a right to invoke the full range of contested
case procedures such as discovery. Likewise, 60-year-old regulations referring to
“contested or inter partes proceedings” (Cordis Br. 33) and a 50-year-old committee print describing certain contested cases as the PTO’s “inter partes work” (id. at
35) do not prove that all inter partes proceedings are “contested cases.”
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proceeding[s]” include those “in which there is a controversy between the NRC
staff and the applicant” (emphasis added)). No one claims the term extends so far
here. Cordis’s examples thus confirm that “contested case” is a term of art whose
meaning depends on context.
E.

The PTO’s Implementation of the Inter Partes Reexamination
Statute Did Not Transform Those Proceedings into
“Contested Cases”

Cordis urges that, even if the inter partes reexamination statute does not
make the proceedings “contested cases,” the PTO’s implementation does. Cordis
Br. 53-62. But Cordis’s argument is essentially a catalogue of gripes about the
proceedings, none of which bears any relation to whether they are “contested.”
Cordis points to the high fees charged to requesters like Abbott. Cordis Br.
54. But the filing fee the agency charges cannot make any difference to whether a
proceeding is a “contested case.” The same is true of Cordis’s complaint about a
supposedly asymmetric duty of disclosure. Cordis Br. 54-55. Patent owners owe a
duty of candor because they received valuable property rights from the agency;
third-party requesters are not similarly situated. Regardless, the particular duty of
disclosure has nothing to do with whether proceedings are “contested cases.”
Cordis points out that third-party requesters can submit expert reports.
Cordis Br. 55-56. But the same is true in ex parte reexaminations. See MPEP
§ 2217(II) (8th ed., 7th rev., July 2008) (JA2101, 2106). And while Cordis cites
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the prohibition on examiner interviews and ex parte contacts, Cordis Br. 56-58, it
is hard to see how limitations on the means by which the parties may present their
opposing views could make the proceeding more “contested.”
Cordis essentially invites the Court to identify putative shortcomings in inter
partes reexamination procedure and then impose discovery as some sort of roughjustice effort to counterbalance those supposed flaws. That is not this Court’s role.
If inter partes reexamination procedure could be improved, Congress or the PTO
are more than up to the task. Indeed, Congress has done precisely that—not by
retroactively amending the statute, but by creating new procedures to govern future
cases before administrative patent judges. Here, the only question is whether inter
partes reexaminations are “contested cases” (assuming that § 314 does not prohibit
discovery regardless). For all the reasons above, they are not.
IV.

THE PTO’S DECISIONS ARE ENTITLED TO DEFERENCE AND
CONFIRM THAT DISCOVERY IS NOT PERMITTED
Judge Anderson properly ruled that, even construing the statute de novo, in-

ter partes reexaminations do not permit discovery. JA20. But even if there could
be reasonable disagreement over that point (and there cannot), the PTO’s authoritative construction in its rulings denying Cordis’s discovery petitions would foreclose Cordis’s position. JA1590-1604. On matters of procedure, this Court must
uphold the PTO’s construction unless it is contrary to the unambiguously expressed will of Congress. Cordis does not come close to making that showing.
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The PTO’s Decisions Are Entitled to Chevron Deference

Under Chevron, U.S.A., Inc. v. Natural Resources Defense Council, Inc.,
467 U.S. 837 (1984), an agency’s interpretation is entitled to deference where Congress has delegated authority to the agency to interpret the statute and the agency
acts through formal administrative procedures. See id. at 844-46; United States v.
Mead Corp., 533 U.S. 218, 229-30 (2001). Those requirements are met here.
Congress delegated to the PTO authority to interpret the statutes governing
its procedures. See 35 U.S.C. §§ 2(b)(2), 23; Cooper Techs. Co. v. Dudas, 536
F.3d 1330, 1336-37 (Fed. Cir. 2008); cf. Merck & Co. v. Kessler, 80 F.3d 1543,
1549-50 (Fed. Cir. 1996). And the PTO issued its decisions construing the inter
partes reexamination statute under Rule 1.182, a mechanism it established pursuant to that statutory authority. See 37 C.F.R. § 1.182. The PTO’s decisions represent the agency’s authoritative construction reached through a formal adjudicative
process. See JA1590-1604. Accordingly, Chevron deference applies.8
Cordis asserts that the PTO decisions reflect “an informal process resulting
in an order issued by a lower-level agency official [that] is strikingly similar to the
process at issue in Mead, where the Court held no Chevron deference was war8

That this case arises out of a motion to quash rather than on direct review of the
PTO’s denials of Cordis’s petitions is irrelevant. The PTO’s statutory interpretations are entitled to deference regardless. See, e.g., Smiley v. Citibank (S.D.), N.A.,
517 U.S. 735, 739-44 (1996) (deferring to an agency regulation even though it was
issued in a separate proceeding after the decision under review).
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ranted.” Cordis Br. 47. But there is nothing “informal” about what the PTO did.
The PTO issued thoroughly reasoned decisions after an adjudicative process with
full briefing by interested participants. JA538-44, 547-53, 1611-26, 1630-45. The
decisions were not issued by a lower-level functionary, but by the PTO’s Director
of the Office of Patent Legal Administration, exercising authority delegated by the
PTO Director. JA1596, 1604; see 37 C.F.R. § 1.181(g); MPEP § 1002.02(b) ¶ 20
(8th ed., 2d rev., May 2004) (JA2107, 2109). The decisions on their face state that
they represent “final agency action under 5 U.S.C. § 704,” confirming they are the
agency’s authoritative view. JA1596, 1603. Those formal decisions bear no resemblance to the customs rulings in Mead, which were “churned out at a rate of
10,000 a year at an agency’s 46 scattered offices.” 533 U.S. at 233.
Under Chevron, the agency’s interpretation must be upheld so long as it is
not contrary to Congress’s clearly expressed intent and is a reasonable construction
of the statute. See 467 U.S. at 842-43; Mead, 533 U.S. at 229. Cordis does not
come close to overcoming that standard here. Far from being contrary to the unambiguously expressed intent of Congress, the PTO’s interpretation represents the
most natural—indeed, the only permissible—construction of §§ 314 and 24. Nor
is the interpretation unreasonable. Prohibiting discovery in inter partes reexaminations is faithful to Congress’s design and consistent with how inter partes reexaminations have been conducted for more than a decade.
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At a Minimum, the PTO’s Decisions Are Entitled to Substantial
Skidmore Deference

At the very least, the PTO’s decisions are entitled to substantial deference
under Skidmore v. Swift & Co., 323 U.S. 134 (1944). See Bayer AG v. Carlsbad
Tech., Inc., 298 F.3d 1377, 1381 (Fed. Cir. 2002). Under Skidmore, a decision that
does not qualify for Chevron deference still merits deference according to “the degree of the agency’s care, its consistency, formality, and relative expertness, and to
the persuasiveness of the agency’s position.” Mead, 533 U.S. at 228 (footnotes
omitted). Where those factors favor deference, the agency’s decision is entitled to
“great respect.” Id. All those factors favor deference here.
The “care” and “formality” of the agency’s decisions speak for themselves.
Far from being “ ‘advanced for the first time in a litigation brief,’ ” Cordis Br. 49,
the PTO’s interpretation was thoroughly reasoned and issued after full briefing.
See supra pp. 48-49. Moreover, the subject matter lies at the core of the agency’s
expertise. This case involves the compatibility between Cordis’s demands for discovery and Congress’s provision of a review scheme with strict deadlines and a
mandate of “special dispatch.” 35 U.S.C. § 314(b)-(c). The PTO, which handles
thousands of examination proceedings of all sorts as well as numerous contested
cases that do involve discovery, is uniquely well positioned to determine whether
discovery is consistent with the restrictions Congress established. Finally, for all
the reasons above, the agency’s interpretation is eminently persuasive.
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Cordis asserts that Skidmore deference should not apply because the PTO
has “denied having any formal opinion on the relevant issue” and “has not been
consistent.” Cordis Br. 49. Both claims are wrong. The PTO’s statement about
having no “formal opinion” was made in May 2011, seven months before the PTO
issued its petition decisions. JA469 n.11. Those decisions are precisely the “formal opinion” the PTO previously lacked.
Nor has the PTO been inconsistent. Cordis points to a stray comment from
the PTO’s 2000 rulemaking that characterized inter partes reexaminations as
“ ‘hotly-contested, adversarial proceedings.’ ” Cordis Br. 48. As the PTO has
made clear, however, “[t]h[at] statement was not an expression of USPTO’s interpretation of the phrase ‘contested case.’ ” JA456. And while Cordis adverts to the
PTO’s 2004 rules stating that inter partes reexaminations are not “contested cases”
and the PTO’s later position that those rules address only appeals, Cordis Br. 4849, the PTO never claimed that discovery was allowed in inter partes reexaminations still before the examiner—only that the 2004 rules did not address that issue,
JA469 n.11. In that same brief, the PTO stated that it found Abbott’s arguments on
that separate question “compelling.” JA469 n.11. And the PTO has now issued
formal opinions confirming that conclusion. JA1590-1604.9

9

In any event, Cordis’s subpoenas are prohibited by the PTO’s 2004 rules. Those
rules clearly state that “[a]n inter partes reexamination proceeding is not a con-
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Because all the Skidmore factors favor deference, the PTO’s petition decisions are entitled to at least “great respect.” Mead, 533 U.S. at 228. The PTO’s
interpretation is a reasonable construction of the statute—indeed, the only supportable one—and should accordingly be upheld.
V.

CONSTITUTIONAL AVOIDANCE PRINCIPLES DO NOT JUSTIFY
DISREGARDING CONGRESS’S PLAIN INTENT
Cordis insists that the term “contested case” should be construed to include

inter partes reexaminations because “a contrary interpretation would raise serious
constitutional issues under the Due Process Clause.” Cordis Br. 37. But Cordis’s
constitutional arguments are meritless and cannot justify rewriting the statute.
A.

Precedent Forecloses Cordis’s Claimed Due Process Right

Cordis’s constitutional claim is foreclosed by precedent. Court after court
has rejected the claim that there is a due process right to discovery in administrative proceedings. See Kelly v. EPA, 203 F.3d 519, 523 (7th Cir. 2000) (“[T]here is
no constitutional right to pretrial discovery in administrative proceedings.”); Kropat v. FAA, 162 F.3d 129, 132-33 (D.C. Cir. 1998) (“ ‘[F]ormal,’ pre-hearing distested case subject to subpart D,” 37 C.F.R. § 41.60, and that “[a]n appeal in an
inter partes reexamination is not a contested case,” id. § 41.2. Cordis admitted in
the APA action that those rules “very clear[ly] . . . preclude parties to inter partes
reexamination procedures from invoking the subpoena mechanism provided by
Congress in 35 U.S.C. § 24.” JA374, 385. Although the PTO’s attorneys took the
position that those particular rules apply only to appeals, JA461-65, Cordis continued to insist that they bar discovery in all stages, urging that the PTO attorneys’
position “ ‘make[s] no sense,’ ” JA479, 495.
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covery . . . [need not] be provided to satisfy procedural due process . . . .”); Silverman v. CFTC, 549 F.2d 28, 33 (7th Cir. 1977) (“There is no basic constitutional
right to pretrial discovery in administrative proceedings.”); NLRB v. Interboro
Contractors, Inc., 432 F.2d 854, 857-58 (2d Cir. 1970) (“It is well settled that parties to judicial or quasi-judicial proceedings are not entitled to pre-trial discovery
as a matter of constitutional right.”); Starr v. Comm’r, 226 F.2d 721, 722 (7th Cir.
1955) (“[I]t has never been held that the Constitution of the United States requires
that discovery procedure be adopted . . . .”). Cordis does not cite a single case to
the contrary.
Instead, Cordis invokes the three-factor balancing test of Mathews v. Eldridge, 424 U.S. 319 (1976). Under that test, a court considers “[f ]irst, the private
interest that will be affected by the official action; second, the risk of an erroneous
deprivation of such interest through the procedures used, and the probable value, if
any, of additional or substitute procedural safeguards; and finally, the Government’s interest, including the function involved and the fiscal and administrative
burdens that the additional or substitute procedural requirement would entail.” Id.
at 335. The inter partes reexamination statute’s bar on discovery satisfies any
plausible balancing of those factors.
With respect to the first factor, the private interest, Cordis does not dispute
that its interest is purely economic. Nonetheless, it urges that “[a]n individual pat-
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ent can be worth hundreds of millions, and even billions, of dollars.” Cordis Br.
39. But courts have traditionally considered the importance of the property interest
to the plaintiff ’s subsistence, not absolute dollar size. Compare Mathews, 424
U.S. at 339-43, with Goldberg v. Kelly, 397 U.S. 254, 263-64 (1970). Cordis and
its Johnson & Johnson family have enormous resources and a huge patent portfolio; Cordis cannot fairly compare itself to the welfare recipients in Goldberg for
whom deprivation meant the difference between survival and starvation.
With respect to the second factor, the risk of erroneous deprivation, Cordis
extols the virtues of subpoenas but ignores the many procedural rights it already
enjoys in inter partes reexaminations. See, e.g., 35 U.S.C. §§ 311(c), 312(b),
314(b), 132(a) (right to notice); 37 C.F.R. § 1.104(a)(2) (right to statement of reasons); 35 U.S.C. § 132(a) & 37 C.F.R. §§ 1.111, .112 (right to respond to PTO actions by submitting argument or evidence); 35 U.S.C. § 314(a) (right to propose
amendments or new claims); id. § 315(a) (right to appeal). Cordis has vigorously
exercised those rights, filing lengthy submissions, including multiple expert declarations. See, e.g., JA827.
Moreover, the subject matter of inter partes reexaminations sharply limits
any benefit of discovery. Reexaminations are restricted to challenges based on
public documents, namely prior art “patents or printed publications.” 35 U.S.C.
§§ 301, 311(a)-(b). The most relevant information, therefore, is typically found on
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the face of the request or in the patent owner’s own files. As Johnson & Johnson’s
Chief Patent Counsel explained to Congress, “discovery is not permitted” in inter
partes reexaminations precisely because they are “limited proceedings intended
only to evaluate the impact of [prior art patents and publications] on a patent’s validity.” JA2089. Patent owners are free to submit expert testimony and other evidence concerning that public prior art. 35 U.S.C. § 132(a); 37 C.F.R. §§ 1.111,
.112. Discovery of confidential internal documents would add little to the procedural arsenal already at the patent owner’s disposal.
Finally, with respect to the third factor, the government’s interest, Cordis
predicts that the administrative burdens will not be “especially heavy” because
“subpoenas under § 24 are already available in a variety of USPTO proceedings.”
Cordis Br. 42. Those other proceedings, however, are fundamentally different.
The PTO has established the appropriate resources and detailed rules to control
discovery in proceedings such as interferences. See 37 C.F.R. § 41.156; see also
37 C.F.R. § 2.120 (contested trademark cases). Those proceedings are overseen by
administrative patent judges who are specially hired to carry out that work and
have the training and experience to manage discovery. See supra pp. 42-44. No
such rules have been promulgated for inter partes reexaminations, and no such
staffing of trained personnel has taken place. Finally, unlike in other proceedings,
patent owners often have an inherent incentive to drag out inter partes reexamina-
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tions. 35 U.S.C. § 317(b). The burdens and disruption of discovery in inter partes
reexaminations would thus far exceed the burdens in true contested cases. That is
clear enough from the seven subpoenas from three different jurisdictions Cordis
served in this case, including the two document subpoenas at issue here, each of
which seeks 13 broad categories of documents. See supra pp. 15-16.
B.

Constitutional Avoidance Principles Are Inapplicable Because the
Statute Is Not Ambiguous

Even a colorable constitutional argument would not justify treating inter
partes reexaminations as “contested cases.” The canon of constitutional avoidance
applies only where a statute is “genuinely susceptible to two constructions.” Almendarez-Torres v. United States, 523 U.S. 224, 238 (1998). It does not apply
where, “considering the matter in context, . . . the interpretative circumstances
point significantly in one direction”—whether or not that construction raises serious constitutional doubts. Id.
That is the case here. The text, structure, and legislative history of the inter
partes reexamination statute all “point significantly in one direction”: Congress did
not contemplate discovery. That conclusion is confirmed by over ten years of inter
partes reexamination practice during which no one but Cordis ever asserted a right
to discovery—a right that even Cordis discovered only belatedly after many prior
attempts to submit Abbott’s confidential documents failed. Cordis’s meritless due
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process claims cannot justify misinterpreting the statute to encumber inter partes
reexaminations with the full range of “contested case” procedures in all cases.10
VI.

THE SUBPOENAS MUST BE QUASHED ON OTHER GROUNDS
Even apart from the fact that §§ 314 and 24 preclude discovery in inter

partes reexaminations, Cordis’s subpoenas are improper and must be quashed.
A.

Cordis Failed To Obtain PTO Authorization

First, Cordis’s subpoenas are procedurally improper because Cordis failed to
obtain the PTO’s prior approval for them, serving the subpoenas before it had even
filed its petitions with the PTO. Exercising its authority to regulate discovery under § 23, the PTO has determined that, even in proceedings where discovery is potentially available (such as interferences), the PTO must first authorize the discovery. See, e.g., 37 C.F.R. § 41.156(a). Section 24 is not a freestanding grant of discovery authority to district courts. Rather, it “giv[es] teeth, through the courts’
subpoena powers, to authority conferred upon the Commissioner of Patents” by
10

Several of the cases Cordis cites concern cross-examination. Cordis Br. 40-41.
But the subpoenas at issue seek document discovery, not cross-examination.
JA70-75, 78-83. Although Cordis also served three subpoenas seeking to compel
Abbott’s and Boston Scientific’s declarants to appear for deposition, JA570-72,
574-76, 578-80, those subpoenas were not the subject of Abbott’s motion to quash
and are not before the Court. In any event, even Cordis’s cross-examination cases
are unsupportive. For example, Cordis cites Coffin v. Sullivan, 895 F.2d 1206 (8th
Cir. 1990), Cordis Br. 40, but the Eighth Circuit has since rejected the precise language on which Cordis relies as “dicta,” see Passmore v. Astrue, 533 F.3d 658,
662-63 (8th Cir. 2008). That Cordis’s principal authority has been rejected by the
very circuit that decided it speaks volumes.
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§ 23. Sheehan v. Doyle, 513 F.2d 895, 898 (1st Cir. 1975). Accordingly, § 24 “allow[s] the issuance of subpoenas in aid of discovery as authorized by the Patent
Office but not otherwise.” Id. (emphasis added); see also Sheehan v. Doyle, 529
F.2d 38, 39 (1st Cir. 1976) (“35 U.S.C. § 24 provide[s] for judicial subpoenas to be
used in aid of contested Patent Office cases . . . but only to the extent permitted by
the Commissioner of Patents.” (emphasis added)). Cordis’s service of its subpoenas without prior PTO approval defied that requirement.
Ignoring Sheehan, Cordis cites two unsupportive cases. Cordis Br. 61-62.
In Natta v. Zletz, 379 F.2d 615 (7th Cir. 1967), the PTO had specifically authorized
discovery: “The Patent Office by its declarations of record stands ready and willing to fix a special testimony time should appellants’ request for documentary production be diligently pursued and be fruitful.” Id. at 618. The court merely rejected the argument that this prior approval was not specific enough because the
PTO had not “fix[ed] a specific future time for the taking of testimony.” Id. That
holding has no bearing here, where the PTO has not approved discovery in any
form. Indeed, far from supporting Cordis’s position, Zletz reaffirmed that § 24
subpoenas are “matter[s] peculiarly subject to [the PTO’s] jurisdiction” and that
courts issuing such subpoenas must “cooperatively complement [that] Patent Office jurisdiction.” Id.
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Nor does Brown v. Braddick, 595 F.2d 961 (5th Cir. 1979), help Cordis.
That case involved an interference in which the PTO had expressly authorized discovery by rule. Id. at 963 n.1. Although the Fifth Circuit disagreed with Sheehan
that case-by-case authorization was required, id. at 966-67, it did not suggest that a
party could seek discovery even when not authorized by the PTO’s rules.
PTO gatekeeping is particularly important here because the PTO could readily find Cordis’s requested discovery inappropriate, even assuming arguendo it
was statutorily permitted. Cordis has already submitted extensive evidence of alleged secondary considerations in the reexaminations. The PTO thoroughly considered that evidence but nonetheless repeatedly maintained its obviousness rejections and invalidated the challenged claims based on dozens of prior art combinations. See JA247-53. Moreover, it indicated that the alleged copying, even if
proved, would not alter that result. See JA247. Thus, even if discovery were permissible in inter partes reexaminations (and it is not), the PTO would most likely
have denied any such request here, and would have been completely justified in
doing so.
B.

Cordis’s Subpoenas Threaten To Disclose Confidential
Information and Are Vexatious and Untimely

Finally, Cordis’s subpoenas are invalid for other reasons not reached below.
Thus, even if Cordis somehow prevailed on appeal, the most it could obtain is a
remand for Judge Anderson to address those additional defects.
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First, Cordis’s subpoenas threaten to disclose Abbott’s confidential information to Cordis’s patent prosecution counsel and the public, contrary to the agreedupon protective orders. JA63-65, 1701-03. A subpoena that threatens such disclosure should be quashed “unless the party serving the subpoena shows a substantial
need and the court can devise an appropriate accommodation to protect the interests of the party opposing such potentially harmful disclosure.” Insulate Am. v.
Masco Corp., 227 F.R.D. 427, 432 (W.D.N.C. 2005) (quotation marks and emphasis omitted). Judge Anderson, while not ultimately resolving the issue, specifically
commented that those “confidentiality questions [we]re of significant concern.”
JA21. Given Cordis’s agreement to the protective orders it now seeks to evade,
those concerns should be dispositive.
The subpoenas, moreover, are vexatious and untimely.

JA65-66, 1703.

Cordis has engaged in a years-long campaign to delay the PTO proceedings, filing
meritless petitions based on its purported “need” for Abbott’s confidential information—all of which the PTO rejected. Cordis asked the New Jersey court for permission to submit Abbott’s confidential documents to the PTO, but that court refused because Cordis’s request was untimely. Cordis then sought relief in yet another forum by suing the PTO under the APA—a suit likewise rejected as untimely. Cordis’s subpoenas are merely the latest step in its long-running campaign
of delay tactics. That too is a ground for quashing the subpoenas.
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CONCLUSION
The district court’s decision should be affirmed.

Dated: August 17, 2012
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SUMMARY OF THE ARGUMENT IN REPLY
The interpretation of 35 U.S.C. § 24 that Abbott advances not only lacks
support in the relevant statutory language but is also unprecedented. Section 24
has never been interpreted to exclude any adversarial hearing at the USPTO.
Nevertheless, Abbott urges an atextual, novel interpretation of the statute, even
though it produces a proceeding that fails to comport with fundamental principles
of procedural due process. Abbott advocates a starkly asymmetrical inter partes
reexamination proceeding — one in which Cordis must disclose all relevant
information, whether favorable to its position or not, but Abbott may refuse to
disclose without penalty, and one in which Abbott can offer testimony that Cordis
is unable to challenge through cross-examination. Abbott’s argument contains
numerous errors, and cannot justify placing adverse parties on such unequal
footing.
First, although Abbott uses the term “discovery” (as well as “broad
discovery” and “full-blown discovery”) to characterize what Cordis seeks in this
appeal, Cordis seeks nothing more than what is provided by § 24: subpoenas with
which to challenge the allegations and testimony that Abbott has put at issue in
inter partes reexaminations that it chose to initiate. A right to subpoena is simply
not the same as a right to discovery. Parties to federal court litigation have always
had the right to subpoena relevant testimony and evidence even though they
-1-
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typically had no right to discovery until modern times. Parties to most other
administrative proceedings have the right to subpoena even though they may lack
any discovery rights. Furthermore, Cordis’s subpoenas narrowly focus on the
obviousness issues that Abbott raised and are not discovery requests, which
involve a broad, searching inquiry of any information that might lead to admissible
evidence. By dwelling on this “discovery” straw man throughout its brief, Abbott
avoids addressing the statutory right at issue: the right to subpoena.
Second, Abbott argues that because § 314 requires that inter partes
reexaminations “be conducted according to the procedures established for initial
examination under the provisions of sections 132 and 133,” Congress somehow
forbade subpoenas in inter partes reexaminations. Abbott’s leap of logic depends
upon the unstated assumption that Congress forbade any additional procedures in
inter partes reexaminations beyond those expressly listed in sections 132 and 133.
That assumption is wrong, because inter partes reexaminations have numerous
features that are not listed in sections 132 and 133.
Third, Abbott argues that inter partes reexaminations are incompatible with
subpoena practice. Abbott’s arguments are refuted by the USPTO’s
implementation of new proceedings under the AIA, which prove that even more
stringent statutory time constraints than those applicable to an inter partes

-2-

Case: 12-1244

Document: 36

Page: 9

Filed: 10/04/2012

(191 of 264)

reexaminations are compatible with rights to subpoena evidence and even rights to
engage in discovery.
Returning to the true issue on appeal, the meaning of § 24, Abbott’s rebuttal
to Cordis’s arguments fails. Abbott argues that proceedings that the USPTO
currently recognizes as contested (e.g., interferences) include more litigation-like
features than inter partes reexaminations. But Abbott cannot support a narrow
meaning of “contested cases” merely by assuming its own conclusion. Rather,
inter partes reexaminations are contested cases because, among other reasons, they
provide both parties the ability to participate throughout an adversarial evidentiary
hearing and to appeal any unfavorable results of that hearing.
The USPTO’s interpretation of § 24 is not only inconsistent with its own
rulemaking, but is also not entitled to any deference. The statute confers
jurisdiction to the courts, not to the USPTO, and a basic precondition for judicial
deference to an agency’s statutory interpretations is that the statute must be
administered by the relevant agency. Even if the USPTO did administer the
relevant statutory provisions here, its interpretation would still be entitled to no
deference because the USPTO lacks the power “to speak with the force of law” in
this administrative context.
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Finally, Abbott’s contentions that Cordis’s subpoenas should be quashed on
other grounds are incorrect and, in any event, should not be decided in this appeal
because the district court has not yet ruled.
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ARGUMENT
I.

Cordis Does Not Seek Discovery, but Only What 35 U.S.C. § 24
Provides: Subpoenas that Are Necessary to Challenge Abbott’s
Arguments and the Evidence That Allegedly Supports Them
Abbott’s brief revolves around the false premise that Cordis is seeking

general “broad discovery” in inter partes reexaminations. Abbott’s Br. 2; see also
id. at 41 n.6 (“full-blown discovery”). To the contrary, Cordis wants only what it
is entitled to under § 24: subpoenas for testimony and documents directly relevant
to the issues that Abbott has raised in the reexaminations to attack Cordis’s patents.
A right to subpoena is not a right to discovery. Parties to federal court
litigation have always had the right to subpoena relevant evidence even though
they typically had no right to discovery until 1938. See Carpenter v. Winn, 221
U.S. 533, 539-40 (1911) (distinguishing between pre-1938 rights to subpoena
evidence and discovery); Stephen Subrin, Fishing Expeditions Allowed: The
Historical Background of the 1938 Federal Discovery Rules, 39 B.C. L. Rev. 691,
698-701 (1998) (same). Parties to most other administrative proceedings have a
right to subpoena evidence, which the agency cannot eliminate even though the
agency may have broad discretion to deny discovery. See 5 U.S.C. § 555(d);
Attorney General’s Manual on the Administrative Procedure Act 67 (1947); S.
Rep. No. 758, 79th Cong., 1st Sess. 20 (1945) (stating congressional intent to
provide parties with access to subpoenas); 1 Kenneth C. Davis, Administrative
-5-
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Law Treatise § 8.15, at 585-88 (1958) (distinguishing between the rights to
subpoena and to discovery).
A good illustration of the distinction between discovery and compulsory
process is provided in N.L.R.B v. Interboro Contractors, Inc., in which the court
recognized a distinction between depositions taken in an administrative proceeding
“for the purpose of discovery” and those taken “for use as evidence in the action.”
432 F.2d 854, 860 (2d Cir. 1970). The court denied Interboro’s attempt to gain
access to witnesses through deposition “for the purpose of discovery” because the
witnesses were already going to be available for cross-examination in connection
with the hearing. Id.
Unlike Interboro (and similar cases concerning administrative discovery),
Cordis here is seeking subpoenas to information and testimony “for use as
evidence in the action.” Such a use of subpoenas is proper since inter partes
reexaminations are evidentiary hearings in which the parties can submit not only
legal arguments but also factual evidence. See In re Gartside, 203 F.3d 1305, 1314
(Fed. Cir. 2000) (holding that the “substantial evidence” test of § 706(2)(E) is
applicable to Federal Circuit review of USPTO proceedings because hearings
required by law produce “a comprehensive record that contains the arguments and
evidence presented by the parties”); In re Lee, 277 F.3d 1338, 1342 (Fed. Cir.
2002) (same). See also Sheehan v. Doyle, 513 F. 2d 895, 899 (1st Cir. 1975)
-6-
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(recognizing that, even where the agency limits discovery, § 24 subpoenas may
still be used “to obtain testimony and evidence for use in the proceeding in
progress”).1
Despite the importance of this distinction, and Cordis’s exclusive focus on
the subpoenas available under § 24, Abbott addresses the difference between
subpoenas and discovery in a lone footnote, characterizing Cordis’s subpoenas as
“paradigmatic document requests.” Abbott’s Br. 16 n.2. This characterization
does nothing to support Abbott’s point because Cordis is seeking only compulsory
process to obtain evidence that is directly relevant to the reexaminations and will
be entered into the record of the hearing. Cordis is not seeking “discovery,” i.e.,
information that merely appears reasonably calculated to lead to admissible
evidence.
In the reexaminations, Abbott submitted extensive declaration testimony
from alleged experts in support of its obviousness arguments, and also faulted
Cordis for failing to adduce evidence that Abbott had copied Cordis’s patented
1

PTO hearings, like many administrative hearings, are largely or entirely
“paper” hearings, but the non-oral nature of the hearing does not transform
subpoenas for “evidence in the action” into discovery requests. Paper hearings are
common, and even the most formal class of administrative proceedings — on-therecord hearings under the APA — allow agencies to receive “all” of the evidence
in written form in many circumstances. 5 U.S.C. § 556(d). Moreover, § 24 is
designed by Congress to be used in conjunction with paper hearings, as the statute
contemplates that the recipient of such a subpoena will appear not in an oral
agency hearing but rather “before an officer in such district authorized to take
depositions and affidavits.” 35 U.S.C. § 24.
-7-
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inventions. Opening Br. 9-11. So Cordis served the subpoenas seeking to crossexamine Abbott’s declarants and to obtain from Abbott evidence of its copying and
other evidence bearing on Abbott’s allegations that the Cordis inventions would
have been obvious.
The topics provided in the subpoenas duces tecum are targeted at the
obviousness issues and are nothing close to the searching, comprehensive
document requests typical in district court litigation. JA70-75, 78-83; see 4.2.2
Peter S. Menell et al., Patent Case Management Judicial Guide (2d ed. 2012)
(describing the breadth of requests under discovery). Cordis did not fish for mere
interesting documents that might lead to the discovery of admissible evidence; it
subpoenaed specific, on-point evidence that would be entered into the hearing
record to rebut evidence submitted by Abbott.
The relevance of the evidence sought by Cordis’s subpoenas is confirmed by
Abbott’s failure to claim that it does not possess the documents Cordis requested,
and failure to seek relief from the subpoenas on relevance grounds. As Cordis
noted in its opening brief, “Abbott has not denied having evidence relevant to these
issues, but refuses to provide” such evidence.2 Opening Br. 11.

2

In a footnote, Abbott argues to the contrary, citing yet another footnote in
its reply brief filed in district court. Abbott’s Br. 16 n.2 (citing JA1427 n.5). But
that footnote cites nothing in the record, because indeed Abbott never contested the
relevance of the documents in its motion to quash.
-8-
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Thus, the purported availability of the “full-blown discovery” in inter partes
reexamination is a straw man that should not distract this Court from the key issue
on appeal: whether inter partes reexaminations are contested cases within the
meaning of § 24. Cordis’s subpoenas issued pursuant to § 24 are appropriately
narrow in scope, and thus do not raise concerns about overbreadth or abuse of the
subpoena power. To the extent the USPTO has those concerns, it is able to address
them the same way it has done for decades with interferences — by promulgating
rules imposing any reasonable limitations on the scope of the subpoenas that the
agency believes appropriate.
II.

Section 314 Does not Limit the Procedures that Are Available in
an Inter Partes Reexamination
Abbott’s reliance on § 314 is another attempt to deflect attention away from

the meaning of § 24. The statutory language upon which Abbott relies does not
say a word about subpoenas, yet Abbott remarkably concludes that this silence
means that subpoenas are forbidden. The only reasonable conclusion to be drawn
from this lack of conflict is that § 314 does not override § 24’s provision for
subpoenas in contested cases.
To be clear on the starting point, § 314 is literally silent on the topic of
subpoenas. What § 314 does say is that inter partes reexaminations shall be
“conducted according to the procedures established for initial examination under
the provisions of sections 132 and 133.” Abbott then argues that because §§ 132
-9-
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and 133 do not address whether any type of discovery can be used in initial
examinations, “it therefore is not allowed in inter partes reexaminations either.”
Abbott’s Br. 33. Abbott can only reach this conclusion by relying on the
unstated — and unwarranted — assumption that the procedures of inter partes
reexamination must be dictated exclusively by sections 132 and 133 (with any
exceptions allowed by § 314).
Abbott’s assumption has no textual support in the statute and is wrong as a
simple matter of logic. Section 314 requires only that inter partes reexaminations
be “conducted according to the procedures established for initial examination
under the provisions of sections 132 and 133.” It does not forbid inter partes
reexaminations from including procedures that have a different statutory origin,
nor does it require (as Abbott implies) that inter partes reexaminations include
only those procedures that are used during initial examination. In fact, inter partes
reexaminations are replete with procedures that are not found in initial
examination, for example:
 Whereas an applicant may conduct oral interviews with the examiner
during initial examination to discuss the merits of the proceeding, no
such interviews are permitted in an inter partes reexamination. 37
§ C.F.R. 1.955; compare MPEP § 2685 with MPEP § 713.
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 Whereas a single examiner often works on a normal patent
application, reexaminations are assigned to a panel of three examiners
within the Central Reexamination Unit. MPEP § 2671.03; R. Yucel,
Central Reexamination Unit and the AIA,” available at
http://www.uspto.gov/aia_implementation/20120221-road-show-dscru.pdf.
 The entire panel of CRU examiners reviews preliminary decisions to
reject and/or allow claims in an inter partes reexamination. A panel
review is conducted at each stage of examination in an inter partes
reexamination proceeding. MPEP § 2671.03. No such panel review is
required in initial examination.
 Amendments to a claim in reexamination proceedings may not
enlarge the scope of the claim, whereas such amendments are
permitted during initial examination. MPEP § 2658; 37 C.F.R.
§ 1.906.
These examples make plain that inter partes reexaminations incorporate any
number of procedures that are not used in initial examination. Indeed, subpoenas
have an even stronger provenance than these other procedures, because the
authority for subpoenas in inter partes reexaminations derives from a specific
statute (i.e., § 24) that § 314 did not repeal, either expressly or implicitly.
- 11 -
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The better and more legally sound resolution of Abbott’s purported dilemma
is to understand that § 24 and § 314 can coexist in the way Cordis set forth.
Opening Br. 45-47. Abbott’s argument that § 314 is a clear mandate that takes
precedence over § 24 begs the question as to whether they conflict. Abbott’s Br.
36-37. The point is that § 314’s prescription to follow the initial examination
procedures required by §§ 132 and 133 cannot be read as a proscription against the
availability of subpoenas under § 24.
III.

The USPTO Has Amply Demonstrated that It is Able to
Administer Subpoenas in Inter Partes Reexaminations
In an attempt to support its allegation that § 314 forecloses the applicability

of § 24 to inter partes reexaminations, Abbott erroneously claims that subpoena
practice and inter partes reexaminations are incompatible. Abbott notes that inter
partes reexaminations are to be conducted with “special dispatch,” Abbott’s Br.
26-29, but this is no impediment to the issuance of subpoenas, as the USPTO
recently proved when it promulgated rules for new proceedings such as inter
partes review under the AIA. These new rules “are to be construed so as to ensure
the just, speedy, and inexpensive resolution” of the proceeding. Office Patent Trial
Practice Guide, 77 Fed. Reg. 48756, 48758 (Aug. 14, 2012). In accordance with
this speedy resolution, the USPTO provided a representative timeline for inter
partes review that is limited to no more than 18 months total, and 12 months from
petition decision until final decision:
- 12 -
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Id. at 48757. This is more than merely speedy; it represents a marked
improvement over the “special dispatch” of inter partes reexaminations, which
have a median pendency of 33 months. PTO Quarterly Statistics on IP Reexams
(June 30, 2012), available at
http://www.uspto.gov/patents/stats//IP_quarterly_report_June_30_2012.pdf.
In spite of the faster pace of the new USPTO proceedings compared to inter
partes reexaminations, the USPTO found a way to accommodate not only rights to
compulsory process but even rights to discovery, as shown in the figure above.
The USPTO was able to achieve this with various kinds of routine and additional
discovery, including, but going far beyond, compelled testimony under 35 U.S.C.
§ 24. 77 Fed. Reg. at 48761-62. The fact that the USPTO could fit far more than
what § 24 offers into a proceeding that is far quicker than an inter partes
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reexamination clearly shows that the right to subpoena relevant evidence is quite
compatible with special dispatch.
Subpoenas are also compatible with the statutory 30-day deadline for written
comments in inter partes reexaminations. That deadline applies to the comments
of the third-party requester after the patent owner’s response to an examiner action.
After an inter partes reexamination is declared, there is a period of many months
prior to the first office action; a patent owner is then typically given an extendable
period of at least two months within which to respond to substantive
communications from the USPTO. See, e.g., JA216 & 241. There is no reason
why subpoenas seeking relevant evidence for the hearing could not be filed and
fully acted upon during these extensive time periods. And even in the case where
the third-party requester seeks subpoenas during the 30-day period between the
filing of the patent owner’s response and the deadline for filing its comments, the
USPTO has shown that 30 days is sufficient, as in the 1-month “PO Discovery
Period” shown in the above diagram. 77 Fed. Reg. at 48757.
Abbott also errs by arguing that the examiners assigned to inter partes
reexaminations are not capable of handling subpoenas under § 24. Abbott ignores
that § 24 subpoenas are administered by the courts. Furthermore, these are not the
typical examiners assigned to initial examination. Rather, these are experienced
teams of three examiners who work in the USPTO’s Central Reexamination Unit.
- 14 -
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MPEP § 2671.03; R. Yucel, Central Reexamination Unit and the AIA,” available
at http://www.uspto.gov/aia_implementation/20120221-road-show-ds-cru.pdf).
There is no reason to think that these examiners could not handle the issues that
might arise — especially since examiners already handle the taking of testimony in
public use proceedings, and have the resources of Office of Petitions and the legal
staff in the Office of Patent Legal Administration to handle petitions. MPEP
§§ 1002.02(b), 2686.04; http://www.uspto.gov/about/offices/patents/pep/.
IV.

Abbott Unsuccessfully Attempts to Divert Attention away from
the Plain Meaning of “Contested Case” as Used in 35 U.S.C. § 24
A.

Abbott’s Attempt to Refute the Plain Meaning of
“Contested Case” is Conclusory

The single dispositive issue in this appeal is whether inter partes
reexaminations are “contested cases” within the meaning of § 24. Abbott’s
conclusory rebuttal to Cordis’s arguments on this issue can be summarized as
follows: inter partes reexaminations are not contested cases because no one has
previously argued that they are. Indeed, this appeal raises an issue of first
impression. Abbott’s contention that “the universal understanding is to the
contrary” betrays considerable weakness in Abbott’s position because Abbott has
not demonstrated that any party previously conducted any legal analysis to reach
this supposed “understanding.” Abbott’s Br. 42. If the relevant legal materials are
consulted, the text of § 24 and other considerations inevitably lead to the
- 15 -

Case: 12-1244

Document: 36

Page: 22

Filed: 10/04/2012

(204 of 264)

conclusion that inter partes reexaminations are contested cases. Opening Br. 2243.
Abbott does not dispute that inter partes reexaminations are adversarial
proceedings between two parties whose interests are pitted against one another.
This is the fundamental reason why inter partes reexaminations are contested
cases. Indeed, as even Abbott acknowledges, this is also the key “hallmark” of
litigation. Likewise, the USPTO argues that a contested case is one “in which the
several rivals are parties adverse to each other, having a right to be heard by
evidence and argument in vindication of their own claims and in opposition to the
claims of their antagonists.” USPTO Br. 21. This is apt phrasing. An inter partes
reexamination involves rival parties (the third-party requester and the patent
owner), a right to be heard by evidence (e.g., declarations from experts) and
argument (e.g., written comments) in vindication of their own claims and in
opposition to the claims of their antagonists (the parties are arguing for
unpatentability and patentability, respectively). As this court has repeatedly
recognized, USPTO proceedings are evidentiary hearings that are evaluated on the
closed record of evidence generated at the hearing. See Lee, 277 F.3d at 1342.
Abbott knows that in order to effectively argue against Cordis’s position on
the meaning of “contested case,” it must raise the bar high to escape the
fundamentally adversarial nature of inter partes reexaminations. But Abbott just
- 16 -

Case: 12-1244

Document: 36

Page: 23

Filed: 10/04/2012

(205 of 264)

parrots back the district court’s hollow view that a “contested case in the context of
the USPTO is significantly more than that.” Abbott’s Br. 41. The only tactic
Abbott can employ is to assume its own conclusion. For example, Abbott argues
that “[n]either the statute nor the USPTO’s rules allow parties to file motions,
compel testimony, compel document production, take depositions, cross-examine
witnesses, or seek discovery.” Abbott’s Br. 40.3 But Cordis is well aware that it
has not been allowed to depose Abbott’s expert witness or compel Abbott to
produce relevant evidence. That is why Cordis is before this Court. The point of
§ 24 is to provide subpoenas in contested cases; Abbott implausibly postulates that
subpoenas should only be allowed when the parties to the case already have access
to them.
Abbott similarly argues that “the paradigmatic ‘contested case’ … is the
interference,” pointing out that “[p]arties in interferences can file motions, id. §
41.121; seek discovery, id. § 41.150; compel testimony, id. § 41.156; compel
document production, id.; take depositions, id. § 41.157(c); and cross-examine
witnesses, id. § 41.157(c)(2); see id. § 41.200(a).” Abbott’s Br. 42 (emphasis
added). One might observe, however, that Abbott’s argument is the
“paradigmatic” example of begging the question.
3

Third-party requesters have the right to file petitions with the Director, see
37 C.F.R. § § 1.937(b) & 1.113, which is the relevant means for raising the sort of
procedural objections typically addressed by motions practice in court litigation.
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Case: 12-1244

Document: 36

Page: 24

Filed: 10/04/2012

(206 of 264)

Abbott points to several other aspects of inter partes reexaminations without
explaining why they are significant. While it is true that the parties do not appear
in person before the three examiners who have responsibility for an inter partes
reexamination, this is only because the USPTO chose to deviate from the
procedures of initial examination by forbidding any oral component to the hearing.
Moreover, there is no reason why an absence of a right to oral presentations would
make a case any less contested, particularly since, unlike ex parte reexaminations,
both parties appear before the USPTO Board panel that reviews the examiners’
decision. And although a substantial portion of an inter partes reexamination is
conducted before three examiners rather than a judge, examiners are selected to
handle inter partes reexaminations due to their high level of experience. And
unlike ex parte reexaminations (in which only the patent owner may appeal
adverse decisions of the examiners), both parties may appeal such decisions to the
Board and ultimately this Court in an inter partes reexamination.
Furthermore, Abbott’s claim that examiners cannot deal with evidentiary
issues is implausible because the USPTO has always allowed examiners to oversee
public use proceedings. Abbott argues that public use proceedings “do not involve
discovery; they merely borrow one aspect of contested case procedure for witness
testimony.” Abbott’s Br. 41 n.6. But, as noted above, § 24 similarly “do[es] not
involve discovery,” but provides only the limited subpoena power in inter partes
- 18 -
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reexaminations. Nor does Abbott or the USPTO explain the relevance of their
assertions that there are only a handful of public use proceedings each year. Rarity
cannot make such proceedings any less contested, or make the examiners who
oversee them any less competent. Public use proceedings have been considered a
species of “contested case” for decades. See Henry E. Stauffer, Testimony for Use
in Contested Cases Before the Patent Office, 15 J. Pat. Off. Soc’y 619, 619 (1933)
(listing public use proceedings as the second of five then-known examples of
contested cases). And the USPTO has long maintained that testimony in public
use proceedings should be “taken as provided by” the rules governing contested
cases. 37 C.F.R. § 1.292. These longstanding rules undermine the USPTO’s
current litigating position — that it somehow forgot to consider whether the basic
legal mechanism for obtaining testimony in contested cases — i.e., § 24 subpoenas
— are available in public use proceedings.
B.

The USPTO’s Administration of Inter Partes
Reexaminations Counsels Against Abbott’s Position

Abbott argues throughout its brief that Cordis’s views would also require the
USPTO to allow for subpoenas in ex parte reexaminations. This is false because
of the obvious and key difference between the proceedings: unlike in an inter
partes reexamination, a requester in an ex parte reexamination is not allowed to
participate in an adversarial evidentiary hearing.

- 19 -
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Abbott responds that Cordis’s arguments are nothing but a “catalog of
gripes.” Abbott’s Br. 46. In a sense, Abbott is correct because the unique features
of inter partes reexaminations shift the balance in favor of third-party requesters in
key ways. But Abbott misses the point: the reexamination statute itself gave the
third-party requesters the right to participate in the evidentiary hearing being held
at the USPTO, and that right makes an inter partes reexamination a contested case,
just as every other inter partes proceeding in the USPTO has been a contested
case. Indeed, the USPTO has taken actions to strengthen the role of the third-party
requester, they have made inter partes reexaminations more adversarial, which is
fully consistent with them being considered “contested cases.” Opening Br. 54-58.
The USPTO itself recognized this, justifying the higher fees associated with inter
partes reexaminations because they are “hotly-contested, adversarial proceedings.”
Rules to Implement Optional Inter Partes Reexamination Proceedings, 65 Fed.
Reg. 76756, 76760 (Dec. 7, 2000).
Contrary to Abbott’s suggestion, allowing subpoenas in inter partes
reexaminations is not “rough justice.” Abbott’s Br. 47. Rather, it reflects the plain
meaning of § 24 and the USPTO’s treatment of inter partes reexaminations is
simply further evidence supporting that plain meaning.
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Abbott’s Position Invites Due Process Violations

In the vision of the law that Abbott offers, accused patent infringers who
initiate inter partes reexaminations would be able to deprive patent holders of their
rights without due process. In district court litigation, the accused infringer and
patentee have an equal ability to challenge each other’s positions. But an accused
infringer who chooses to also raise its invalidity challenge in an inter partes
reexamination finds that, per Abbott and under current USPTO practice, the scales
are tilted in its favor. In the reexamination, the accused infringer — now thirdparty requester — can offer the same arguments and expert testimony with regard
to published prior art that it offered in district court. But in the reexamination, the
accused infringer need not worry about whether its arguments are consistent with
its own internal documents. Indeed, the accused infringer in an inter partes
reexamination (unlike the patentee) has no duty of candor, and hence no obligation
to offer or even mention to the USPTO information of which it is aware that is
inconsistent with its arguments — even information that the patentee relied upon to
rebut similar arguments that the accused infringement made before the district
court. Nor, under current practice, need the third-party requester fear having its
expert exposed to cross-examination. In response to the accused infringer’s
invalidity attack in the reexamination, the patentee (who is subject to a duty of
candor) can only offer its own argument and evidence. The patentee cannot
- 21 -
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confront the requester’s expert, and cannot enter relevant evidence into the record
that the requester admits to having, but declines to approve for submission to the
USPTO. This untenable situation is entirely avoided, as it must be, by giving the
phrase “contested case” its plain meaning.
Abbott attempts to diffuse the due process issues by relying on cases ruling
that “discovery” is generally unavailable in administrative proceedings. Once
again, though, Cordis is not seeking “discovery,” but rather the opportunity to
introduce specific items of evidence into the record that are directly relevant to the
threat to Cordis’s valuable property rights. The importance of this right should not
be minimized, as Abbott attempts to do. Under Abbott’s theory, third-party
requesters may introduce expert testimony and any other evidence they choose
entirely unchecked by a duty of candor or by cross-examination. None of the
rights the USPTO currently provides to parties in an inter partes reexamination
allow them to confront and adequately challenge the views of opposing experts.
That is precisely where the due process violation lies.4 Opening Br. 39-41;
Goldberg v. Kelly, 397 U.S. 254, 269 (1970) (“In almost every setting where
4

Abbott points out that it has not moved to quash Cordis’s subpoenas for
testimony, but neither the district court’s decision nor the USPTO’s views make
any distinction as to the nature of the subpoena. Abbott’s Br. 57 n.10. Under the
district court’s ruling, subpoenas for testimony are equally inaccessible as
subpoenas for documents. Thus, the due process threat imposed by Abbott’s
interpretation of § 24 derives not only from the patentee’s inability to obtain
documents, but also from its inability to cross-examine experts.
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important decisions turn on questions of fact, due process requires an opportunity
to confront and cross-examine adverse witnesses.”).
Abbott also belittles Cordis’s property right as compared with the others at
issue in the cited judicial decisions, and intimates that due process affords Cordis
minimal protection. Cordis need not prove that its property right is more important
than the ones at stake in those decisions. What matters for purposes of the
Mathews v. Eldridge analysis is that Cordis possesses a significant property right
that courts have repeatedly recognized. Abbott cannot dispute the value of the
Cordis patents at issue here or the legitimacy of Cordis’s entitlement to due process
in its property. Fla. Prepaid Postsecondary Educ. Expense Bd. v. Coll. Sav. Bank,
527 U.S. 627, 642 (1999); In re Baxter, 656 F.2d 679, 687-88 (C.C.P.A. 1981)
(holding applicant’s procedural due process rights had been violated).
Although Abbott argues that any due process concerns Cordis has are
already addressed by the procedures currently in place in inter partes
reexaminations, those procedures are plainly inadequate. Under Abbott’s view of
the law, third-party requesters may, through experts, attack a patentee’s property
right with no fear of having those experts put to the test. The third-party requesters
have no obligation to be fully candid, and are free to conceal information and offer
theories inconsistent with evidence that they have, but refuse to provide. This is
especially a concern in reexaminations that involve allegations of obviousness,
- 23 -
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where objective indicia are the best source of evidence to weigh one expert against
another. Kinetic Concepts, Inc. v. Smith & Nephew, Inc., No. 2011-1105, slip op.
49 (Aug. 13, 2012) (“The objective indicia of nonobviousness serve a particularly
important role in a case, like this one, where there is a battle of scientific experts
regarding the obviousness of the invention. In such a case, the objective indicia
provide an unbiased indication regarding the credibility of that evidence.”).
Section 24 is targeted to address this specific due process problem, and no other
procedure currently in place at the USPTO is adequate to do so.
Finally, Abbott rehashes its arguments that recognizing that inter partes
reexaminations are contested cases will impose undue burden on the USPTO. But
as discussed in section III above, the USPTO has already proven that it is able to
incorporate subpoenas into inter partes reexaminations without serious disruption.
Ultimately, this Court need not decide whether Cordis’s due process rights
were violated in this appeal. Rather, the relevance of the due process issue here is
that, under the principles of constitutional avoidance, the threat of such a violation
counsels in favor of the plain meaning of “contested cases” that Cordis urges.
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The USPTO’s Decisions Warrant No Deference
A.

The USPTO’s Construction of § 24 Is not Entitled to
Deference Because the Statute Confers Jurisdiction to the
Courts, not to the Agency.

A basic precondition for judicial deference to an agency’s statutory
interpretations is that the statute must be administered by the agency. That
precondition is essential not only for the strong form of deference articulated in
Chevron U.S.A. Inc. v. Natural Resources Defense Council, Inc., 467 U.S. 837
(1984), but also for the more modest form of deference applicable under Skidmore
v. Swift & Co., 323 U. S. 134 (1944). See Chevron, 467 U.S. at 842 (articulating a
degree of deference applicable to “an agency’s construction of the statute which it
administers”); United States v. Mead Corp., 533 U.S. 218, 228 (2001) (describing
Skidmore as governing the “fair measure of deference to an agency administering
its own statute”). That precondition is missing here, because § 24 confers power
exclusively to Article III courts and their officers. See 35 U.S.C. § 24 (conferring
powers and responsibilities on “clerk[s]” and “judge[s]” of United States district
courts). The statute confers no administrative responsibilities to the USPTO or to
any of its officers, and thus the courts owe no deference to the agency’s views on
whether subpoenas may issue under the statute.
Indeed, an agency’s interpretation of a statute that confers powers to the
federal courts is entitled to no deference even where the agency has extensive
- 25 -
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administrative responsibilities within a more general statutory scheme. In Adams
Fruit Co. v. Barrett, 494 U.S. 638, 650 (1990), for example, the Court refused to
grant deference to the Department of Labor, even while recognizing that,
“Congress clearly envisioned, indeed expressly mandated, a role for the
[Department] in administering the statute” at issue because Congress had
established “an enforcement scheme independent of the Executive” for the
vindication of the private rights conferred by the statute.
Adams Fruit has been consistently applied where a statute grants parties
rights that are vindicated in federal courts through an enforcement scheme
independent of the Executive. Thus, Kelley v. EPA rejected the Environmental
Protection Agency’s administrative interpretation in a case brought under the
section of the Comprehensive Environmental Response, Compensation, and
Liability Act (CERCLA) granting parties specific rights to be vindicated in federal
court. 15 F.3d 1100 (D.C. Cir. 1994). The denial of deference in Kelley is
especially significant given the court’s recognition that the parties there had to
“first petition EPA” prior to filing suit to vindicate the statutory rights enforceable
in federal court. Id. at 1107. Nevertheless, once the parties invoked the statutory
rights enforced through the courts, Adams Fruit still applied and the EPA was not
entitled to any deference in its statutory construction.

- 26 -
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Denying any deference to the USPTO is especially appropriate here for two
additional reasons. First, unlike the EPA (which has a very broadly worded
rulemaking power under CERCLA5), the USPTO’s administrative rulemaking
authority is limited to the promulgation of rules governing “the conduct of
proceedings in the Office.” 35 U.S.C. § 2(b)(2). Under § 24, the issuance and
enforcement of subpoenas occur outside — not inside — the Office. Given the
express limits of the USPTO’s rulemaking power, it would be bizarre to afford the
agency deference in circumstances in which agencies with much broader
rulemaking powers would get none.
Second, even for agencies that have the power to issue subpoenas
themselves (the USPTO does not have a subpoena power, which is why § 24 is
necessary), those agencies generally do not receive any deference for their
statutory interpretations in matters related to such subpoenas. This is because the
entire compulsory process mechanism is regulated by the Administrative
Procedure Act, which is not within any agency’s administrative competence. (See
5 U.S.C. § 555(b)-(c) (regulating administrative compulsory processes). It would
be incongruous if, although Congress entrusted the courts and not the USPTO with
the authority to issue subpoenas for USPTO proceedings, the courts were to give
5

See Kelley, 15 F.3d at 1105 (recognizing that the EPA has been delegated
power “to promulgate any regulations necessary to carry out the provisions of this
subchapter [i.e., CERCLA]”).
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more weight to the USPTO’s statutory interpretation than would be given to
agencies having a subpoena power. Cf. 5 U.S.C. § 555(d) (requiring that, where an
agency is authorized by law to issue subpoenas, those subpoenas “shall issue to a
party on request and, when required by rules of procedure, on a statement of
general relevance and reasonable scope of evidence sought”).
B.

Even if the USPTO Did Administer the Relevant Statutory
Provisions Here, Its Petition Decisions Would Be Entitled
To No Deference.

Even where an agency does have administrative responsibility over a
particular statute, Chevron deference is not permissible unless Congress has
conferred upon the agency the power “to speak with the force of law.” Mead, 533
U.S. at 229. This court has never recognized the USPTO as being able to exercise
such a power except through its rulemaking function under § 2 of the Patent Act.
Limiting the agency’s Chevron powers to such circumstances is fully consistent
with the Supreme Court’s teachings in Mead.
Abbott erroneously tries to distinguish Mead by arguing that the agency
rulings at issue in Mead were more informal than the process used by the USPTO
here. The ruling at issue in Mead was a ruling from the “Customs Headquarters
Office,” and “set out a rationale in some detail.” Id. at 224. The ruling was also,
by regulation, “binding on all Customs Service personnel.” Id. at 222.

- 28 -
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Nonetheless, the Court held that the agency’s ruling was not entitled to any
deference under Chevron.
The agency’s decision here is also entitled to no Chevron deference for the
independent reason that the decision was not issued by anyone in the USPTO who
qualifies as an “Officer of the United States” under the Appointments Clause of the
Constitution. It is blackletter constitutional law that no government official may
exercise “significant authority pursuant to the laws of the United States” unless
that official has an appointment valid under Article II, § 2, cl. 2 of the Constitution.
Buckley v. Valeo, 424 U.S. 1, 126 (1976). Certainly, the authority to “speak with
the force of law” is “significant.” The agency official who issued the relevant
USPTO decision here lacks a valid appointment as an “Officer of the United
States” and thus is not an officer who may constitutionally be vested with the
significant authority associated with a power to speak with the force of law.
VI.

This Court Should Not Quash the Subpoenas on Other Grounds
Abbott’s argument that the subpoenas should be quashed because the

USPTO did not authorize them is wrong for two reasons. First, at the time Cordis
served the subpoenas pursuant to § 24, the only available legal authority relating to
the subpoenas was § 24 itself, and the statute does not say that Cordis had to do
anything to exercise its rights other than serve the subpoenas subject to the rules of
the issuing court. Indeed, at the time that Cordis served the subpoenas, the USPTO
- 29 -
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contended that it had no “formal opinion” on whether its rules apply to inter partes
reexamination proceedings before the CRU. JA469 n.11. Thus, unlike a situation
involving an interference or other proceeding that the USPTO had considered and
deemed “contested,” the USPTO had no rules that controlled the issuance of
subpoenas in inter partes reexaminations.
The USPTO’s petition decisions had a single basis — the USPTO’s view on
the dispositive issue before this Court, i.e., whether inter partes reexaminations are
contested cases under § 24. JA1603-04. The USPTO never applied any rule, and
neither did the district court. To do so would have required at least the initial step
of recognizing that inter partes reexaminations are contested cases. Thus, if this
Court agrees with Cordis on the controlling issue, it should not affirm on the
ground that the USPTO did not grant explicit authorization, because the USPTO
never considered whether its authorization was needed, and neither did the district
court.
Second, while this Court has not ruled on the issue, other courts have
recognized that § 24 provides powers beyond the scope of USPTO rules. Abbott
relies upon Sheehan v. Doyle, 513 F.2d 895, 898 (1st Cir. 1975), for the contrary
proposition, but the interpretation embodied in that case has not been adopted by
all of the courts that have considered the issue. Rather, “[t]he prevailing
interpretation of 35 U.S.C. § 24 has been that it authorizes district courts to grant
- 30 -
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discovery beyond that permitted by BI discovery rules and rules of admissibility.”
Brown v. Braddick, 595 F.2d 96, 966 (5th Cir. 1979) (citing e.g., In re Natta, 388
F.2d 215 (3d Cir. 1968). The reasoning of Brown v. Braddick and the decisions it
relies upon is compelling; section 24 simply contains no requirement that the
USPTO provide authorization. Opening Br. 61-62.
Here, where the USPTO never made any attempt to apply rules relating to
§ 24 to inter partes reexaminations, it would be especially inappropriate to require
Cordis to seek authorization before serving the subpoenas. Abbott argues that in
Brown and Zletz, authorization had already been provided, but that distinction
actually makes Cordis’s argument stronger. Because the USPTO has not even
reached the point of applying rules to subpoenas in inter partes reexaminations, no
rules govern them; rather, the plain language of the statute allows subpoenas in
accordance with Brown.
Abbott also argues that that Cordis’s subpoenas should be quashed because
they threaten to disclose Abbott’s confidential information. This Court should not
rule on this basis because the district court has not considered it. Setting that aside,
Abbott’s argument is baseless because the USPTO is fully capable of keeping
information confidential, and has mechanisms for doing so in place already.
MPEP § 742, 742.02; see also 77 Fed. Reg. at 48760-61 (explaining how
confidentiality will be handled in new proceedings under the AIA).
- 31 -
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Similarly, Abbott’s arguments that the subpoenas are vexatious and untimely
should not be decided by this Court. And these arguments, too, are meritless.
Cordis has not engaged in any inappropriate or duplicative proceedings, or any
campaign of delay, and Abbott does not present contrary facts.
CONCLUSION
This Court should hold that an inter partes reexamination is a “contested
case” under § 24 and that Cordis’s subpoenas could issue without the USPTO’s
permission. Accordingly, Cordis respectfully requests the Court vacate the district
court’s decision and remand the case for further proceedings.
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STATEMENT OF INTEREST
This appeal presents the question whether discovery is available in inter partes
reexamination proceedings in the United States Patent and Trademark Office (PTO
or Office). The United States has a direct and substantial interest in the resolution of
that question. Although PTO has authorized limited discovery in adjudicative
proceedings such as interferences, PTO has never construed the Patent Act to provide
for discovery in patent examinations, including reexaminations. In parallel litigation,
furthermore, Cordis directly challenges PTO’s denial of its petitions seeking discovery
in reexamination proceedings, Cordis v. Kappos, No. 12-75 (E.D. Va.), and this Court’s
decision here may affect or control the outcome of that case.
STATEMENT OF THE ISSUE
Whether participants in an inter partes reexamination before PTO are entitled,
under 35 U.S.C. § 24, to subpoena documents or testimony they wish to introduce in
the proceeding.
STATEMENT OF FACTS
I.

Statutory and Regulatory Framework
A.

Patent Reexaminations

A reexamination is a post-grant PTO proceeding in which a patent examiner
reevaluates the claims of a previously issued United States patent “according to
normal examination procedures.” Chisum on Patents, Glossary-Patent Terms (2012);
see 35 U.S.C. §§ 302-307, 311-318.
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Congress introduced ex parte reexaminations in 1980 in an effort “to provide an
important ‘quality check’” that would facilitate the expeditious removal of
“erroneously granted patents.” In re Swanson, 540 F.3d 1368, 1375 (Fed. Cir. 2008)
(quoting H.R. Rep. No. 107–120, at 12 (2002)). The procedure that Congress created
for that purpose consciously “parallels the existing [initial] examination procedures.”
S. Rep. No. 96-617, at 16 (1980). Any person may request reexamination of a United
States patent on the basis of qualifying prior art, i.e., prior patents or printed
publications. 35 U.S.C. §§ 301-302. If the Director finds that the request raises a
“substantial new question of patentability,” the patent is ordered to be reexamined
with “special dispatch” by a patent examiner. Id. §§ 304-305. The patent owner may
submit a statement to the examiner concerning the cited prior art and may propose
narrowing amendments. Id. §§ 304-305. Any such statement or amendments must be
served on the party requesting the reexamination, who may then file a response and
“have [it] considered in the reexamination.” Id. § 304. Thereafter, the reexamination is
“conducted according to the procedures established for initial examination.” Id. § 305
(citing 35 U.S.C. §§ 132-133).
In 1999, hoping to increase the number of patent reexaminations, thereby
reducing “the volume of lawsuits in district courts,” H.R. Rep. No. 106-464, at 133
(1999), Congress introduced a second type of reexamination proceeding, which it

2
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dubbed “optional inter partes reexamination.” Pub. L. 106-113, §§ 4601-08, 113 Stat.
1501 (1999).
The inter partes reexamination provisions generally mirror those governing ex
parte reexaminations, see 35 U.S.C. §§ 311-314, including the requirement that PTO
conduct proceedings with “special dispatch.” Id. § 314(c). In the inter partes scheme,
however, the third-party requester is permitted a somewhat expanded opportunity to
comment on the patentee’s interactions with the examiner, and may seek review of the
reexamination’s outcome. See id. §§ 314(b)-(c), 315(b), 134(c), 141. Whereas the
requester in an ex parte reexamination is entitled to submit one response to the
patentee’s written statement under 35 U.S.C. § 304, the inter partes scheme allows the
requester to respond each time the patent owner responds to a PTO action on the
merits, id. § 314(b). On the other hand, unlike ex parte requesters, third-party
requesters in inter partes reexaminations are estopped from raising in subsequent
litigation with the patentee any basis for invalidity that was or could have been raised
in the reexamination. 35 U.S.C. §§ 315(c), 317(b); 37 C.F.R. § 1.907.
Apart from these specific differences, Congress directed that inter partes
reexaminations, like ex parte reexaminations, must follow the same procedures as initial
examinations. 35 U.S.C. § 314(a) (“Except as otherwise provided in this section,
reexamination shall be conducted according to the procedures established for initial
examination under the provisions of sections 132 and 133.”).
3
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Discovery in PTO Proceedings

The provisions of Title 35 governing the conduct of PTO proceedings
generally do not directly address the availability of discovery. Three provisions of the
Patent Act, however, bear on the question.
First, Congress granted PTO the authority to promulgate regulations
“govern[ing] the conduct of proceedings in the Office.” 35 U.S.C. § 2(b)(2)(A). “By
this grant of power we understand Congress to have delegated plenary authority over
PTO practice . . . to the Office.” Stevens v. Tamai, 366 F.3d 1325, 1333 (Fed. Cir. 2004)
(internal quotation marks and citation omitted). Second, Congress has specifically
authorized the Director of PTO to “establish rules for taking affidavits and
depositions” when, in the Director’s judgment, such discovery is required in a PTO
proceeding. 35 U.S.C. § 23. Pursuant to these delegations, PTO has, for example,
promulgated rules allowing limited discovery in interferences, which are trial-like
adjudications conducted before administrative patent judges. 35 U.S.C. § 135. See
generally 37 C.F.R. Part 41, subpart D; see, e.g., 37 C.F.R. § 41.150 (“A party is not
entitled to discovery except as authorized in this subpart.”).
Finally, Section 24 of Title 35—the provision on which Cordis relies—provides
in relevant part:
The clerk of any United States court for the district wherein testimony is
to be taken for use in any contested case in the Patent and Trademark
Office, shall, upon the application of any party thereto, issue a subpoena
4
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for any witness residing or being within such district, commanding him
to appear and testify....
Section 24 derives from the Patent Act of 1861, § 1, 12 Stat. 246. Then and
now, the paradigmatic “contested case” has been an interference proceeding. PTO
regulations authorize discovery in interferences, and courts may help give effect to
those rules under § 24. See 37 C.F.R. § 41.156. By contrast, the regulations do not
authorize discovery in examinational proceedings, including ex parte and inter partes
reexaminations. See 37 C.F.R. § 1.550(a); id. § 1.937(b); see also id. §§ 1.104-1.116; cf.
id. §§ 41.2, 41.60.
C.

Inter Partes Review Under The 2011 Amendments

In 2011, Congress enacted the America Invents Act (AIA), Pub. L. 112-29, 125
Stat. 284. Beginning September 16, 2012, the AIA replaces inter partes reexaminations
with “inter partes review.” Id., § 6(a) (to be codified at 35 U.S.C. §§ 311-319). Unlike
reexamination, which is conducted by examiners under initial examination standards,
inter partes review will be conducted by the administrative judges of the Patent Trial
and Appeal Board under regulations providing for submission of factual evidence,
protection of confidential information, and oral hearings. Ibid. (§ 316(a), (c)).
Importantly, the AIA instructs the Director to adopt “standards and procedures for
discovery of relevant evidence” in inter partes reviews, but stipulates that “such
discovery shall be limited to” the cross-examination of witnesses submitting affidavits
5
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or declarations and “what is otherwise necessary in the interest of justice.” Ibid.
(§ 316(a)(5)). Congress’s express purpose in adopting these reforms was to “convert[]
inter partes reexamination from an examinational to an adjudicative proceeding.” H.R.
Rep. No. 112-98, at 46 (2011).
II.

The Present Litigation
A.

Background

In 2009, Cordis filed suit against Abbott, alleging infringement of two patents
relating to medical stents. In 2010, Abbott requested inter partes reexaminations of the
asserted patents. After PTO determined that prior art submitted by Abbott raised
substantial new questions of patentability in each patent, reexamination proceedings
commenced. Cordis’s infringement suit was stayed pending the outcome of the PTO
proceedings. Wyeth v. Abbott, Docket No. 235, No. 09-4850 (D.N.J. Feb. 7, 2012).
The reexaminations were assigned to different PTO examiners, and, in each
case, the examiner initially rejected Cordis’s claims on obviousness grounds. JA220-36,
245-53 (non-final actions).1 In response, in October 2011, Cordis served several
subpoenas, including the two subpoenas served on Abbott demanding documents
that gave rise to this litigation. JA70-75, 78-83; cf. Cordis Br. 11-12 (maintaining
discovery would produce secondary evidence of nonobviousness).

1

In July 2012, one of the examiners issued a final rejection of the patent claims. See
Abbott Br. 13.
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Abbott moved to quash the subpoenas, urging that federal law does not
contemplate discovery in inter partes reexaminations and that, even if discovery were
available, PTO’s approval was required before subpoenaing evidence for use in a PTO
proceeding. Cordis maintained that it was entitled to subpoena relevant evidence
under 35 U.S.C. § 24 and that authorization from PTO was not required.
Notwithstanding that position, Cordis had petitioned PTO for authorization.
Acknowledging that PTO had not promulgated rules permitting discovery in
reexaminations, Cordis asked for confirmation that its subpoenas were nonetheless
proper or, in the alternative, for permission to proceed under § 24.
B.

PTO’s Decision

In December 2011, PTO rejected Cordis’s petitions in a formal decision.2
JA1590-1604. PTO concluded that discovery is unavailable in inter partes
reexaminations, explaining that the Patent Act does not contemplate discovery in
reexaminations; no agency rules provide for discovery in examinational proceedings;
and the judicial subpoena provision at 35 U.S.C. § 24 is inapplicable because inter partes
reexaminations are not “contested cases” within the meaning of that statute. JA1595.
PTO stressed that reexamination generally, whether inter partes or ex parte, requires the
examiner to consider the claims at issue “‘as they would have been examined in the

2

Cordis filed a petition in each of the reexamination proceedings, and PTO issued
substantively identical decisions, referred to here in the singular.
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original application of the patent’”—namely, without discovery. JA1592 (quoting 65
Fed. Reg. 76756, 76763 (Dec. 7, 2000)). The absence of discovery in reexaminations,
PTO explained, is consistent with Congress’s intent that reexaminations function as
expeditious mechanisms for removing bad patents. JA1593-95 (noting discovery
would be at odds with Congress’s “special dispatch” requirement and deadlines).
Because inter partes reexaminations are fundamentally examinational rather than
adjudicative in nature, and agency regulations do not contemplate discovery in
examinational proceedings, PTO concluded that Cordis’s reliance on 35 U.S.C. § 24
was misplaced.
C.

District Court’s Decision

Soon after PTO issued its decision, a magistrate judge granted Abbott’s motion
to quash, and the district court affirmed. JA24. The magistrate judge described PTO’s
decision as persuasive and agreed that there is no right to subpoenas in connection
with inter partes reexaminations. JA20-21 (explaining that “in the context of the PTO”
the term “contested case” requires more than the involvement of a third-party
requester). He concluded, moreover, that PTO’s express denial of discovery
authorization eliminated any question as to the availability of subpoenas in these
proceedings. JA21.

8
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This appeal followed. Cordis also seeks review of PTO’s decision, and that
appeal is stayed pending adjudication here. Cordis v. Kappos, Docket No. 13, No. 12-75
(E.D. Va. Mar. 26, 2012).
SUMMARY OF ARGUMENT
As this Court has recognized, PTO has plenary authority over the Office’s
practices. 35 U.S.C. §§ 2(b)(2)(A), 23. PTO has never authorized discovery in inter
partes reexaminations, and formally ruled in December 2011 that neither discovery
generally nor subpoenas specifically are available in such proceedings. JA1590-1604.
1. The patent reexamination process was established to provide an efficient
mechanism for reevaluating questionable patents and removing those foreclosed by
documentary prior art. When Congress added inter partes reexamination in 1999, it
gave third-party requesters greater opportunities “to explain why a particular patent
should not have been granted,” but, recognizing the examinational nature of the
proceedings, Congress took care not to “expand[] the process into one resembling
courtroom proceedings.” 145 Cong. Rec. H6929, H6944 (daily ed. Aug. 3, 1999) (Rep.
Rohrabacher).
As PTO has explained, allowing discovery would be inconsistent with this
intent and with the terms and design of the inter partes reexamination statute. Congress
expressly provided that—as in ex parte reexaminations—inter partes proceedings would,
unless otherwise provided, be “conducted according to the procedures established for
9
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initial examination[.]” 35 U.S.C. § 314(a). Discovery is not “otherwise provided” for
by the inter partes reexamination statute, and it is not authorized by the agency’s
procedures for initial examination. Moreover, Congress’s expectation that the
proceedings be conducted by PTO examiners, see 35 U.S.C. § 134(b)-(c), and
completed with “special dispatch,” id. § 314(c), does not accord with a process
requiring the resolution of discovery disputes. And the 2011 amendments introducing
inter partes review, a post-grant review scheme whose “‘improvement[s]’” include a
provision for limited discovery, leave no question as to Congress’s understanding and
intention that reexamination not include discovery. JA1594.
2. Cordis urges that, PTO’s analysis notwithstanding, it is entitled to obtain
judicial subpoenas under 35 U.S.C. § 24. The district court correctly rejected this novel
contention. As courts have recognized, § 24 authorizes courts to issue subpoenas in
aid of discovery in contested cases to the extent permitted by PTO. Because inter partes
reexaminations are not “contested case[s]” and discovery is not authorized by PTO in
these proceedings, § 24’s criteria are not satisfied.
From the start, interferences have been the paradigmatic “contested case.”
PTO has always understood § 24’s reference to “contested case[s]” to address such
cases, where PTO adjudicates a trial-like proceeding between rival parties—as distinct
from examinational proceedings, in which PTO examiners discharge their duty to
ascertain patentability in light of prior art.
10
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PTO’s construction of statutes governing the conduct of its proceedings is
entitled to deference, see Cooper Techs. Co v. Dudas, 536 F.3d 1330 (Fed. Cir. 2008), and
Cordis identifies no basis on which to reject it here. Cordis’s suggestion that PTO has
been inconsistent regarding the nature of inter partes reexaminations is entirely
mistaken. Discovery has never been authorized in such proceedings. Cordis’s
invocation of the canon of constitutional avoidance is unavailing, as there is simply no
constitutional right to discovery in inter partes reexaminations.
Finally, § 24 cannot be used to obtain discovery that is not permitted under
PTO’s rules, and it is beyond dispute that PTO permits no discovery here. This fact
alone is fatal to Cordis’s case.
ARGUMENT
I.

The District Court Correctly Quashed The Subpoenas.
A.

Discovery Is Not Available In PTO Examinations, Including Inter
Partes Reexaminations.

The district court correctly quashed Cordis’s subpoenas because discovery is
not available in PTO examinations, including reexaminations. As Cordis does not
dispute, a patent applicant ordinarily has no right to subpoena documents or
testimony from competitors to overcome an examiner’s rejection, even if the
applicant has reason to believe that a competitor possesses documents relevant to
patentability. The initial examination provisions of Title 35 do not contemplate such
11
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discovery. See 35 U.S.C. §§ 131-133. And the PTO—to which Congress has expressly
delegated the power to establish rules “govern[ing] the conduct of proceedings in the
Office” and to regulate the “taking [of] affidavits and depositions” in PTO
proceedings, 35 U.S.C. § 2(b)(2)(A) and § 23—has never provided for it.
It follows, as PTO explained in denying Cordis’s petitions, that no such
discovery is permitted in inter partes reexamination proceedings either. JA1590-1604.
Congress instructed that, “[e]xcept as otherwise provided” in the reexamination
statute itself, inter partes reexaminations “shall be conducted according to the
procedures established for initial examination.” 35 U.S.C. § 314(a). Nothing in the inter
partes reexamination statute provides for discovery. And the “procedures established”
for initial examination are those established by PTO regulations, which do not provide
for discovery of any kind. 37 C.F.R §§ 1.104-1.116; id. § 1.937(b); see JA1592.
A “reexamination” is exactly that—a second examination of claims by a patent
examiner, according to the same standards and procedures that apply in any PTO
examination, only narrower in scope and conducted with “special dispatch.” See
Chisum on Patents, Glossary-Patent Terms (2012) (“reexamination” involves
reevaluating patent claims “according to normal examination procedures”). As this
has Court explained, “[i]n a very real sense, the intent underlying reexamination is to
‘start over’ in the PTO with respect to the limited examination areas involved, and to
reexamine the claims, and to examine new or amended claims, as they would have been
12

Case: 12-1244

Document: 43

Page: 22

Filed: 10/11/2012

(244 of 264)

considered if they had been originally examined in light of all of the prior art of record
in the reexamination proceeding.” In re Etter, 756 F.2d 852, 857 (Fed. Cir. 1985)
(emphasis in original); see 65 Fed. Reg. at 76763 (same). “Although In re Etter involved
an ex parte reexamination, the PTO’s role is identical in an inter partes proceeding.”
Callaway Golf Co. v. Kappos, 802 F. Supp. 2d 678, 687 (E.D. Va. 2011).
It is therefore unsurprising that neither Congress nor PTO has provided for
discovery in inter partes reexaminations. The purpose of a reexamination is to achieve
the same result that PTO, had it recognized all pertinent prior art, would have
achieved during the initial examination. See, e.g., In re Recreative Technologies Corp., 83
F.3d 1394, 1396-97 (Fed. Cir. 1996) (“‘The reexamination statute’s purpose is to
correct errors made by the government ... and if need be to remove patents that never
should have been granted.’”). Cordis’s approach, in which discovery would be
unavailable in initial examinations but freely available in inter partes reexaminations,
would yield a fundamentally different scheme: reexamination decisions would be
based, not simply on documentary prior art that the original examiner could have
considered, but on compelled evidence and testimony that could not have been part of
the original examination. Nothing in the text or history of the inter partes
reexamination statute suggests that Congress intended such a result. See, e.g., 145
Cong. Rec. at H6944 (explaining that the inter partes reexamination was created “to
further encourage potential litigants to use the PTO as [an] avenue to resolve
13
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patentability issues without expanding the process into one resembling courtroom
proceedings”).
B.

Discovery Would Impede The Functioning Of Inter Partes
Reexaminations.

As Congress surely understood, discovery would impede the practical
functioning of the inter partes reexamination scheme. First, because they are
examinational rather than adjudicative proceedings, reexaminations are conducted by
patent examiners, not administrative patent judges. E.g., 35 U.S.C. § 134(b)-(c)
(discussing appeal from “decision of the primary examiner”). Examiners possess the
technical expertise to evaluate prior art, proposed claim amendments, and arguments
by patent owners and requesters. But examiners are not judges and typically lack the
legal training necessary to mediate disputes concerning discovery and attendant
assertions of privilege or confidentiality. Cf. Abbott Br. 60 (contending that Cordis’s
subpoenas were also improper because they threatened to disclose confidential trade
information). Interferences, disciplinary hearings, and other genuinely adjudicative
PTO proceedings, by contrast, are conducted by administrative patent judges or
attorney-hearing officers. See, e.g., 35 U.S.C. §§ 6(a), 135, 32; 37 C.F.R. § 11.39(b)(4).
Second, “[a]ny provision for discovery would necessarily prolong proceedings
before the Office,” JA1593, as well illustrated by this case. Congress intended PTO to
resolve reexaminations quickly, as a matter of administrative priority. Ibid. (observing
14
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that Congress “consistently expresse[d] a concern for providing a low-cost, efficient
alternative to litigation”). Thus, Congress imposed a strict 30-day deadline for
requesters’ responses to patentees’ submissions. 35 U.S.C. § 314(b). That deadline
alone strongly suggests that Congress did not anticipate discovery. JA1592 (30-day
deadline “impracticable” if discovery were permitted); cf. Fed. R. Civ. P. 45(c)(2)(B)
(objections to a subpoena must be served within 14 days after service of the
subpoena); id. 30(e)(1) (deposition witness is entitled to 30 days to review and submit
changes to transcript or recording).
Similarly, Congress directed PTO to conduct “all inter partes reexamination
proceedings” with “special dispatch,” absent “good cause.” 35 U.S.C. § 314(c).
Reexaminations are the only proceedings in Title 35 that Congress has mandated be
conducted with “special dispatch”—a term that connotes “some type of unique,
extraordinary, or accelerated movement.” Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426
(Fed. Cir. 1988). As PTO has recognized, permitting discovery flatly conflicts with this
requirement. JA1592-93. Indeed, PTO previously rejected proposals to incorporate
limited discovery practice into inter partes reexaminations because doing so would
frustrate the intent behind Congress’s “special dispatch” requirement. 65 Fed. Reg.
76756, 76768-69 (Dec. 7, 2000) (rejecting suggestions that rules be amended to allow,
e.g., cross-examination of experts, because such steps “would greatly extend the inter
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partes proceeding time line, which would be clearly contrary to the ‘special dispatch’
required by 35 U.S.C. 314(c)”).
C.

Congress’s 2011 Amendments Confirm That Discovery Is
Unavailable In Inter Partes Reexaminations.

In 2004, PTO reported to Congress that “the lack of such procedural
mechanisms as discovery and cross-examination” in inter partes reexaminations
dampened enthusiasm for the scheme. JA127. PTO proposed that Congress establish
a new post-grant review scheme “more comprehensive than, and different from,
reexamination.” JA131. Under the proposed scheme, proceedings would take the
form of “genuinely contested case[s] presided over by panels of USPTO
administrative patent judges,” and “[c]losely controlled discovery and crossexamination would be available[.]” Ibid.
In the AIA, Congress accepted PTO’s proposal and “convert[ed] inter partes
reexamination from an examinational to an adjudicative proceeding.” H.R. Rep. No.
112-98, at 46. As discussed, effective September 2012, the AIA replaces inter partes
reexamination with inter partes review, a post-grant proceeding involving trials before
the Patent Trial and Appeal Board to address patentability in light of documentary
prior art. AIA, § 6(a) (§ 316(a) and (c)) (charging PTO with establishing rules
regarding, e.g., protection of confidential information, hearings).

16
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The AIA directs PTO to promulgate “standards and procedures for discovery
of relevant evidence.” Id. (§ 316(a)(5)). Congress stipulated, however, that “such
discovery shall be limited to” the cross-examination of witnesses, and other matters
“necessary ... in the interest of justice.” Ibid. Furthermore, Congress instructed PTO to
“prescrib[e] sanctions” for abuses of discovery or process, such as causing
unnecessary delays or increases in costs. Id. (§ 316(a)(6)). Finally, Congress enjoined
PTO to consider, in promulgating these regulations, their effects “on the economy,
the integrity of the patent system, the efficient administration of [PTO], and the ability
of the Office to timely complete proceedings instituted under this chapter.” Ibid.
(§ 316(b)).
As PTO explained, JA1594-95, these amendments underscore the error of
Cordis’s claims. Congress described the limited discovery in inter partes review as an
“improvement” over existing reexamination procedures, which Congress did not
amend. H.R. Rep. No. 112-98, at 46-47. Moreover, under inter partes review, Cordis
would clearly be required to secure PTO’s authorization before obtaining document
discovery. AIA, § 6(a) (§ 316) (requiring determination that request is “in the interest
of justice”). Thus, “[t]he anomalous result of [Cordis’s] argument would be that
because the inter partes reexamination statute failed to provide for discovery, more
discovery would be available under inter partes reexamination than under inter partes
review. That result is plainly contrary to Congress’s intent.” JA1595.
17
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Cordis’s Reliance on 35 U.S.C. § 24 Is Misplaced.
Cordis does not dispute that discovery is unavailable in initial examinations and

ex parte reexaminations, but insists that participants in inter partes reexaminations are
entitled, without authorization from PTO, to subpoena documents and testimony. In
Cordis’s view, that conclusion is dictated by 35 U.S.C. § 24, which authorizes district
courts to issue subpoenas in aid of PTO proceedings in “contested case[s].”
Cordis is mistaken. The judicial authority conferred by § 24 has two longrecognized predicates: that the subpoenas pertain to a “contested case,” as that term is
understood in patent law; and that the subpoenas seek evidence consistent with PTO
rules. Cordis’s subpoenas satisfy neither predicate.
A.

“Contested Case[s]” Are Trial-Like, Adjudicative Proceedings,
Such As Interferences.

Cordis contends (Br. 16) that a “contested case” is any PTO proceeding in
which “a party challenges, i.e., ‘contests,’ a position adopted by some other party in the
proceeding,” and urges that inter partes reexaminations must therefore be deemed
“contested case[s]” under § 24.
That analysis is plainly inadequate: as even Cordis concedes (Br. 56-57),
discovery is not available in ex parte reexaminations, in which a third-party requester
triggers review by contesting a patent’s validity and enjoys a statutory right to contest
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the patentee’s written statement under 35 U.S.C. § 304.3 Thus, as the magistrate judge
observed, “significantly more” than the involvement of multiple parties is required for
a PTO proceeding to become a “contested case” within the meaning of § 24. JA21;
see JA1595; see also 68 Fed. Reg. 66648, 66650 (Nov. 26, 2003) (“Although both
appeals in inter partes reexaminations ... and some petitions ..., such as a petition for
access under 35 U.S.C. § 135(c), may involve more than one party, they are not
considered contested cases for the purposes of [discovery].”).
PTO construes the phrase “contested case in the Patent and Trademark
Office” to signify the small but important category of genuinely trial-like, adjudicative
proceedings that occur before the agency, of which the paradigmatic example is the
interference. It is, in short, a term used in juxtaposition to the examination-based
proceedings that are the daily work of the agency and its corps of patent examiners.
That conclusion is firmly anchored in the history of § 24. The provision derives
from the Patent Act of 1861, which conferred ancillary jurisdiction on district courts
to permit a party to a “contested case pending before the Patent Office” to subpoena
witnesses. Patent Act of 1861, § 1, 12 Stat. 246. At that time, the only proceedings
recognized by the Patent Office as “contested cases” were interferences and contested

3

Other procedures that nominally involve a third party (e.g., patent reissuances in
which a third-party files a protest) would presumably also become “contested case[s]”
under Cordis’s definition.
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patent-term extension proceedings, the latter of which were soon abolished.4 See, e.g.,
Rules and Regulations for Proceedings in the Patent Office, Rule 118 (1870) (“In contested
cases, whether of interference or of extension, parties may have access to the
testimony on file prior to the hearing ....”); see also Little v. Lillie, 10 O.G. 543, 544
(1876) (“Interferences and extensions are the only ‘contested cases’ recognized in the
practice of the Office; consequently, it is in such cases alone that an adverse party has
power to compel the attendance of witnesses ... .”). By 1890, a prominent
commentator identified interferences as the only “contested cases” in the Patent
Office. Robinson, The Laws of Patents for Useful Inventions, § 587, at 210-11 (1890)
(hereinafter Robinson). Additional species of trial-like, adjudicative proceedings in the
PTO, such as disciplinary proceedings under 35 U.S.C. § 32, have since been
recognized as “contested cases” within the meaning of Section 24. 37 C.F.R. § 11.38;
69 Fed. Reg. 49960, 49967 (Aug. 12, 2004) (“Contested cases are predominantly
patent interferences ..., but also include United States government ownership contests
under 42 U.S.C. 2182(3) and 2457(d).”5).
Interferences—the quintessential “contested case[s]”—have always been
understood to require, in the words of the 1890 Robinson treatise, a “judicial
4

See Patent Act of 1836, § 18, 5 Stat. 117; Patent Act of 1861, § 16, 12 Stat. 246.

5

Congress has expressly provided that these cases be heard pursuant to the rules for
interferences. 42 U.S.C. § 2182; 51 U.S.C. § 20135 (formerly 42 U.S.C. § 2457).
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proceeding ... in which the several rivals are parties adverse to each other, having a
right to be heard by evidence and argument in vindication of their own claims and in
opposition to the claims of their antagonists.” Robinson § 586, at 210. See ibid.
(distinguishing “uncontested” proceedings addressing the “patentability of an
invention,” in which “examination instituted in the Patent Office ... is ... sufficient to
both to protect the public rights and to secure the lawful privileges of the inventor,”
from interferences in which “rival claimants for the same invention” present a dispute
uniquely theirs, which would not exist if either application “stood alone”). The same is
true of PTO disciplinary proceedings, which the Patent Act specifies must provide
notice and hearing rights to the accused practitioner. 35 U.S.C. § 32. The adjudication
of such matters is therefore assigned to administrative judges and officers admitted to
practice law (35 U.S.C. §§ 32, 135; 37 C.F.R. § 11.39(b)(4)) to be conducted under
various procedures that are the hallmarks of litigation. See 37 C.F.R. §§ 41.100-41.158,
41.200-41.208 (interferences); id. §§ 11.19-11.45 (disciplinary).
B.

Inter Partes Reexaminations Are Not “Contested Case[s].”

Reexaminations, including inter partes reexaminations, are fundamentally unlike
these trial-like, adjudicative proceedings. “In both ex parte and inter partes
reexaminations, the PTO determines whether it correctly approved the patent during
its initial examination of the patent’s application.” Callaway Golf Co., 802 F. Supp. 2d at
687. “As such, it is clear that inter partes reexamination is not a judicial proceeding,”
21
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but a “‘“start[ing] over” in the PTO with respect to the limited examination areas
involved,’” ibid. (quoting In re Etter, 756 F.2d at 857).
Congress specifically required that inter partes reexaminations “be conducted
according to the procedures established for initial examination,” 35 U.S.C. § 314(a),
which accords with the proceeding’s examinational nature. In an inter partes
reexamination, PTO “is not a neutral adjudicator” between parties; rather it discharges
its “nondiscretionary duty” to determine whether, and in what form, patent claims
should be allowed. Callaway Golf Co., 802 F. Supp. 2d at 686-87. Accordingly, the
statute does not require the requester to have special standing or interest in the
challenged patent. 35 U.S.C. § 314 (“Any third-party requester at any time may
[request reexamination].”). Once reexamination is triggered by a “substantial new
question of patentability,” it is not generally within the third-party requester’s power
to terminate the proceeding. Callaway Golf Co., 802 F. Supp. 2d at 686. The examiner
applies the usual standards for patentability and examination tools to assess the patent
claims in light of the prior art. The examiner, charged with protecting the public
interest, may defend her decision on appeal. 37 C.F.R. §§ 41.39, 41.69.
Cordis emphasizes the third-party inter partes requester’s opportunities to
participate in the proceedings (Br. 14-15). Those opportunities provide PTO with
additional input from third parties, but do not alter the basic nature of the proceeding.
See, e.g., 145 Cong. Rec. at H6944 (“[The proceeding] merely allows a reexam
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requestor the option to further explain why a particular patent should not have been
granted.”); 145 Cong. Rec. S13259 (1999) (Sen. Hatch) (explaining it is designed to
“make reexamination a viable, less-costly alternative to patent litigation by giving
third-party requesters the option of ... an expanded, although still limited, role in the
reexamination process”).
PTO acted well within its discretion in determining that an inter partes
reexamination is not a “contested case” akin to an interference. JA1595. As this Court
has recognized, Congress expressly delegated to PTO the authority to structure the
conduct of Office proceedings, and this Court therefore defers to PTO’s
interpretation of Patent Act provisions that create those proceedings. See, e.g., Cooper
Techs. Co., 536 F.3d at 1337 (“Because the Patent Office is specifically charged with
administering statutory provisions relating to ‘the conduct of proceedings in the
Office,’ we give Chevron deference to its interpretations of those provisions” (quoting
35 U.S.C. § 2(b)(2)(A))); Stevens v. Tamai, 366 F.3d 1325, 1333 (Fed. Cir. 2004) (“[W]e
understand Congress to have delegated plenary authority over PTO practice . . . to the
Office.” (internal quotation marks and citation omitted)). That authority encompasses
the provisions creating inter partes reexaminations. See Cooper Techs., 536 F.3d at 133132. And it encompasses the meaning of the phrase “contested case in the Patent and
Trademark Office,” because Congress has delegated to PTO the authority to structure
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its adjudications—that is, to determine whether and according to what procedures a
particular “case” shall be “contested.”
PTO has determined that permitting discovery in inter partes reexaminations
would frustrate Congress’s intent to create an efficient, examination-based proceeding
that could be completed with “special dispatch,” and that it would therefore be
inappropriate to regard inter partes reexaminations as “contested case[s]” as that term is
used in § 24 and in PTO regulations. JA1592-95; see 37 C.F.R. § 41.2 (“An appeal in
an inter partes reexamination is not a contested case.”); id. § 41.60 (“An inter partes
reexamination proceeding is not a contested case subject to [PTO regulations
regulating interferences and other contested cases before the Board]”). That
conclusion is manifestly correct, as Congress’s 2011 amendments establishing a new
scheme for contested inter partes adjudications makes clear. To the extent there is any
ambiguity in the matter, PTO’s judgment regarding the character of its own
proceedings is entitled to substantial deference.
C.

Cordis’s Contrary Arguments Are Unpersuasive.

Cordis identifies no persuasive basis for overturning PTO’s judgment. Cordis
suggests (Br. 54-58) that even if Congress did not establish inter partes reexamination as
a “contested case” for purposes of § 24, PTO’s rules have rendered it so. That
contention only underscores that whether a particular proceeding is a “contested case”
warranting discovery is a question for PTO to determine in the exercise of its
24
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authority over the conduct of its proceedings. But Cordis does not explain how the
procedural features that it highlights, such as the fact that PTO does not permit
examiner interviews in inter partes reexaminations, could conceivably transform an
examinational proceeding into a contested, adjudicative one.6 Cf. Abbott Br. 46-47.
Similarly, plucking a passing phrase—“hotly-contested, adversarial”—from a
rulemaking concerning filing fees for reexaminations, Cordis contends (Br. 48) that
PTO been inconsistent regarding the nature of inter partes reexaminations. That charge
is meritless. In response to regulatory comments, PTO explained that higher fees
would apply to inter partes reexaminations than ex parte reexaminations because
patentees and third-party requesters would be expected to “hotly contest” one
another’s “adversarial” written submissions, which would pose a greater burden on
examiners’ time. The remark, which expressly concerned the burden on examiners,
does not suggest that PTO regarded inter partes reexaminations as anything other than
examinational proceedings, let alone that PTO believed participants were entitled to
subpoena documents or witnesses.

6

PTO explained in 2000 that it would be impractical to arrange three-way interviews
in inter partes reexaminations, and that any satisfactory process for scheduling and
conducting such interviews would be so time-consuming as to conflict with the
statutory “special dispatch” requirement. 65 Fed. Reg. at 76768-69. That is plainly the
sort of judgment that Congress entrusted to PTO in organizing its affairs.
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Alternatively, Cordis contends (Br. 31-33) that PTO has been inconsistent in its
interpretation of § 24’s “contested case.” This rests on a misreading of 37 C.F.R.
§ 1.292, PTO’s public use proceeding regulation. The rule grants the Director
discretion to institute a public use proceeding upon receipt of a petition making a
prima facie showing that a pending patent application is barred by prior public use or
sale, 35 U.S.C. § 102(b). The Director may “designate an appropriate official to
conduct the ... proceeding, including the setting of times for taking of testimony,
which shall be taken as provided by part 41, subpart D, of this title”—i.e., the
regulations addressing the taking of testimony in interferences and other contested
appeals.7 37 C.F.R. § 1.292. Cordis urges that this rule establishes that PTO regards
public use proceedings as “contested case[s]” under § 24. In fact, it establishes only
the applicability of PTO’s rules regarding the taking of testimony to public use
proceedings. As such proceedings are exceedingly infrequent,8 PTO has had no
occasion to address the relationship between § 1.292 and § 24.9
7

Section 1.292 appears under the heading “Protests and Public Use Proceedings,” and
—contrary to Cordis’s suggestion (Br. 44-45)—is not one of the sections identified by
PTO as part of the “initial examination procedures.” 37 C.F.R. §§ 1.104-1.116.
Indeed, § 1.292 makes clear that the petitioner has no role in the “prosecution of the
application for patent.”
8

PTO informs us that, on average, three petitions requesting public use proceedings
are filed per year.
9

Cordis asserts (Br. 32) that the “history underlying the application of § 24 to public
use proceeding is especially instructive,” but identifies no such history. The one case
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Finally, Cordis urges that, if the meaning of “contested case” is ambiguous, the
canon of constitutional avoidance requires interpreting it to allow patent owners
“access to subpoena power” (Br. 18). But Cordis fails to identify any plausible
constitutional objection to the absence of discovery in reexaminations. The general
rule is that there is no constitutional entitlement to discovery in administrative
proceedings. See, e.g., Kelly v. EPA, 203 F.3d 519, 523 (7th Cir. 2000); see also Frilette v.
Kimberlin, 508 F.2d 205, 208 (3d Cir. 1975) (en banc) (“Generally, discovery is not
available in administrative procedures.”). That rule readily applies to inter partes

Cordis cites—Ex Parte von Hefner-Alteneck, 1883 C.D. 139 (S. Ct. D.C. 1882)—
precedes PTO’s promulgation of § 1.292 by some seventy years, and dates to a time
when “[n]o definite practice” had been established by the Patent Office regarding the
conduct of public use proceedings. In re von Hefner-Alteneck, 23 O.G. 109 (1883). In any
event, the Supreme Court of the District of Columbia (the body then charged with
hearing appeals from the Patent Commissioner) acknowledged the ex parte form of
public use proceedings, 1883 C.D. at 140, and by no means suggested that the
proceedings constituted “contested case[s]” within the meaning of § 24’s predecessor
statute, Rev. Stat. 4906 (1870). And that is consistent with contemporaneous sources.
E.g., Robinson § 587 (1890) (reporting that interferences were the only “contested
cases” in the Patent Office) (citing Little v. Lillie, 10 O.G. at 544).
To the extent that nineteenth century public use proceedings shed any light on
this case, they confirm that where the issue presented related to patentability, the
proceeding was generally regarded as “ex parte in character,” even where third parties
played some role in the process. Carey v. New Home Sewing Machine, 1901 C.D. 165
(“question of patentability has been uniformly looked upon as ex parte in character”);
see, e.g., Ex Parte Hartley, 89 Mss. Dec. 152 (1908) (“Public-use proceedings are ex parte
in their nature, the only question being the right of the applicant to a patent.”); see
also Ex Parte Kephart, 1903 C.D. 137 (characterizing public use proceeding as “an
investigation on behalf of the public by the Patent Office,” not “a contest between the
protestant and the applicant”).
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reexamination, the procedures for which amply protect patent owners’ due process
interests by providing notice, an opportunity to submit arguments and other written
materials, and two levels of appeal. Cf. Patlex Corp. v. Mossinghoff, 771 F.2d 480, 486
(Fed. Cir. 1985).
D.

Cordis Additionally Errs In Asserting That Section 24 Permits
Discovery Without Regard To PTO Rules.

Cordis not only asks this Court to overturn the determinations of the PTO and
district court that inter partes reexaminations are not “contested case[s]” within the
meaning of 35 U.S.C. § 24, but also asks this Court to declare that participants in such
cases may invoke § 24 to obtain any evidence they believe is relevant, without regard
to PTO rules.
Such a request misunderstands the role of Section 24. Congress has expressly
delegated to the PTO Director authority to determine when testimony and affidavits
shall be admitted for use in PTO proceedings. 35 U.S.C. § 23. The next provision of
the Code (and part of the very same statutory provision when originally enacted in
1861, see Patent Act of 1861, § 1, 12 Stat. 246), 35 U.S.C. § 24 authorizes district
courts to lend their coercive powers to PTO when such evidence “is to be taken for
use” in PTO proceedings. No purpose would be served by issuing or enforcing
subpoenas for evidence that PTO rules will not permit to be used, and PTO tightly
regulates the manner in which evidence may be introduced. See 37 C.F.R. § 41.151
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(“Evidence that is not taken, sought, or filed in accordance with this subpart shall not
be admissible.”); id. § 11.38 (“Evidence obtained by a subpoena issued under 35
U.S.C. 24” is admissible only if “leave to proceed under 35 U.S.C. 24 was previously
authorized by the hearing officer.”).10
Accordingly, the federal courts have long held that § 24 authorizes subpoenas
only in service of discovery that PTO has previously authorized, either by regulation
or on a case-by-case basis. See, e.g., Sheehan v. Doyle, 529 F.2d 38, 39 (1st Cir. 1976) (per
curiam) (“35 U.S.C. § 24 provided for judicial subpoenas in aid of contested Patent
Office cases ... but only to the extent permitted by the Commissioner of Patents.”);
Sheehan v. Doyle, 513 F.2d 895, 898 (1st Cir. 1975) (finding that § 24 “allow[s] the
issuance of subpoenas in aid of discovery as authorized by the Patent Office but not
otherwise”).
Section 24 does not permit courts to dictate the type or scope of discovery
PTO will permit. Rather, the statute “is simply a provision giving teeth, through the

10

The result Cordis seeks is incongruous. Even where discovery is permitted, PTO
imposes strict controls: if the present case were an interference or disciplinary
proceeding, Cordis would be required to obtain express approval. 37 C.F.R. §§ 41.156
(“A party seeking to compel testimony or production of documents or things must
file a miscellaneous motion for authorization.”), 11.52 (permitting discovery only
when shown to be “reasonable and relevant” and ordered by a hearing officer, but
imposing certain categorical restrictions, e.g., barring discovery of privileged material).
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courts’ subpoena powers, to authority conferred upon the Commissioner of Patents.”
Sheehan, 513 F.2d at 898.
Cordis does not address Sheehan and other such cases. E.g., Frilette, 508 F.2d at
210-12. The two cases Cordis cites (Br. 61-62) do not support its position. In Natta v.
Zletz, 379 F.2d 615, 618 (7th Cir. 1967), the court characterized the “ancillary
jurisdiction” conferred by § 24 as “designed to cooperatively complement Patent
Office jurisdiction.” There, the court considered whether the Patent Office’s
statement that it “[stood] ready and willing to fix a special testimony time should
appellants’ request for documentary production be diligently pursued and be fruitful”
was adequate approval given that the Office had not “fix[ed] a specific future time for
the taking of testimony.” Ibid. Here, by contrast, PTO has not provided any form of
approval for any discovery.
In Brown v. Braddick, 595 F.2d 961 (5th Cir. 1979), the Fifth Circuit expressly
adopted the view of the Third Circuit that § 24 “authorizes district courts to enforce
subpoenas only for materials that are discoverable under Patent Office discovery
rules.” Id. at 966. The court concluded that, in enacting § 24, Congress did not intend
to adopt a “unique system of allowing district courts to control pre-trial discovery
before an administrative agency,” particularly given how disruptive this would be to
Patent Office proceedings. Ibid. (citing Frilette, 508 F.2d at 211-12).
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Here, it is undisputed that PTO has not authorized discovery of any kind,
either in inter partes reexaminations generally or specifically in this case. JA1590-1604.
For that reason as well, the district court properly quashed the subpoenas.
CONCLUSION
The district court’s judgment should be affirmed.
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